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Summary of Facts and Submn ssions

The appellant is proprietor of European patent

No. 0 451 889 which was granted with 15 clains on the
basi s of European patent application No. 91 200 560. O;
claiml1l as granted reads as foll ows:

"Perfunmed product conprising at |east 25% of water and
0-60% of a surface active material characterized in
that it contains |less than 0.01% of conventiona
preservatives and 0.05% by wei ght or nore of a
preservative perfune which conprises conventiona
perfume ingredients chosen only for their ol factory
contribution and wherein at |east 30% by wei ght of the
perfume consists of at least two different perfune

I ngredi ents which need at [ east 3 inoculations to

failure in the individual challenge test."

1. The respondent originally filed notice of opposition
requesting revocation in full of the European patent
pursuant to Article 100(a) EPC on the ground of |ack of
i nventive step and pursuant to Article 100(b) EPC on
the ground of insufficiency of disclosure.

L1l During the proceedi ngs before the opposition division,
anmended sets of clains were filed by the proprietor, by
way of first and second auxiliary requests. In an
interlocutory decision dated 30 July 1997, the
opposition division refused both the proprietor's main
request that the opposition be rejected and its first
auxiliary request that the patent be maintained on the
basis of the clains filed on 24 April 1997, but decided
to maintain the patent as anended during the ora
proceedi ngs.
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In its reasons for the decision the opposition division
held that the main request and the first auxiliary
request did not neet the requirenents of Article 83
EPC, because the invention as clainmed in both requests
was not reproduci ble w thout undue burden. Since the
main aimof the patent in suit was the anti bacteri al
potential of the perfune ingredients, the skilled
person woul d have to screen a very huge |ist of
potential perfume ingredients in order to establish

whi ch ingredients were preservative in accordance with
the particular challenge test and to arrive at the

cl ai med product. He would have no other choice to
establish the imts of the clained invention than to
test any conpound of a perfune in order to know whet her
or not it passed the chall enge test.

A notice of appeal was filed by the proprietor
(appel I ant) agai nst the decision of the opposition
di vision. Both the appellant and the opponent
(respondent) requested oral proceedings.

I n advance of the oral proceedi ngs, scheduled to take
pl ace on 11 July 2001, both duly sumned parties

i nformed the board that they would not attend the
heari ng.

The appel lant's grounds and argunents in support of the
appeal nmay be sunmarised as foll ows:

Article 100(b) EPC rather than Article 83 EPC which was
cited in the inpugned decision provided the correct

| egal basis in the EPC for the decision to refuse the
main and the first auxiliary requests on the ground of

i nsufficiency of disclosure.
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The individual conponents of the clainmed perfuned
product, including all the technical features by which
both the ingredients of the "preservative perfune" were
defined, were clearly disclosed. The opponent itself
admtted in the opposition statenent that the

i ndi vi dual chal | enge test was workable. There had al so
been no suggestion during the opposition proceedi ngs
that any information which was necessary for
performance of the invention was missing fromthe
description. This being the case, the appellant

concl uded that the disclosure of the patent in suit was
both clear and conpl ete and, consequently, nmet all the
criteria of Article 100(b) EPC.

Article 100(b) EPC did not contain any reference

what soever to the burden which m ght be put upon a
skilled person wishing to repeat the invention. Apart
fromthe fact that this criterion was accordingly

I nappropriate for judging the allowability of the
patent in suit, the opposition division had omtted or
m srepresented inportant facts in assessing the burden
whi ch was i nposed on a skilled person in the present
case. The opposition division asserted in the inpugned
deci sion that, because the main aimof the contested

i nvention was the anti bacterial potential of perfune
ingredients, the skilled person had to exam ne nore

t han about 4000 potential ingredients. This assertion
conflicted with the essential selection criterion of
claim1, that the perfune ingredients were only chosen
for their olfactory contribution. In view of this
feature a skilled person would not search for conpounds
additional to a list of known perfume ingredients.

The opposition division based its argunents on an
assunption that the skilled person who w shed to carry
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out the invention started with the intention of

determ ning each and every way of carrying out the

I nvention and concluded that this entailed an undue
burden. Al though the skilled person was only ever
interested in a limted nunber of ways of carrying out
the invention, the specification provided neverthel ess
cl ear and conplete instructions to enable a skilled
person to carry out the invention in respect of the
whol e subject-matter clainmed w thout undue burden.

It was wel | -established that the scope of a European
patent was not restricted to the specific enbodi nents
di scl osed therein and a patentee was entitled to
protect an invention which represented a reasonabl e
general i sation of specific disclosures. The scope of
the invention as clained in the patent in suit
represented an acceptabl e generalisation.

VI, Inits reply to the appeal statenent the respondent
essentially referred to its subm ssions during the
proceedi ngs before the opposition division. In the
respondent's opinion, the disclosure was insufficient
to enable the skilled person to find further effective
ingredients with a reasonabl e expectati on of success
outside the area of the explicitly disclosed perfune
ingredients in the patent in suit.

Al t hough the respondent did not dispute that the

chal | enge test was workable, it submtted neverthel ess
that this test was insufficient and not practicable to
enabl e the skilled person to achieve the desired result
within the whole anbit of claim1 w thout undue burden.

Since an effectively unlimted nunber of conpounds was
covered by the functional definition in claiml, the

1842.D Y A
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person skilled in the art was conpelled to apply

i nventive ingenuity, or at |east to perform an
extensive research progranme in order to find suitable
vari ants of "preservative perfunes” and, in particular
"suitable variants of antimcrobially effective perfune
ingredients” within the whole anbit of claim1, but
outside the area of the specific exanples in the patent
in suit. This should be seen as an unaccept abl e burden
i n accordance with the principles set out in decision
T 435/91 (QJ EPO 1955, 188). Moreover, the description
did not provide the skilled reader with any assi stance
or guidance indicating in which direction to go if
initial investigations and test runs had failed.

The appel l ant had requested in witing that the
deci si on under appeal be set aside and that the patent
be mai ntai ned as granted.

The respondent had requested in witing that the appea
be di sm ssed.

Reasons for the Decision

1

1842.D

The appeal is adm ssible.

The first question to be decided in this appeal is

whet her or not the opposition division was correct in
finding that the ground for opposition under Article
100(b) EPC prejudices the mai ntenance of the patent as
granted. An attack on the ground of insufficiency of

di scl osure under Article 100(b) EPC is of course based
on Article 83 EPC which requires that the discl osure of
the invention nust be "sufficiently clear and conplete
for it to be carried out by a person skilled in the
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art". It is understood that this nmeans that
substantially any enbodi nent of the invention, as
defined in the broadest claim nust be capabl e of being
realised on the basis of the disclosure. In the absence
of evidence to the contrary, it is sufficient if the

di scl osure suggests plausibly this is possible.

The disclosure in the patent specification

3. Caiml relates to a conposition of matter, nore
specifically a "perfuned product”, conprising the
foll ow ng conponents: at |east 25% of water; 0-60% of a
surface active material; l|ess than 0.01% of
conventional preservatives; and

0. 05% by wei ght or nore of a "preservative perfune”
defined only in functional terns; the defining
functional features of the "preservative perfune”
require

(1) that it conprise "conventional perfunme
i ngredi ents chosen only for their olfactory
contribution"; and

(i) that at | east 30% by weight of its total weight
consist of at least two different perfune
ingredients [chosen for their ol factory
contribution] which need at | east 3 inocul ations
to failure in the individual challenge test”
(hereinafter referred to as "antimcrobially

effective perfune ingredients").

3.1 The description includes the foll ow ng worked exanpl es:

1842.D Y A
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- 3 exanples of the "perfumed product” according to
claiml (see Exanples 6 to 8);

- 5 exanples of a "preservative perfunme” in
accordance with the clained invention (see
clainms 1 and 9), indicating the proportion, nature
and function (either antimcrobially effective or
not) of each single ingredient of such
"preservative perfune"” (see Exanples 1 to 5); and
a list of

- 15 "antimcrobially effective perfune
i ngredi ents" which needed at |east 3
i noculations to failure in the individual
chal | enge test (see page 6, lines 5-21).

Furthernore, the specification discloses on page 4,
lines 32 to 38 two groups of conpounds which are said
to be particularly effective antim crobial perfune

i ngredi ents. These groups are identified by their
general formnul ae.

Since the reproducibility of the exanples is beyond
doubt, it is clear that the patent in suit discloses
explicitly not only one, but several different ways
enabling the skilled person to carry out the invention.
A substantial nunber of clained "perfuned products" can
accordingly be forned by preparing "preservative
perfunmes” using the ingredients listed in the
specification. Alternatively, a skilled person needs to
apply successively the selection criteria (i) and (ii)
according to claim1 (see point 3 above) to find

addi tional suitable ingredients for the "preservative
perfune".
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It is the sufficiency of disclosure of the criteria for
selecting the "preservative perfune” within the whole
ambit of claim11 which has been di sputed under Article
100(b) or Article 83 EPC.

ection criteria

ad(i):

The notional skilled person is considered in the
present case to be a perfume fornmulator famliar with
sel ecting perfune ingredients for their ol factory
contribution. A person with these know edge and skills,
faced with the task of devising a perfunme having a
desired specific aroma or odour, would be able to

sel ect, without the exercise of any inventive activity
or scientific research, fromthe group of all possible
conventional perfune ingredients available in the state
of art for this purpose a nore or |ess |arge sub-group
of suitable ingredients capable of inparting the
particular ol factory contribution to the desired
specific aroma of the "preservative perfune”. Since it
was not contested that the skilled person would have no
difficulty in choosing a perfune wwth the desired aroma
on the basis of the disclosure in the patent in suit,
there is no need to expand on this matter.

ad (ii):

The respondent itself admtted in the opposition
statenment (see point 3) that, by follow ng the

di sclosure in the patent in suit (see especially the
par agraph bridgi ng pages 5 and 6), the individua
chal l enge test is workable. There is also no dispute
that those skilled in the art can readily establish
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whet her or not a potential perfume ingredient selected
according to criterion (i) passes the challenge test
and woul d therefore be acceptable as an
"antimcrobially effective perfune ingredient” in
accordance with the challenge test. The skilled person
IS thus given precise and conplete instructions in the
patent in suit as to how he can test the group of al
possi bl e perfune ingredients, which have been sel ected
for their olfactory contribution, also for their
performance in the challenge test and, accordingly,
determ ne by routine testing suitable variants of
"antimcrobially effective perfune ingredients”
enconpassed by the functional definition in claiml. It
is then only a trivial matter of calculation to

formul ate a "preservative perfune” containing at |east
30% by weight of at least two "antimcrobially
effective perfune ingredients".

In view of the foregoing observations and in the
absence of any evidence to the contrary, it cannot in
the board' s judgnent be assuned that the skilled person
woul d have difficulty in identifying any nunber of

ot her suitable "preservative perfunes” using the test
criteria given in the specification and the suggestions
therein as to their likely chem cal fornulae. That
finding alternatives to the specifically nentioned
"preservative perfunmes” wll require sonme additiona
wor k cannot be considered to i npose an undue burden.
The facts are quite different fromthose in case

T 435/91 (loc. cit., see for nore details point 7

bel ow) .

The objections in the inpugned deci sion

1842.D

Wi | st the opposition division does not appear to



5.1

1842.D

- 10 - T 0998/ 97

di spute, in principle, in the inpugned decision the
feasibility of the selection criteria (i) and (ii) as
such for choosing suitable "preservative perfunes”
outside the area of the specific exanples nentioned in
poi nt 2.2 above, it took the view that the requirenents
of Article 83 EPC are not nmet, since the invention
according to claiml as granted "is not reproducible

wi t hout undue burden”. This view is based on the
principal argunents that, in order to formthe clained
product, a skilled person would have to screen a very
huge list of ingredients [nore than the suggested 4000
potential perfunme ingredients, which are regularly used
in perfumery for perfum ng purposes] to determ ne which
ingredients fulfill the requirenents of the chall enge
test" and that the person skilled in the art "would
have to test any conmpound of a perfune in order to know
whet her or not it is a perfune conpound and whet her or
not it neets the requirenent of the challenge test” in
order to find out the limts of the clained invention
(see Reasons for the decision, point 2).

Al t hough the Convention does not specify, at |east not
explicitly, this requirenent, it is established case

| aw of the boards of appeal that the disclosure should
enabl e the skilled person to carry out the invention

Wi t hout "undue burden" or "undue difficulty" (see "Case
Law of the Boards of Appeal of the EPO 3rd ed. 1998,
1. A 4.). There cannot, of course, be a clear-cut
answer to the question of how nuch detailed information
and how many instructions are required in a patent
specification to allow the invention to be reproduced
wi t hout "undue burden", since this question can only be
deci ded on the basis of the facts of each individua
case.
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The board considers that the appropriate yardstick for
judgi ng whether or not the burden is acceptable in the
present case cannot, in contrast to what the opposition
di vi si on appears to suggest in the inpugned deci sion
(see point 5 above), realistically be the theoretica
nunber of test runs required to detect or to test each
and every conceivable variant of a potentially
"antimcrobially effective perfune ingredient”
enconpassed by the functional definitioninclaiml (ie
the indefinite and abstract host of possible
alternatives in claiml, see point 7 below), but rather
t he nunber required to find, on the basis of the

di scl osure in the specification, enough suitable
alternatives to the 15 explicitly disclosed variants in
the patent in suit (see decision T 292/85, QJ EPO 1989,
275, especially Reasons, point 3.1.5). There was no

evi dence provided that the disclosure is insufficient
in this respect.

The burden of proof

1842.D

The burden of proof lies with the respondent (opponent)
to show that there is insufficiency under Article 83
EPC (see decision T 182/89, QJ EPO 1991, 391). The
board finds that this burden of proof has not been

di schar ged.

There was no evidence provided by the respondent to
suggest that a skilled reader of the patent woul d be
unable to carry out the clained invention in any

enbodi nent. Merely to allege in the opposition
statenment (see page 3) that "a nearly unlimted nunber
of conpounds” has to be tested to find antimcrobially
effective perfune ingredients and that, in carrying out
the chall enge test according to the patent in suit,
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"failures" (detection of ineffective ingredients ) are

the rule and "successes" (detection of effective

i ngredi ents) the exception, does not, in the absence of
any evidence in support of these allegations, discharge
t he burden of proof.

Mor eover, the respondent (opponent) is incorrect in
arguing, in the opposition statenent, that the

di sclosure in the patent specification failed to
provide a skilled person with assistance and gui dance

I n choosing on the basis of the selection criteria
perfunme ingredients which nmay be suitabl e because of
their preservative activity. On the contrary, the
specification contains information on two groups of
conpounds, which are particularly effective in
antimcrobial activity, and provides the person skilled
in the art with the teaching that particularly
effective ingredients can be found anong conpounds
according to the fornul ae presented on page 4, lines
35-58. This teaching is experinentally confirmed by the
fact that each of the 15 "antimcrobially effective
perfume ingredients" specifically nentioned in the |ist
on page 6, lines 5 to 21, of the specification has a
chemcally rather sinple structure described by these
two fornul ae.

Consequent |y, based on the comonly known principle of
the structural dependence of the properties of chem ca
substances i.e. on the fact that simlar properties
woul d normal |y be expected in view of the structura
simlarity of two substances, the skilled person woul d,
in the board' s judgnment, preferably start fromthe |i st
of the effective ingredients in the specification and
in the first place investigate simlar conpounds, which
are covered by the above fornulae and contain only
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m nor structural nodifications, for exanple, anal ogues
or honol ogues, for their performance in the challenge
test. Thus, in the absence of any evidence to the
contrary, the board has no reason to conclude that the
di scl osure in the specification does not |ead the
person skilled in the art in a direction in which the
chance of finding a sufficient nunber of other
"antimcrobially effective perfune ingredients” is
reasonabl y hi gh.

Consequently, neither the opposition division, in the
I mpugned deci sion, nor the respondent, in the
opposition statenent, provided a reasoned argument or
convi nci ng evidence in support of the assunption that
the person skilled in the art had to test a very huge
nunber in the range of nore than 4000 ingredients in
order to formthe clainmed product and to conplete the
list of suitable "antimcrobially effective perfune

I ngredi ents" disclosed in the patent specification.

The i npugned deci sion contains also no plausible

expl anation why the opposition division considers that
successive application of the selection criteria (i)
and (ii) on the basis of the guidance and assi stance in
the specification nmentioned in points 6.2 and 6.3 above
woul d not enable the skilled person to find suitable
variants on the basis of a reasonabl e nunber of test
runs, in particular since in the present case criterion
(i) considerably reduces the nunber of candidates to be
tested for their performance in the individua

chal | enge test. Thus, there appears to be no question
of the person skilled in the art having to test "a
nearly unlimted nunber of conpounds”, since already
froma pure perfunery point of viewonly alimted
nunber of perfune ingredients will be considered by the
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perfume fornmulator to be suitable for a specific
perfume or odour, and thus only a |limted nunber need
to be tested.

Finally, the appellant's argunent was not contested
that the challenge test is of such sinple nature as to
enabl e a reasonably wel | equi pped m crobi ol ogy

| aboratory to run tests of as many as hundreds
different ingredients sinmultaneously.

The respondent referred in the opposition statenent
(see page 7) to decision T 435/91 (loc. cit.) which, in
its opinion, related to a conparabl e case and supported
its allegation that the disclosure was insufficient.
However, this decision does not, contrary to the
respondent's assertions, support the allegation of

i nsufficiency of disclosure in the present case.

According to the statenent in point 2.2.1 of the
Reasons for the decision in case T 435/91 , "the
peculiarity of the functional definition of a conponent
of a conposition of matter resides in the fact that
this conponent is not characterised in structura

ternms, but by neans of its effect. Thus this node of
definition does not relate to a tangi bl e conponent or
group of conponents, but conprises an indefinite and
abstract host of possible alternatives, which nay have
quite different chem cal conpositions, as |long as they

achieve the desired result.” This is the case here.
However, the nere fact that sone of the conponents of
the clainmed perfune product are broadly defined in
functional ternms is not in itself a ground for
considering the patent in the granted version as not
conplying with the requirenent for sufficient

di scl osure under Article 83 EPC. Only if there were
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serious doubts as to sufficiency of disclosure,

subst anti ated and supported by verifiable facts, would
revocation of the patent as granted on the ground of

i nsufficiency of disclosure be justified.

In particular, in the case of decision T 435/91 the
patent proprietor (respondent) itself admtted that, on
the basis of the information contained in the patent
specification and taking into account the common
general know edge, it was not possible to identify

ot her variants of a functionally defined conponent
(additives) than the two alternatives specifically
nmentioned in the exanples, which could have reasonably
been expected to bring about the desired effect. In
sharp contrast to the situation in the cited decision,
the selection criteria (i) and (ii) and the disclosure
nmentioned in points 6.2 and 6.3 above provide the
skilled reader with sufficiently precise instructions
as to how he can find with a reasonabl e expectati on of
success suitable alternatives to the "preservative
perfunme” and to the 15 "antimcrobially effective
perfunme ingredients" listed in the specification,

wi t hout the exercise of any inventive activity or
scientific research

On the basis of the above observations, the board

concl udes that, in the absence of any evidence to the
contrary, the disclosure in the patent specification
and the rel evant common know edge provide sufficient
and appropriate guidance as to how to obtain with a
reasonabl e expectati on of success suitable variants of
"preservative perfunes and "antimcrobially effective
perfunme ingredients". The allegation that this would
requi re an undue burden of experinentation has not been
substanti ated by any verifiable facts.
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In view of the foregoing, the board considers that the
al l eged | ack of sufficiency of disclosure (Articles
100(b) and 83 EPC), cited by the respondent as a ground
for opposition, does not prejudice the maintenance of
the contested patent as granted and the deci sion nust
be set aside. Since the patent as granted was al so
opposed under Article 100(a) EPC on the ground of |ack
of inventive step and the opposition division did not
decide on this issue, the case nust be remtted to the
departnent of first instance under Article 111 EPC for
further prosecution. In the present case, the board
considers it necessary to enphasise that the clained
products in the patent in suit are essentially defined
by the nethod of selecting the essential perfune

i ngredients without any indication as to the properties
of the products thensel ves. Wen assessing inventive
step for such products, it has to be exam ned, as in
the exam nation of products defined in terns of their
preparation ("product-by-process” clains), whether the
products thenselves fulfil the requirenment for
inventive step in the light of the cited state of the
art, independently of the particular nethod of

sel ecting their essential ingredients.
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For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remitted to the departnent of first
i nstance for further prosecution.

The Regi strar: The Chairman

T 0998/ 97

A. Townend P. A M Lancgon
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