BESCHVWERDEKAMVERN  BOARDS OF APPEAL OF CHAMBRES DE RECOURS
DES EUROPAI SCHEN THE EUROPEAN PATENT DE L' OFFI CE EUROPEEN
PATENTAMI'S OFFI CE DES BREVETS

I nternal distribution code:
(A) [ ] Publication in QJ

(B) [ ] To Chairmen and Menbers
(O [X] To Chairnen

DECI SI ON
of 27 March 2001

Case Nunber: T 0987/97 - 3.5.2
Appl i cati on Nunber: 89312827. 2
Publ i cati on Nunber: 0373835

| PC: HO1J 49/ 42

Language of the proceedings: EN

Title of invention:
Mass spectroneter and nethod with inproved ion transm ssion

Appl i cant:
MDS | nc.

Opponent :

Headwor d:

Rel evant | egal provisions:
EPC Art. 123(2)

Keywor d:
"Added subject-matter - no (after amendnent)”

Deci si ons cited:

Cat chword

EPA Form 3030 10.93



9

Europdisches European Office européen
Patentamt Patent Office des brevets

Beschwerdekammern Boards of Appeal Chambres de recours

Case Nunber: T 0987/97 -

3.5.2

DECI SI1 ON

of the Technical Board of Appeal 3.5.2

Appel | ant :

Represent ati ve:

Deci si on under appeal :

Conposition of the Board:

of 27 March 2001

MDS | nc.
100 I nternational Boul evard
Et obi coke

Ontario MOW 6J6 (CA

Gura, Henry Al an
MEVBURN ELLI S

Yor k House

23 Ki ngsway

London WC2B 6HP  (GB)

Deci si on of the Examining Division of the

Eur opean Patent O fice posted 29 April 1997
refusi ng European patent application

No. 89 312 827.2 pursuant to Article 97(1) EPC

Chai r man: W J. L. Weeler
Menber s: R G O Connell
B. J. Schachenmann



- 1- T 0987/ 97

Summary of Facts and Submn ssions
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This is an appeal fromthe refusal by the exam ning

di vi si on of European patent application

No. 89 312 827.2. The reason given for the refusal was
that the independent clains then on file, which omtted
certain features which were in the originally filed

i ndependent cl ai ns, represented an inperm ssible
anmendnent of the application resulting in the anended
application containing subject-nmatter which extended
beyond the content of the application as filed

(Article 123(2) EPC).

In a reasoned comruni cati on acconpanyi ng a sunmons to
oral proceedings the board expressed the provisiona
view that there was no disclosure in the originally
filed application which would support the del etion of
the contentious features.

Oral proceedi ngs took place before the board on
27 March 2001 at the end of which the appell ant
wi thdrew all previous requests and filed a single
request whose i ndependent clains read as foll ows:

"1l. A nmass spectroneter system conpri sing:

(a) first and second vacuum chanbers (30, 38)
separated by a wall, said first vacuum
chanber having an inlet orifice (26) in an
inlet wall (28);

(b) means (18) for generating ions of a trace
substance to be anal ysed and for directing
said ions through said inlet orifice into
said first vacuum chamnber
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(c)

(d)

(e)

(f)
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afirst rod set (32) in said first vacuum
chanber extending along at |east a
substantial portion of the length of said
first vacuum chanber, and a second rod set
(40) in said second vacuum chanber, each rod
set conprising a plurality of el ongated
paral l el rod neans spaced |laterally apart a
short di stance fromeach other to define an
el ongat ed space therebetween extendi ng

| ongi tudinally through such rod set for ions
to pass therethrough, said el ongated spaces
of said first and second rod sets being
first and second spaces respectively, said
first rod set being |ocated end to end with
said second rod set so that said first and
second spaces are aligned;

an interchanber orifice located in said wal
(36) and aligned wth said first and second
spaces so that ions may travel through said
inlet orifice (26), through said first
space, through said interchanber orifice,
and into said second space;

means for applying essentially an AC-only
vol tage between the rod neans of said first
rod set so that said first rod set may gui de
ions fromsaid inlet orifice through said
first space and through the orifice between
t he chanbers;

means for applying both AC and DC vol t ages
bet ween the rod neans of said second rod set
so that said second rod set may act as a
mass filter for said ions;
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(9) means (42) for flow ng gas through said
inlet orifice into said first space;

(h) means (31, 39) for punping said gas from
each of said chanbers;

(1) the pressure in said second chanber being
sufficiently |ow for operation of said
second rod set as a mass filter;

characterised in that

() means are provided to nmaintain the product
of the pressure in said first chanber (30)
tinmes the length of the rod neans of said
first rod set (32) equal to or greater than
2.25 X 102 torr cm (3.0 Pa cn and to
mai ntain the pressure in said first chanber
bel ow t hat pressure at which an el ectrica
breakdown w || occur between the rod neans
of said first set; and that

(k) means are provided for applying a DC
difference voltage in the range of 1 to 30
volts between said first rod set (32) and
said inlet orifice (26) for controlling the
ki netic energies of ions noving fromsaid
inlet orifice to said first rod set;

whereby to inprove the transm ssion of ions guided
t hrough said first rod set and through the orifice

(34) between the chanbers.™

"8. A nethod of mass analysis utilizing a first rod
set (32) and a second rod set (40) located in first and
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second vacuum chanbers (30, 38) respectively, said
first and second rod sets each conprising a plurality
of rod neans defining between them | ongitudinally
extending first and second spaces respectively | ocated
end-to-end with each other and communi cating through an
orifice (34) between the chanbers so that an ion nay
travel through said first space, through said orifice
and into said second space, said nmethod conpri sing:

(a) producing, outside said first chanber, ions of a
trace substance to be anal ysed;

(b) directing said ions through an inlet orifice (26)
inan inlet wall (28) into said first space and
through said first space and said orifice between
t he chanbers into said second space, and detecting
the ions which have passed into said second space
to anal yse sai d substance;

(c) placing an essentially AC-only RF voltage between
the rod neans of said first rod set (32) so that
said first rod set acts to guide ions fromthe
inlet orifice through said first space and through
the orifice between the chanbers;

(d) placing AC and DC vol tages between the rod neans
of said second rod set (40) so that said second
rod set acts as a mass filter;

(e) admtting a gas into said first chanber (30) with
said ions;

(f) punping gas fromsaid second chanber (38) to
mai ntain the pressure in said second chanber at a
pressure for effective mass filter operation of
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sai d second rod set;

characterised in that

(g) said gas is punped fromsaid first chanber (30) to
mai ntain the product of the pressure in said first
chanber tines the length of said first rod set
(32) at or greater than 2.25 X 102 torr cm (3.0
Pa cn) but the pressure in said first chanber is
mai nt ai ned bel ow that pressure at which an
el ectrical breakdown woul d occur between the rods
of said first rod set; and

(h) a DC difference voltage between 1 and 30 volts is
applied between said first rod set (32) and said
inlet orifice (26) in order to control the kinetic
energy of ions entering said first rod set;

whereby to inprove the transm ssion of ions guided
t hrough said first rod set and through said orifice
bet ween t he chanbers.”

The appellant's argunents can be sunmari sed as foll ows:

In view of the fact that the appellant had not

per suaded the board in the course of the ora
proceedi ngs that the person skilled in the art would
conclude that the contentious features were not
presented as essential in the application docunents as
originally filed, these features were now restored in
t he i ndependent clains of the single request. The
claims now filed differed fromthose proposed for grant
by the exam ning division in the Rule 51(4)

communi cati on dated 30 June 1994 only in respect of

m nor clarifying anendnents so that the application
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shoul d now be in order for grant.

The appel | ant requested that the decision under appea
be set aside and that a patent be granted in the
foll owi ng version

d ai ns: 1to 13 filed in the oral proceedings,

Descri ption: pages 1, 2 and 5 to 34 filed in the ora
proceedi ngs (note: pages 3 and 4 have
been cancel | ed),

Dr awi ngs: Figures 2 to 19 as originally filed,
Figure 1 as in the Rule 51(4)
comuni cation dated 30 June 1994.

Reasons for the Deci sion

1
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The appeal is adm ssible.

Since the appellant has reverted to a set of

clainms which differ only in respect of perm ssible
clarifying amendnents fromthose which the exam ning
di vi sion was prepared to grant and since the board
judges that the application neets the requirenents of
the EPC the application can proceed to grant.
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For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remitted to the departnent of first
instance with the order to grant a patent in the
foll owi ng version
d ai ns: 1to 13 filed in the oral proceedings,
Descri ption: pages 1, 2 and 5 to 34 filed in the oral

proceedi ngs (note: pages 3 and 4 have
been cancel | ed),
Dr awi ngs: Figures 2 to 19 as originally filed,
Figure 1 as in the Rule 51(4)
conmuni cati on dated 30 June 1994.
The Regi strar: The Chai r man:
M Ki ehl W J .L. Weeler
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