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Summary of Facts and Subm ssi ons

2085.D

Eur opean patent application No. 92 300 964.1 was
granted as European patent No. 0 498 634 having the
title "The use of a polyneric retan fat |liquor for |ow
f oggi ng uphol stery | eather” there being one independent
use claimand three clains appendant thereto. Caiml
read as foll ows:

"1l. Use of an aqueous dispersion or solution which is
substantially free fromorgani c sol vents and which
conprises an anphiphilic copolynmer fornmed from

(1) nore than 10% by weight to | ess than 50% by wei ght
of acrylic acid or nethacrylic acid; and

(1i) nmore than 50% by weight to | ess than 90% by wei ght
of an al kyl acrylate or al kyl met hacryl at e;

for inmparting | ow fogging characteristics to | eather."”

The patent was opposed and the Appel |l ant (Patentee)
filed a new request at oral proceedings before the
opposi tion division having an anmended nmain cl ai m which
read as foll ows:

"1l. Use of an aqueous dispersion or solution which is
substantially free fromorgani c sol vents and which
conpri ses an anphi philic copol yner, having a wei ght
aver age nol ecul ar wei ght of from 2500 to 100, 000 and
formed from

(1) nore than 10 % by weight to | ess than 50% by
wei ght of acrylic or nethacrylic acid and
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(1i) nore than 50% by weight to | ess than 90% by wei ght
of a (G to Cy)alkyl acrylate or (G, to C,,)al kyl
nmet hacryl at e,

t o manufacture vehicle uphol stery | eather having a
fogging level |lower than 2 ng as determ ned by
gravinmetric test as described in DIN 75201 (Apri
1988) . "

The Opposition Division rejected this request and

revoked the patent for |ack of inventive step. The
rel evant docunents for the decision to revoke were:

(1) EP-A-0 372 746

(3) Das Leder, 39. Jahrgang, pages 161 to 165 (1988).

Further docunents cited by the Respondent (Qpponent)
and referred to in this decision are;

(2) EP-A-0 418 661

(4) Polish Patent 118 706

(5) Bibliothek des Leders, Band 4, Unschau Verl ag
Frankfurt, pages 93 to 95, 104, 189 to 192, 214
and 218 (1987).

The reasons for the decision were that:

Exanpl e 3 of document (1) disclosed treating |eather
wi th an aqueous di spersion or solution which conprised
(as a fat-liquoring agent) an anphiphilic copol ymer
formed from (i) 30% by weight of acrylic acid and (ii)
70% by weight of a (Gto C,) alkyl acrylate or
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nmet hacryl ate (see table 3, conpositions 13, 14 and 15).

Claim 1 under consideration nodified the teaching of
exanple 3 of docunment (1) nerely to the effect that

(1) the known treatnent is carried out as a step in a
process for manufacturing vehicle upholstery
| eat her,

(2) the | eather manufactured by the process has a
fogging level lower than 2 ng as determ ned by the
gravinmetric test described in DIN 75201 (Apri
1988),

(3) the aqueous dispersion or solution is
substantially free fromorgani c solvents, and

(4) the anphiphilic copolyner has a wei ght average
nol ecul ar wei ght of from2 500 to 100 000.

Having regard to the content of document (3), these
features did render the clainmed invention obvious for

t he purposes of Article 56 EPC.

The Appellant filed a notice of appeal, paid the appeal
fee and submtted a statenment of grounds.

The Appellant also drew attention to the follow ng
docunent s:

(6) JALCA, vol. 84, (1989), M Kaussen, pages 353 to
368.

(7) World Leather, Cctober/Novenber 1991, page 40.
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The argunents submtted by the Appellant can be
summari sed as foll ows:

The subject-matter of claim 1l under consideration was
not solely distinguished fromthe teaching of Exanple 3
of docunment (1) on the basis of the four characterising
features recited by the Opposition Division in their
decision. In addition, the subject-matter of claiml
was further and fundanmental ly distinguished fromthe

t eachi ngs of Exanple 3 of document (1) in that the
anphi philic copolyner nust be formed fromA (C, to Cp)
al kyl acrylate or (C, to C,) alkyl nethacrylate.
Exanpl e 3 of docunment (1) provided no teaching to
select the (C, to Cy)al kyl (meth)acryl ates of
conpositions 13, 14 and 15 in preference to the other
conpositions exenplified in the Exanple.

| ndeed, the results of Exanple 3 of docunent (1), if
anyt hi ng, taught a preference for al kyl (nmeth)acryl ates
wherein the al kyl substituent conprised greater than 12
car bon atons.

It was noted that in Table 1 of the patent in suit the
measur ed amount of fogging fromleathers treated with
anphi philic copol yners based on ethyl hexylacryl ate,

t he nost preferred anphiphilic copolynmers of the patent
in suit, when considered as a whole, were considerably
| ess than the neasured anmount of fogging fromleathers
treated with the CEMA-based anphi philic copol ymer

di scl osed on page 6 line 29 of the patent-in-suit,

whi ch copol ymer was cl osest to the nost preferred

copol ynmer disclosed in docunent (1).

Docunent (1) and the patent in suit were each concerned
wi th overcom ng very different problens, docunment (1)
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addressed treating | eathers to render them water-proof
or water resistant whereas the patent in suit addressed
treating leathers to render themvery | ow fogging (less
than 2 ng), but it was accepted that the skilled person
woul d not overl ook the general teachings of

docunent (1) to use the longer chain

al kyl (nmeth)acrylates in preference to the shorter chain
al kyl (nmeth)acrylates in the preparation of the

anphi philic copolyners for treating | eather.

However, since there was no teaching in docunent (1),
either specific or general, which would direct a person
skilled in the art to select the shorter chain

al kyl (et h) acryl at e- based anphi philic copol yners, such
as conpositions 13, 14 or 15 in Exanple 3 of

docunent (1), in preference to the |onger chain

al kyl (nmeth) acryl ates for any application, |let alone for
their specific |ow fogging characteristics, it could
not be obvious to select the shorter chain

al kyl (et h) acryl at es.

G ven the above problemto find conpositions other than
the conventional fat |iquors disclosed in docunent (3)
whi ch woul d be suitable for use to manufacture vehicle
uphol stery | eat her having a fogging | evel which was
equal to, if not less than, the | owest recorded |evel

of foggi ng obtained by using a conventional fat |iquor
(i.e. less than 2 ny), there was certainly no

di scl osure or teaching in docunent (3) of which other
conpositions could, |et alone would, be used to inpart
t hese very | ow foggi ng characteristics to |eather.

The Respondent replied that he did not wish to repeat
argunents presented in witing and at the oral
proceedi ngs before the Opposition Division and woul d
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therefore rely upon his previous subm ssions nade
during the opposition. They can be sunmari sed as
foll ows:

The separate discl osures of documents (1), (2) and (4)
were cited under Article 54 EPC, because they
represented the use on | eather of dispersions of the
sane agents as were enployed in the patent in suit
under the same conditions, thus necessarily giving rise
to technical effects equivalent to those of the prior
art.

| nventive step could not be recogni sed because the
copolynmers used in the patent in suit were known from
docunents (1) and (2), and from docunent (3) it was
known t hat | eather having good fogging characteristics
was obt ai ned when fat-Iiquors having conponents of | ow
volatility, containing no organic solvents and which
bind well with the |eather were enpl oyed. The skilled
person knew that polynmers having carboxylic acid
groups, eg, as described in docunents (4) and (5),
woul d bind well with |eather, thus the use of such
polymers to reduce foggi ng was obvi ous.

VI, Oral proceedi ngs were appointed, and afterwards the
Appel I ant requested a witten provisional opinion from
the Board. This was issued to the parties on 29 July
1999. The Respondent then submtted that he woul d not
attend oral proceedings. Oral proceedi ngs were
cancel | ed.

VIIl. The Appellant requested that the decision under appeal
be set aside and that the patent be maintained on the
basi s of the amended cl ai ns considered by the
opposi tion division and appended to their decision of

2085.D Y A
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21 July 1997

The Respondent requested that the appeal be dism ssed.

Reasons for the Decision

1

3.1

2085.D

The appeal is adm ssible.

Al lowability of amendments, Article 123(2) and (3) EPC

The main claimof the request before the Board differs
fromclaim1l as granted in that (a) a range for the

wei ght average nol ecul ar wei ght of from 2500 to 100, 000
is now given, (b) the alkyl in alkyl acrylate and al kyl
nmet hacryl ate has been defined as having 4 to 12 carbon
atons and (c) the term"low foggi ng" has al so been
defined by reference to the DIN 75201 Standard.

These anmendments find support in the European patent
application as filed at (a) page 10 | ast paragraph, (b)
page 9 | ast paragraph and (c) page 13 paragraph 2, thus
the requirenents of Article 123(2) EPC have been net.
Such anmendnents are of a limting nature and therefore
t he appell ant has not anmended the clains in such a way
as to extend the protection conferred and, therefore,
the requirenments of Article 123(3) EPC are al so net.

Novelty, Article 54 EPC

Since the request filed by the Respondent during oral
proceedi ngs before the Opposition Division related to
revocation of the patent in suit for lack of inventive
step and since a novelty objection was not nentioned in
t he decision issued after the oral proceedi ngs nor
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referred to in the mnutes, the Board assunes that this
poi nt was not argued and was w t hdrawn. However, as the
Respondent now relies in this appeal on the witten
subm ssions filed during the opposition and which

i ncluded a novelty objection, the Board considers this
poi nt .

The Board agrees to the opinion of the Opposition

Di vi sion, expressed in paragraph 4 of its comunication
of 16 January 1996, that, as acknow edged by the
Respondent (letter dated 21 Septenber 1994, page 4,
third paragraph), none of the docunents (1), (2) and
(4) refers to an essential technical feature of the use
claimof the patent in suit, nanely, "low fogging",

whi ch therefore distinguishes the subject-matter from
the prior art. Accordingly the cited prior art does not
descri be the use of anphiphilic copolynmers as defined
by the patent in suit in the treatnent of leather to
inmpart "low fogging" characteristics to it. Novelty is
t her ef ore acknow edged.

This conclusion is consistent wth the established
jurisprudence of the Appeal Boards of the European
Patent Ofice, in particular, Appeal Board Deci sion

T 231/85 (QJ EPO 1989, 74, paragraph 6 of the reasons)
which held that the fact that a substance was known
coul d not preclude the novelty of an unknown use of

t hat substance, even if the new use did not require any
technical realisation other than that for a previously
known use of the same substance. In Enlarged Board of
Appeal Decisions G 2/88 (QJ EPO 1990, 93, paragraph
10. 3 of the reasons) and G 6/88 (QJ EPO 1990, 114,
paragraph 9 of the reasons) it was stated that a

cl aimed invention | acked novelty unless it included at
| east one essential technical feature which
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di stinguished it fromthe state of the art and such a
feature may be the effect upon which the new use is
based.

| nventive step, Article 56 EPC

The prior art

The di scl osure of docunent (1) is essentially concerned
with a one-step process to achieve retanning, fat-
liquoring and waterproofing of |eather by the
application of an aqueous dispersion of an anphiphilic
copol yner. Conposition Exanples 13, 14 and 15 of

Tabl e 3 enpl oyed anphi philic copol yners prepared using
30% of acrylic acid with 70% of 2-ethyl hexyl acryl ate,
or isodecyl nethacrylate or lauryl acrylate, by nethod
A (see pages 6 and 7 of docunent (1)) and therefore
they were dispersed in t-butanol. Thus the aqueous
medi um for | eather treatnment did contain an organic
solvent. This docunment was totally silent with respect
to the problem of fogging and gave no information
relevant to it.

Docunent (2) was published on 27 March 1991, ie. after
the priority date of the patent in suit, and falls in
the Article 54(3) EPC field. It is therefore not

rel evant for inventive step considerations.

The di scl osure of docunent (3) concerns the problem of
fogging and how it is affected by the constituents
enployed in the fat-liquoring process. The standard DI N
75201 is discussed and a conparison of the fogging
characteristics of various fat-liquors was nade. These
contained eg, fish oil sul phonates, sulfited fish oil,
sulfited wool fat and chloroparaffin sulfonate, the
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best results in terns of total deposit being given by
the sulfited fish oil

Docunent (4) relates to the preparation of a dispersed
2-et hyl hexyl acrylate copolymer with nmethacrylic acid
i n agueous enul sion for retanning and filling of soft
chrome tanned | eathers resulting in resistance to
ageing, |ow water uptake and without leading to
stiffening of the |eather fabric. There is no nention
of the fogging problem

Docunent (5) relates to the treatnent of |eather by
conventional processing and, at page 189, paragraph 2,
expl ains the fogging problemand |inks increased fat
content of leather with increased foggi ng but does not
give any solution to the problemother than the inplied
suggestion to use less fat in the fat-1liquoring
process.

Fromthe analysis of the prior art given above it
follows that only docunents (3) and (5) discuss the
probl em of foggi ng caused by volatile constituents used
in the various processing stages for the preparation of
| eat her. Accordingly, since docunent (3) is the only
docunent which discusses in detail the probl em of
fogging and also gives a solution to this problem it
is in the Board' s opinion the closest prior art.

The problemto be sol ved

Having regard to the technical teachings of

docunent (3), the problemw th which the patent in suit
is concerned relates to the provision of an alternative
nmet hod for the production of |eather for use in |eather
uphol stery in vehicles, which | eather shows | ow | evels
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of fogging of the glass wi ndows in the vehicle.

The solution to the problem

4.8 Thi s probl emwas solved in that the anphiphilic
copolynmers as defined in claim1l were used in aqueous
di spersion or solution being substantially free from
organi c solvents to inpart |ow fogging characteristics
defined in terns of the standard DIN 75201 to | eat her.

Assessnent of inventive step

4.9 The solution to the fogging probl em proposed by
docunent (3) is to use sulfited fish oil or any of the
ot her alternatives given therein, but it does not
suggest the solution proposed by the Appellant, ie,
aqueous application of anphiphilic copolyners as
defined in claim1.

4.10 Nor does docunent (5) give any indication in this
di rection because the only inplied solution is that of
reduci ng the anount of fat applied to the |eather in
fat-1iquoring processes.

4.11 Accordi ngly, neither docunment (3) alone, nor its
conbi nation with docunent (5), would lead the skilled
person to the solution to the problem

4.12 Since the separate subjects of docunents (1) and (4)
are each unrelated to the problem sol ved by the patent
in suit they are not relevant to the Article 56 EPC
i ssue.

4.13 Finally, docunents (6) and (7) filed by the Appell ant
show that the DI N 75201 standard test is established in

2085.D Y A
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the art and that the results achieved by the patent in
suit do represent an inprovenent over the prior art
products.

4.14 This decision is inline with the established
jurisprudence of the Board of Appeal, inter alia,
T 327/92 (22 April 1997, see paragraph 3.3.2 of the
reasons) stating that "a docunent could not qualify as
the closest prior art to an invention nerely because of
simlarity in the conposition of the products, its
suitability for the desired use of the invention also
had to be specified".

Accordingly the subject-matter clained in the patent in

suit conplies with the requirenents of Article 56 EPC

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Opposition Division with
the order to maintain the patent on the basis of (a)
the clains filed at oral proceedings before the
Qpposition Division and (b) a description to be adopted
to these cl ains.

The Regi strar: The Chai r wonman:

2085.D Y A



- 13 - T 0978/ 97

M Ki ehl U. Ki nkel dey

2085.D



