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Summary of Facts and Submn ssions
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The present appeal is fromthe decision of the
Opposition Division to revoke European patent

No. O 507 998 relating to a coated substrate for toner
recor di ng.

The patent as granted contai ned sixteen clainms, wherein
I ndependent claim 13 read as foll ows:

"13. A coated substrate conpri sing:

a substrate having coated thereon a conposition of 50
to 95 parts by dry weight of a particulate silica and 5
to 50 parts by dry weight of polyvinyl alcohol binder
in a coating weight of less than 3.0 g/ n* per side of
the substrate, characterised in that the substrate is
paper having a Stockigt sizing degree before coating of
greater than 7 and after coating is suitable as a toner
recordi ng nmedi um "

A notice of opposition was filed against the patent,
wherei n the Qpponent (Respondent) sought revocation of
the patent on the grounds of Article 100(a) EPC, in
particul ar because of alleged | ack of novelty and

i nventive step of the clained subject-matter.

The opposition was based inter alia upon the follow ng
docunent :

(1): US-A-4 900 620.
In its decision, the Opposition D vision found that the

claimed invention as anended during the proceedings did
not fulfil the patentability requirenents of the EPC
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In particular it found that the subject-matter of
clains 1 of the main and first auxiliary requests

| acked novelty in the |light of docunent (1) and that
the clains of the second auxiliary request contravened
the requirements of Article 123(3) EPC.

Wth regard to the anended claim1 of the first
auxiliary request the Opposition D vision held noreover

that the application as filed did not contain any

specific support for a paper substrate having "a
St ocki gt sizing degree before coating of greater

than 25 seconds";

and whereas the Union Canp OCR bond paper tested in the
experinental evidence filed by the Patent Proprietor
(Appellant) with letter of 5 June 1997 possessed a

St ocki gt sizing degree of greater than 30 seconds, the
patent in suit did not specify the brand of paper used
in the illustrative exanples; therefore it could not be
taken as proven that the paper substrate used in
exanple 1 of the patent in suit corresponded to the

Uni on Canp paper tested by the Appell ant;

t he amendnent anounted, however, to an acceptabl e
di scl ai mer over docunent (1) and conplied therefore
with the requirenments of Article 123(2) EPC

An appeal was filed against this decision.

The Appellant submitted with the statenent of the
grounds of appeal nodified sets of clains as auxiliary
requests, wherein claiml of the third auxiliary
request read as foll ows:
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"1. A toner recording nedium conprising:

a substrate having coated thereon a toner receptive
conmposition of 50 to 95 parts by dry weight of a
particulate silica and 5 to 50 parts by dry weight of
pol yvi nyl al cohol binder in a coating weight of |ess
than 3.0 g/ n? per side of the substrate, characterised
in that the substrate is paper having a Stockigt sizing
degree before coating of greater than 30 seconds".

At the oral proceedings held before the Board on

18 January 2002, which were not attended by the
Respondent, the Appellant withdrew all prior requests
filed in witing and submtted as the only request a
new set of clains.

Claim1 of this request reads as foll ows:

"1l. A coated substrate conprising:

a substrate having coated thereon a conposition of
50 to 95 parts by dry weight of a particulate silica
and 5 to 50 parts by dry weight of polyvinyl alcoho
bi nder in a coating weight of less than 3.0 g/ n? per
side of the substrate, characterised in that the
substrate is paper having a Stockigt sizing degree
before coating of greater than 30 seconds and after
coating is suitable as a toner recordi ng nmedi um"

Thi s request was acconpani ed by ei ght dependent cl ai ns
containing particular enbodi nents of the clained coated
substrate.

As regards the adm ssibility of this request the
Appel l ant submtted orally inter alia that:
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- the application as filed did not contain a
specific support for a paper having a Stockigt
si zing degree before coating of greater than
30 seconds but did suggest the use of a substrate
having a Stocki gt sizing degree of greater than 7;

- the wordi ng "paper having a Stockigt sizing degree
bef ore coating of greater than 30 seconds”
amounted to an adm ssi bl e disclainmer over the
content of docunment (1) disclosing inits
conparative exanple 2 a coated paper substrate
havi ng a Stocki gt sizing degree of 30 seconds;

- therefore the clains of this request conplied wth
the requirenents of Article 123(2) EPC

Wth regard to the adm ssibility of this so-called

di scl ai mer whi ch was al ready contai ned in the wording
of claiml1l of the third auxiliary request, filed with
the statenent of the grounds of appeal (w thdrawn at
the oral proceedings), the Respondent had submtted in
witing in essence that:

- alimtation of claiml1l to a paper substrate
having a Stocki gt sizing degree before coating of
greater than 30 seconds had no explicit support in
the application as filed;

- the experinental report filed by the Appellant at
the first instance with letter of 5 June 1997
coul d not be taken as evidence that the paper
substrate used in the exanples of the patent in
suit had a Stockigt sizing degree greater
t han 30 seconds;
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- therefore the anendnent to claim1l was not an
adnm ssi bl e di scl ai rer and contravened t he
requi renents of Article 123(2) EPC

The Appel |l ant requested that the decision be set aside
and the patent maintained on the basis of clains 1 to 9
as filed at the oral proceedings as the nmain and only
request .

The Respondent requested that the appeal be dism ssed.

At the end of the oral proceedings, the chairmn
announced the decision of the Board.

Reasons for the Deci sion

0621.D

Procedur al issues

The Appellant filed the request upon which this
decision is based at the oral proceedi ngs before the
Board that were not attended by the Respondent.

Caiml of this request is simlar to that of the third
auxiliary request submtted in witing wth the
statenent of the grounds of appeal (see point IV
above), withdrawn at the oral proceedings, and differs
therefromonly insofar as the wording of claim1 has
been readapted to that of granted claim 13.

Thi s request had the goal of overcom ng possible
deficiencies found in the wording of the previous third
auxi liary request and anounted therefore in the Board's
viewto a fair attenpt to defend the patent.
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Moreover, it did not |lead to a substantial change of
the subject-matter of the proceedi ngs which woul d have
needed reconsi deration by the absent Respondent.

This late filed request was thus accepted for
exam nation by the Board.

Article 123(2) EPC

Caiml of this request differs fromclaim13 as
granted (see point | above) only insofar as the

St ocki gt sizing degree of the paper substrate before
coating has been nodified from"greater than 7" to
"greater than 30 seconds".

As al so admtted by the Appellant the application as
filed did not contain any explicit support for this new
range but sinply indicated that the used substrate
woul d have "general ly" a sizing degree of greater

than 7 (page 3, lines 52 and 53). Moreover the
experinmental work submtted by the Appellant at the
first instance with letter of 5 June 1997 cannot be
considered to be representative for the paper substrate
used in the exanples of the patent in suit, since the
latter is silent about the brand of paper used in the
exanpl es (see point |1l above) which, consequently, are
not indicative of a Stockigt sizing degree above

30 seconds.

Therefore, the exanples in the application as filed
cannot serve as a basis for the suggested anendnent
ei t her.

As admtted by the Appellant, this [imtation in
St ocki gt sizing degree has the purpose to exclude the
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subj ect-matter disclosed in docunent (1), ie a coated
paper having a sizing degree before coating of up

to 25 seconds (colum 4, lines 20 to 23) and the coated
paper of conparative exanple 2 of the sane docunent,

whi ch specifically discloses a paper substrate having a
St ocki gt sizing degree of 30 seconds, coated with 2g/nt
of a conposition conprising 100 parts of fine silica
particles, 50 parts of polyvinylal cohol binder,

20 parts of polyethyl eni mne quaternary amoni um salt
and 1 part of sodium pol yacryl ate.

Thi s amendnent which does not find support in the
application as filed amobunts therefore to a so-called
di scl ai mer over the teaching of docunent (1).

Di scl ai ners not having support in the application as
filed have been accepted in the past by the Boards of
Appeal only in exceptional cases, for exanple in order
to make a cl ai ned subject-nmatter novel by delimting it
agai nst a so-called "accidental"” anticipation. Such a
di scl ai mer was considered to be adm ssible if the

di scl ai ned subject-matter, which found support in that
antici pation, belonged to a renote technical field and
did not help in solving the technical problem
underlying the clained invention (see T 0323/97, to be
published in the Q) EPO, point 2.2 of the reasons for
t he deci sion).

It is in this respect doubtful whether the anendnent in
the questioned claiml1 is fully supported by the
content of docunent (1) which, for exanple, does not

di scl ose any coated paper having a Stockigt sizing
degree greater than 25 seconds and | ower than

30 seconds.
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Since the appeal fails for other reasons given bel ow,
this needs, however, not to be considered further.

The Board finds in the present case that docunent (1)
cannot be considered to be an "accidental” anticipation
since ink-jet recording and toner recording are closely
related technical fields (see the patent in suit,

page 2, lines 49 to 52) and the skilled person, faced
with the problemof finding a qualitative better paper
for toner recording, would necessarily have taken into
account any coated printing paper known fromthe
technical field of ink-jet recording and woul d have
eval uated its physical characteristics and suitability
for toner recording.

Therefore, already on these grounds the disclainer of
claim1 has to be considered as inadm ssible.

Mor eover, any anendnent to a claim including a

di scl ai mer, has to be governed by Articles 123(2)

and (3) EPC. Because of the above considerations
(point 2.4) the Board sees the disclainmer in question
as aimng at distancing the patent further fromthe
state of the art. In this respect the Board finds that
the restriction of a technical feature which has to be
consi dered when it cones to the evaluation of inventive
step cannot be seen as a nere waiver of protection. On
the contrary, its adm ssibility would give the patent
proprietor an unwarranted advantage and woul d
consequently contravene Article 123(2) EPC (see

T 0323/97, points 2.3 to 2.5 of the reasons for the
deci si on).

Therefore, the limtation to granted claim 13, which
does not find any support in the application as filed,
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i's inadm ssible under Article 123(2) EPC.

The Appellant's nmain and only request nust thus be
rej ect ed.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

G Rauh P. Krasa
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