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Summary of Facts and Subm ssi ons

The appeal lies fromthe decision of the opposition

di vi sion issued on 23 June 1997 whereby the European
patent No. O 117 440 was revoked under Article 102(1)
EPC. The opposition division decided inter alia that
claim1l as granted offended against Article 123(2) EPC,
and that claim1 of the four auxiliary requests al so

of fended either against Article 123(3) EPC or agai nst
Article 123(2) EPC. The opposition division raised al so
obj ections under Articles 54 and 83 EPC agai nst al
requests.

Claim1l as granted read as foll ows:

"A nethod for detecting a pol ynucl eotide sequence which
conpri ses:

- fixing said polynucl eoti de sequence to a solid
support which conprises or is contained within a
transparent or translucent system such that the
pol ynucl eotide is in a single-strand formand is
capabl e of hybridizing to conplenentary nucleic
aci d sequences;

- formng an entity conprising said polynucl eotide
sequence hybridized to a pol ynucl eoti de or
ol i gonucl eoti de probe, said probe having attached
thereto a chemi cal |abel conprising a signalling
noi ety capabl e of generating a signal; and

- generating and detecting a signal, characterized
in that the [the] transparent or translucent
systemis a non-porous system and t he generated
signal is a soluble signal."

1088.D Y A
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Claim1l of the auxiliary requests in conmparison with
claiml as granted contained the foll ow ng amendnents:

- In auxiliary request 1, the expressions
"transparent or translucent” in the first itemand
"the [the] transparent or translucent systemis a
non- porous systemand” in the third itemwere
del et ed.

- In auxiliary request 2, the expression "solid
support which conprises or is contained within a
transparent or translucent systentf in the first
itemwas replaced by the expression "transparent
or translucent solid, non-porous support”, the
expression "the [the] transparent or translucent
systemis a non-porous system and" was deleted in
the third item and the features of granted
claim2 were introduced at the end of the
claim ("wherein said detecting step conprises
spect rophotonetric techni ques").

- In auxiliary request 3, the expression "support
whi ch conprises or is contained within a
transparent or translucent systent was replaced in
the first itemby the expression "transparent or
transl ucent support”, the third itemwas repl aced
by the followi ng "generating and detecting a
signal, characterized in that the [the]
transparent or translucent support is glass,
pl astic, polystyrene, polyethylene or
pol ypropyl ene and the generated signal is a
sol ubl e signal, wherein said detecting step
conpri ses spectrophotonetric techni ques”.

1088.D Y A
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- In auxiliary request 4, the sane anmendnents as in
the auxiliary request 3 were nmade. However, the
expressi on "non-porous” was added before "gl ass,
plastic...".

Bot h respondents (opponents 01 and 02) submtted
comments on the statenent of grounds of appeal filed by
t he appellants (patentees). Al parties requested oral
proceedi ngs in case their requests could not be
accepted by the board.

Oral proceedi ngs were sumoned to take place on

13 April 2000 and in preparation thereof the board

i ssued a conmmuni cati on. Respondents | submitted a reply
t her et o.

On 11 April 2000, the appellants infornmed the board
that they would not participate at the oral

proceedi ngs. These were thus cancelled in view of the
fact that the respondents’' requests for oral
proceedi ngs were only conditional on the board not
intending to dism ss the appeal.

In the appellants' view, all the features objected to
by the opposition division, although not literally
mentioned in the application as filed, were inplicitly
contained therein and thus they did not constitute
added subject-matter

The respondents fully endorsed the opposition
di vi si on' s deci si on.

The appel l ants requested that the decision under appeal
be set aside and that the patent be nmaintained as
granted (main request) or on the basis of one of the
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auxiliary requests 1 to 4 on file.

The respondents requested that the appeal be di sm ssed.

Reasons for the Decision

The mai n request

1088.D

Caim1l1l as granted contains three expressions, nanely
"transparent or translucent systeni, "non-porous systent
and "sol uble signal”, which are not found as such in the
application as filed. The appellants admt this; however,
they submt that the skilled person would derive said
expressions by way of inplication. For exanple, the
features "transparent or translucent system and "non-
porous system are, in their view, self-evident as the
support or system described (eg ELI SA net hods) woul d not
function would it be porous or non-transparent/non-
translucent. As for the term"sol uble signal”, which
refers to a signal which per se is soluble and can be
gquantitatively determned in a fluid, the skilled person
woul d derive it unequivocally fromthe application as
filed where such signals are described, eg those
gener at ed when appl yi ng spectrophotonetric or ELISA
techniques. This, in their view, excludes radioactive
signals as well signals emtted frominsol ubl e products.

As regards the expression "transparent or translucent

systent, the opposition division observes in the decision
under appeal that, while in the application as filed the
qualifier "transparent or translucent” is found attached

to the terns "support” or "substrate" (cf eg itens 30,
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53, 80, 101), it is never found attached to the term
"system'. It is also observed that the latter term for
which no explicit definition is given, is nmentioned in
itens 71, 101 to 108, in the originally filed clains 34
to 37 and in the section preceding Table | either to nmean
an apparatus (eg a photospectroneter) or a
substrat e/ product conbi nation (eg the avidin/streptavidin
systen). Thus, it is concluded that the attachnment of the
qualifier in question to the termsystemfinds no basis
what soever in the application as filed.

The board fully agrees with this reasoning and
conclusion. As a matter of fact, since "system' in the
context of the application is not the same as "support"”
or "substrate", the feature "transparent or transl ucent
systent (whatever it neans) refers to a systemwhich is
not at all described in the application as filed. The
argunment put forward by the appellants that ELISA nethods
as described function only in a transparent or

transl ucent system regardl ess of any possible nmerit, is
irrelevant as claim1l1 is generally fornmulated and i s not
[imted to such nethods. No basis is found in the
application as filed for its subject-matter.

As for "non-porous systeni, the opposition division
observes in the decision under appeal that the term "non-
porous" does not occur at all in the application as filed
and that, although "substrates" (not systens) of porous
and non-porous nature are referred to (cf item 82),
neither explicit nor inplicit enphasis is given to this
property. Thus, the said expression constitutes new
specific information with no basis in the application as
filed. Also in respect of this, the board fully agrees
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with the reasoning and the concl usion of the opposition
di vision. Nowhere in the application as filed is a "non-
porous system (whatever neaning is attributed to the
term "system') described or inplied. The appellants’
argunent that ELI SA nmethods require a non-porous support
or system regardless of any possible nerit, is
irrelevant as claiml is not limted to such nethods.

As regards "sol uble signal", the opposition division,
after observing that it is an unclear expression,
considers that it has to be interpreted as "a signal that
can be detected in solution”™ which is not to be equated
with "a signal produced by a soluble product”. It is thus
observed that the expression as such enbraces not only
signals generated by the insoluble chronogens of Tables |
and I'l, but also signals such as radioactive signals

whi ch are detected in solution eg in a scintillation
counter, these signals not being disclosed in the
application as filed, as they are in fact expressly

excl uded therefrom (cf eg page 20, first sentence of

second par agr aph).

The board notes that, although Article 84 EPC is not as
such a basis for an objection under the term of

Article 100 EPC, questions of clarity may affect the

deci sion on issues under Article 100 EPC, when - as in
the present case - failing a definition of a given
expression, it is necessary to interpret it having regard
to the whole contents of the application as filed. In
this respect, the board finds that the interpretation

gi ven by the opposition division is logical, while that
provi ded by the appellants in their subm ssions (cf point
1 supra) is still ambi guous and does not expl ain why
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radi oactive signals are excluded. Claiml1l is not [imted
to signals detected only within the franmework of
spectrophotonetric or ELISA techni ques. For these
reasons, the board fully agrees with the reasoning and
concl usion of the opposition division that the expression
"sol ubl e signal"” extends beyond the content of the

application as filed.

5. In sum in agreenent with the position of the opposition
di vision, the board finds that claim1 of this request
of fends agai nst the provisions of Article 123(2) EPC.

Auxi |l iary request 1

6. As correctly decided by the opposition division, the
deletion in claiml1l of this request of the features
"transparent or translucent” and "non-porous” results in
an extension of the protection conferred in conparison
with claim1l as granted, and thus in a manifest offence
against Article 123(3) EPC

Auxi |l iary request 2

7. Claim1 of this request was considered by the opposition
division to offend against Article 123(2) EPC because of
the feature "non-porous support” which - for the sane
reasons given in respect of the clains as granted -
cannot be considered to be disclosed in the application

as filed.
The board agrees with this view As stated above (cf

poi nt 3 supra), although the application as filed refers
to specific substrates (cf eg item 82) which can be

1088.D Y A
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ei t her porous or non-porous, the general teaching of
using a "transparent or translucent, solid, non-porous
support" (enphasis added) is derivable neither directly
nor by way of inplication fromthe application as filed.

Auxiliary request 3

In claim1 of this request the qualifier "non-porous" for
the solid, transparent or translucent support is deleted,
and the said substrate is specified to be either glass,

pl astic, polystyrene, polyethylene or polypropyl ene, the
|atter being the features of claim5 as granted. The
opposition division correctly decided that, since claiml
as granted fromwhich granted claim5 depends, refers to
t he "non-porous” nature of the support, the deletion of
the qualifier "non-porous"” results in an extension of the
protection conferred in conparison with claim1 as
granted. The board fully agrees with this. Thus, claiml
of this request offends against the provisions of

Article 123(3) EPC

Auxi | iary request 4

1088.D

Claim1 of this request differs fromclaim1 of the
auxiliary request 3 in that the qualifier "non-porous" is
added before "glass, plastic...". As correctly noted by

t he opposition division, although this anmendment renedies
t he of fence against the provisions of Article 123(3) EPC,
it results in subject-matter which extends beyond the
content of the application as filed because nothing
therein points to eg non-porous glass or plastic. As
these materials can exist both in the non-porous or
porous form the skilled person is presented here with



-9 - T 0945/ 97

new i nformation which is not unanbi guously derivable from
the application as filed. Consequently claim1 of this
request offends against Article 123(2) EPC.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Registrar: The Chai r person:

D. Spigarelli U. Ki nkel dey
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