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Summary of Facts and Subm ssi ons

This is an appeal fromthe revocation by the opposition
di vi si on of European patent No. 390 391. The reason
given for the revocation was that the subject-matter of
t he amended clains then on file although new did not

i nvol ve an inventive step, having regard to the
followi ng prior art:

Dlb: English translation of JP-A-63 187 418

D2: EP-A-0 125 150

D6a: English translation of JP-A-64 19524

D8a: English translation of claim1l of JP-A-63 224 025
D9: EP-A-0 107 985.

. The appellant filed further anended clains with the
statenment of grounds of appeal. In a witten
comuni cation the board expressed reservations as to
the permssibility of these further anmendnents having
regard to Article 123(2) EPC and Rul e 57a EPC.

L1, Oral proceedings were held before the board on 3 May
2000 at the commencenent of which the appell ant
withdrew clains 4 to 6 and reverted (apart froma
correction of a linguistic error) to clains 1 to 3 as
refused by the opposition division.

| V. Caim1lis woirded as foll ows:

"1l. A nmagnetic recording nmedi um conprising a support
and provided thereon a plurality of |ayers,
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characterised in that the uppernost |ayer contains a
Fe- Al ferromagnetic powder having an average major axis
| ength of not longer than 0.3 mcronetres, a binder
conprising a resin having a functional group and the

t hi ckness of the uppernost layer is not nore than 1.5
mcronmetres. "

Clainms 2 and 3 are dependent on claiml.

The appel l ant argued essentially as foll ows:

The opposition division's finding in the decision under
appeal that the subject matter of claim1l was novel
over D6a (or equivalently Dlb) had not been contested
in the appeal.

A magnetic recordi ng medi um conprising a support and a
plurality of |layers was known fromthe agreed cl osest
prior art D6a or Dlb. This docunent did not suggest the
use of Fe-Al as the ferromagnetic powder in the
uppernost layer. This feature enabled the invention of
t he opposed patent to provide nultilayered nmagnetic
tapes suitable for use as video tapes having excellent
el ectromagneti c conversion characteristics even in
severe environmental conditions such as high
tenperature and hum dity. D6a at page 6, line 28 ff
specified three "alloys", nanely Fe, Fe-Ni and Fe-Ni -Co
whi ch may be conmbined with a small anmount of any of a
further twelve elenents of which oneis Al. In the
exanples only Fe-Co, Fe-N, and Fe-Zn-Ni alloys were
used.

Respondent opponent | submitted no substantive
argunments but requested a decision on the file as it
stood. In accordance with his previously signalled
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intention, he was not represented at the oral
pr oceedi ngs.

Respondent opponent |1's argunents can be sunmmari sed as
foll ows:

The subject matter of claim1 of the opposed patent
differed fromthe magnetic recordi ng medi um di scl osed
in the agreed closest prior art D6a (or Dlb) solely in
the fact that Fe-Al alloy was used as the ferromagnetic
powder in the uppernost |ayer. Ferromagnetic powders in
t he uppernost | ayer were already known in general from
t hese docunents.

The technical problem addressed by the opposed patent
was to provide a nultilayer nagnetic tape suitable for
use as a video tape having excellent el ectromagnetic
conversion characteristics even in severe environnental
conditions such as high tenperature and humdity; cf
description of the opposed patent, page 2, lines 38 to
40.

According to the patent the anti-environnent property
was determ ned by the ratio B, (after exposure to
tenperature of 60°C and relative humdity of 80%  for
seven days) to B, (before the test). The data in Tables
1 and 2 of the patent showed that nedia using Fe-Al had
advant ages over nedia using Fe-N in the anti -

envi ronment test.

The prior art document D2 al so disclosed results for an
anti-environnent test (D2, page 23, Table 1 right hand
colum) invol ving exposure to tenperatures of 50°C and
relative humdity of 90 % for one week and neasur enent
of B, /B, The results showed clearly that nedia using
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Fe- Al all oys had advantages over nedia using Fe-N
al | oys.

The patent proprietor's argunents in respect of

i nproved noi se performance ie Y-CN, Lum S/ N and Chronma
S/'N did not support patentability of claim1l since they
did not take into account the fact that this

i nprovenent mainly resulted fromthe size of the
particles. Particles smaller than 0.25 mcronetre, ie
within the range specified in claim1l were disclosed in
D6a at page 2, line 1 and it was to be expected that
the sane structural features would produce the sane
effects.

Furt her inprovements in noise performance, in
particul ar Chroma, apparently resulted fromthe
material used for the second |ayer (cf exanmples 5 to
7). Since claim1l did not specify any material for the
second | ayer these advantages were irrel evant on

i nventive step.

Simlarly the changes in Chroma in exanples 8 to 12
depended on the thickness of the |ower |ayer which
again was not specified in claim1 so that the
proprietor's observations in respect of these exanples
were immterial to the question of patentability of
claim 1.

The range of thickness specified in claim1l was known
fromthe closest prior art so that the effects stenm ng
fromthe thickness of the top |ayer had to be

di scounted in assessing inventive step in relation to
claim 1.

The further inprovenents in exanples 13 and 14

1221.D Y A
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apparently resulted fromthe use of particular binders
whi ch however were not specified in claim1l1, making
argunents based on these exanples irrel evant.

The new tables of experinental data T1' and T2
submtted wth the statenent of grounds of appeal only
confirnmed the observations nmade above that smaller
particle size was conducive to better noise
characteristics - a fact already exenplified in D6a/Dlb
- and that Fe-Al provided better anti-environnent
properties than Fe-Ni - a fact known from D2.

The person skilled in the art starting from D6a/ D1b and
addressing the technical problemof the opposed patent
woul d be led to adopt Fe-Al as the ferronmagnetic powder
for the top layer since it would be obvious to first
try the materials that have proved effective in solving
t he sane environnmental problemin single-Iayer
materials. In this way he would arrive at the subject
matter of claiml without an inventive step being

i nvol ved.

In considering the effect of the teaching in D6a at
page 6, lines 28 to 32:

"The conposition of the ferromagnetic alloy powder is
pure iron or an alloy such as Fe, Fe-N or Fe-N -Co,
and may contain non-magnetic or non-netallic el enents
such as B, C, N, A, Si, P, S Ti, &, M, Cuor Zn in
a small amount to inprove the characteristics thereof."”

it should be borne in mnd that the technical field of
magnetic recording nmedia was a highly devel oped field
in which new material conbinations were routinely
tested in a systematic way in very large specially
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equi pped | aboratories. The person skilled in the art
was in reality a teamof highly skilled researchers in
such a | aboratory and it would be a routine matter for
such a teamto determne fromthe teaching in D6a/Dlb
that Fe-Al had particularly advantageous properties
both in el ectromagneti c conversion characteristics and
in anti-environnmental properties. It was not
appropriate to grant a patent which would prevent the
person skilled in the art applying the results of such
routine activity.

The further experinental data submtted by the
proprietor by letter dated 3 April 2000 shoul d be
viewed as the inevitably partisan selective
presentation of data which in the nature of things did
not have the weight of the findings of a neutral expert
| aboratory. It was not realistic to expect the
respondent to verify the reproducibility of this data
in the tine avail able and the board shoul d eval uate
this data and the argunents based thereon accordingly.

VIIl. The appellant requested that the decision under appeal
be set aside and that the patent be maintained, in
amended form in the follow ng version

Cl ai ns: 1 to 3 as filed in the oral proceedings;

Descri ption: pages 2 and 4 as filed in the oral
pr oceedi ngs,
insert A and pages 7 to 9 as filed with
t he grounds of appeal dated 9 Novenber
1997,
pages 3, 5 and 6 of the patent
speci fication.

1221.D Y A
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Dr awi ngs: none.
The respondent opponent |1l requested that the appeal be
di sm ssed.

Reasons for the Decision

1

4.1

1221.D

The appeal is adm ssible.

Amrendnent s

Nei t her the opposition division nor the opponents (now
respondents) raised any objection to the claim
anmendnent s made during the opposition procedure - in
effect (apart fromthe deletion of the redundant word
"having"” in claim2) the clainms of the patent have not
been anmended further on appeal. The description has
been adapted to the anended clains. In the judgenent of
the board the anendnents are perm ssi bl e under

Articles 123(2) and 123(3) EPC.

Novel ty

In the decision under appeal the opposition division
found that the amended claim 1 of the opposed patent
was novel, in particular over D6a or Dlb. Both
respondents have at least tacitly accepted this finding
in the sense that neither has nade subm ssions on this
i ssue in the appeal proceedings.

| nventive step

It is conmon ground anong the parties and it al so
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accords with the judgenent of the board that prior art
docunent D6a represents the closest prior art. It is
al so common ground that the disclosure of Dlb is
effectively the sane as that of D6a and therefore
requi res no separate discussion.

D6a di scl oses a magnetic recordi ng nedi um havi ng pl ural
magneti c | ayers having inproved el ectromagnetic
properties, head wear resistance and durability; cf

D6a, page 2, lines 20 to 25. It is conmmon ground and in
particular admtted by the proprietor that this
magneti c recordi ng nmedium has all the features of
claim1l of the opposed patent as now anended apart from
a specific disclosure of Fe-Al as the ferromagnetic
powder in the uppernost |ayer.

The cl osest D6a cones to teaching Fe-Al for the top
| ayer is in the passage at page 6, lines 28 to 32:

"The conposition of the ferromagnetic alloy powder is
pure iron or an alloy such as Fe, Fe-N or Fe-N -Co,
and may contain non-magnetic or non-netallic el enents
such as B, C, N, Al, Si, P, S Ti, &, M, Cuor Zn in
a small amount to inprove the characteristics thereof."”

The board agrees with the finding of the opposition

di vision at point 3a of the decision under appeal that,
having regard to this disclosure of a main conmponent
consisting of pure iron or Fe-Ni or Fe-N -Co alloys
conbined with a dopant to be chosen froma |ist of

twel ve el enents, the use of Fe-Al as ferromagnetic
powder has to be regarded as novel given the w de range
of possibilities that can arise fromthe conbinati on of
t he menbers of the two |ists.
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Respondent opponent Il has argued that even if novelty
is conceded, the person skilled in the art, considered
as ateamin a fully equi pped | aboratory, would arrive
at Fe-Al as the ferromagnetic powder in the top | ayer
as a result of a routine investigation of the various
conposi tional conbinations taught in D6a notivated by
an effort to solve the obvious problem of the patent,
ie optimsing el ectromagnetic characteristics while
securing resistance to environnental degradation
resulting fromexposure to el evated tenperatures and
hum dity.

The board is not persuaded by this argunent. In its

j udgenent the process thus envisaged by opponent I1
cannot fairly be characterised as routine investigation
of the properties of a group of materials. It would be
nore accurately described as a research programe ai ned
at discovering which, if any, of the |arge range of
conpositions enbraced by the disclosure in D6a had
particul arly advant ageous properties in relation to the
mani fol d requirenents placed upon a magnetic recordi ng
medi um suitabl e for video tapes including high storage
density, high signal to noise ratio, head wear

resi stance, high durability and stability in harsh

envi ronnmental conditions. The respondent’'s argunent
that mai ntaining the patent in anended form woul d
stifle routine investigation by the person skilled in
the art is, in the judgnent of the board, refuted by
the counterargunent that a very wi dely cast disclosure
inthe formof a list of main conponents arbitrarily
conbi nable with a catal ogue of dopant el enments cannot
be allowed to preenpt selective invention within the
broad field thus staked out.

Turning to the objective technical problem solved by
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t he magnetic recording nmediumof claim1l the board

j udges that the appellant proprietor has plausibly
establ i shed by the exanpl es and conparisons in the
patent specification and in the further experinental
data subm tted on appeal that nodifying the D6a nedia
by including Fe-Al as ferromagnetic powder results in

(i) inproved characteristics for Lum S/N, Chroma S/ N
and Y-C/N after storage at high tenperatures and
hum dity and

(1i) inmproved remanence after storage at high
tenperatures and humdity as neasured by
B, (after)/Bbefore).

4.8 Opponent 11 has argued that the alleged technical
effects result fromeither those features of the claim
which are known fromthe prior art, such as particle
size and | ayer thickness, or from other paraneters not
specified in claim1, such as the material of the |ayer
adj acent the top layer, but he has not discharged the
onus which rests on an opponent of convincing the
board, either by technical argunment or by his own
experinments, that the supplenentary experinental data
submtted by the appellant proprietor with the
statenent of grounds of appeal and subsequently one
nmont h before the oral proceedings by way of rebuttal of
t he opponent's argunents | acked credibility. Al though
t he board acknow edges that opponent |1 would hardly
have had tine to performexperinments to confirm or
refute the latest data submtted by the proprietor it
was open to opponent Il fromthe tine of the filing of
the statenment of grounds of appeal to perform such
experinments proactively in support of his argunents.

1221.D Y A
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The opposition division in the decision under appeal at
poi nt 5c adopted an argunment advanced by opponent |

t hat since the remanence related directly to the signal
out put of the nmagnetic recording nmediuma simlar

i mprovenent woul d be expected for the signal to noise
(S/IN) ratio, so that the skilled person who solved the
probl em of achieving inproved remanence after storage
at high tenperatures and humdity as neasured by

B, (after)/B,(before) would autonatically achieve the

i nproved signal to noise characteristics for Y, Lum
and Chroma. The appellant traverses this finding as
based on an unsubstanti ated assertion on the part of
opponent |.

The board agrees with the appellant's contention that
the link between inproved remanence after storage and

i nproved signal to noise ratio is not as direct as that
expressed at point 5c of the decision under appeal,

whi ch al t hough plausible at first sight does not take
into account the effect of higher remanence on particle
interactions at very high recording densities and
frequenci es.

The board concludes therefore that, having regard to
the prior art on file, the clainmed nmagnetic recording
medi umis not obvious for the person skilled in the art
so that the subject matter of claim1l involves an
inventive step within the nmeaning of Article 56 EPC.

In the view of the board the patent as anended and the
invention to which it relates neet the requirenents of
t he EPC.



Or der

- 12 - T 0941/ 97

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the departnent of first
instance with the order to maintain the patent in
amended formin the foll ow ng version
Cl ai ns: 1 to 3 as filed in the oral proceedings;
Descri ption: pages 2 and 4 as filed in the oral

pr oceedi ngs,
insert A and pages 7 to 9 as filed with
t he grounds of appeal dated 9 Novenber
1997,
pages 3, 5 and 6 of the patent
speci fication.
Dr awi ngs: none.
The Regi strar: The Chai r man:
M Hor nel | W J. L. Weeler
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