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Since both the divisional application for which the patent
in suit is granted and the parent application conprise
subj ect-matter extendi ng beyond the content of the
grandparent application as originally filed, the second-
generation patent cannot possibly benefit fromthe filing
date of the grandparent application, the publication of
whi ch therefore belongs to the prior art under Article
54(2) EPC.

Thus there was no need for the Board in the present

ci rcunstances to further investigate the issues of the
adm ssibility of sequences of divisional applications and
of their proper handling, which therefore could be left
open (point 2 of the Reasons).
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Summary of Facts and Subm ssi ons

3062. D

The present proceedi ngs concern European patent

No. O 562 648 (application No. 93 110 200.8). It was
filed as a divisional application of European patent
application No. 91 201 876.9 (publication

No. O 460 773). The latter will be referred to as the
“parent application".

The parent application itself was filed as a divisiona
application of European patent application

No. 87 302 839.3 (publication No. 0 240 337). The
latter will be referred to as the "grandparent

application”.

The parent application nmatured into a European patent,
opposed by the sanme opponent, and was revoked by the
decision T 905/97 of 11 June 1999 (not published in the
Q) EPO) .

An opposition was filed against the patent, based on
the grounds set out in Article 100(a), 100(b) and
100(c) EPC. The ground for opposition under

Article 100(c) EPC was supported in the notice of
opposition by an allegation that the subject-mtter of
the patent had been extended beyond the content its
parent application as fil ed.

The Opposition Division issued an interlocutory
decision, ruling that the patent could not be
mai nt ai ned as granted since its description and figures
cont ai ned subject-matter which had been introduced
therein during prosecution of the parent application in
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violation of Article 123(2) EPC (see point 2.1.1 of the
Grounds). It also stated that further subject-nmatter of
t he description as granted had not been unanbi guously
di scl osed in the grandparent application, in violation
of the requirenents of Article 76(1) EPC (see

point 2.2.1 of the G ounds).

The Qpposition Division however decided on the

mai nt enance of the patent in an anended form i.e. with
the clains as granted and with anended descri ption and
dr aw ngs.

The appel | ant (opponent) | odged an appeal against the
i nterl ocutory deci sion.

Oral proceedings were held on 6 May 1999.

At the end of these oral proceedings the chairman of

t he Board decl ared the debate closed, so that no
further subm ssions would be accepted, and he announced
that the decision would be given in witing.

In a comruni cation pursuant to Article 11(2) of the
Rul es of Procedures of the Boards of Appeal, dated

30 June 1999 and annexed to sunmons to attend further
oral proceedings, the Board - after having taken the
decision T 905/97 to revoke the patent granted for the
parent application on the ground that its subject-
matter extended beyond the content of the grandparent
application in violation of the requirenent of
Article 100(c) EPC - re-opened the debate in the
present proceedings. It informed the parties that the
present patent mght not benefit fromthe filing date
of the grandparent application and that its subject-
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matter m ght therefore not be novel in view of the
publication of said grandparent application.

Further oral proceedings were held on 21 Cctober 1999,
at which the appellant (opponent) requested that the
deci si on under appeal be set aside and that the

Eur opean patent 0 562 648 be revoked.

As an auxiliary request, he requested that the
follow ng question be referred to the Enl arged Board of

Appeal :

"1. |Is an anmendnent consisting of deletion of
description parts and draw ngs and conbi ning the
remai ni ng drawi ngs to enbodi nents not originally
disclosed in a divisional application to be
assessed as to its allowability under
Article 123(2), second alternative on the basis of
the divisional application as originally filed or
on the basis of the parent application of the
application ("intermedi ate application") from
whi ch the divisional application has been divided?

If the first alternative is correct:

2. Is it to be considered as an "unescapabl e trap"
the situation in which on the one side a patent
granted on the basis of a divisional application
is to be amended in order to avoid infringenment of
Art. 76 (1) with regard to the version of an
earlier application ("internedi ate application")
and accordingly a revocation under Art. 100(c)

EPC, wherein on the other side such an anendnent
constitutes an infringenent of Art. 123(2), second
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alternative EPC with regard to the version of the
divisional application as originally filed?"

The respondent (patentee) requested that the appeal be
di sm ssed and that the patent be nmaintained in anmended
formwth the clains according to the nmain request or
one of the auxiliary requests | to XI, all filed during
the oral proceedings of 6 May 1999, with the
description and drawi ngs as maintained by the
Qpposition Division.

Caiml, the only independent claimin accordance with
the main request reads as follows:

"1. Apparatus for formng an inmage on a record nmedi um
conprising transport neans (10, 13) for causing a
record nediumto be transported along a transport
path within the apparatus so as to be di scharged
therefrom a rotatable imge-receiving nenber (1)
for receiving the said i mge; a transfer device
(5) adjacent the transport path for transferring
the image fromthe i nage-receiving nenber (1) to
the record medium and a fixing device (11)
adj acent the transport path for fixing the i mge
on the record medium characterised in that the
apparatus is provided on a front side thereof with
a door (23) which, when open, provides access to
the transport path (21), inmage-receiving nenber
(1), transfer device (5) and fixing device (11)
within the apparatus and which is pivoted around
an axis parallel to that of the inmage-receiving
menber (1), the arrangenent being such that access
space for insertion and discharge of the recording
medi um and the said access to the transport path
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(21), i1mage-receiving nmenber (1), transfer device
(5) and fixing device (11) is only required at the
front and top sides of the apparatus.”

Claim1 of auxiliary request | further specifies that
“"the record nediumis discharged fromthe apparatus
havi ng noved fromthe transport neans (13) after
recei ving the i nage about one centre of curvature
only".

Caim1l of auxiliary request Il further specifies that
the transport path includes an opening in the top
surface of the apparatus and that the door includes the
portion of the said top fromthe front to the said
openi ng.

Caim1l of auxiliary request Il further specifies that
the apparatus is provided with a cartridge provided
with the i mage-receiving nmenber (1) and the cl eaning
device (6).

Claiml of auxiliary request |V further specifies that
the door provides "direct"” access to the said transport
pat h, imge-receiving nenber, transfer device and
fixing device.

Clains 1 of auxiliary requests Vto VIII further
specify various conbi nations of the additiona
limtations in accordance with auxiliary requests |I to
I V.

As an auxiliary request | X the respondent requested
"that the patent be nmintained on the basis of the nmain
request and further anended by adding to Caiml
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t hereof any one or nore of Clains 2 to 13 as granted,
W th consequential renunbering of the remaining Cains
as may be required".

As an auxiliary request X it was requested "that the
patent be maintained on the basis of the main request
with daim1l thereof further anended by the features of
any of Auxiliary Requests | to VIII and any one or nore
of Clains 2 to 13 as granted, with any consequentia
anmendnents of Clains 2 to 13 as granted".

As an auxiliary request Xl it was requested "that the
pat ent be mai ntai ned on the basis of the main request
further anended by adding to Claim1l thereof the
feature added by auxiliary request |V together with the
features added by Caim1l1 of any of the other auxiliary
requests, wi th consequential amendnents to the
dependent Cl ains as may be necessary for consistency
with the anended Caim1".

The respondent further requested that the foll ow ng
guestions be referred to the Enl arged Board of Appeal:

"Does Article 100(c) EPC, which has two parts separated
by the word "or" require a divisional application to
nmeet both parts of Article 100(c) or only to neet the
second part thereof. Moreover, follow ng possible
interpretation of the above to nean that the divisiona
must neet only the second part of Article 100(c); does
"the earlier application” in the case of a divisiona

application being filed froman existing divisiona
application nean the very first patent application or
the "internediate" divisional application" (request A).
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"Whether or not it is contrary to the provisions of the
EPC, and in particular Rule 25 thereof, for a

di visional application to be filed froman earlier

di vi sional application and, if not, whether or not the
status (e.g. pending, granted or w thdrawn) of the
ori gi nal European application (grandparent application)
at the date of filing of the second divisiona
application (grandchild application) is of any
significance" (hereinafter request B, see the letter
dated 21 Septenber 1999).

The argunents put forward by the appell ant agai nst the
adm ssibility of the amendnents made to the clains can
be summari zed as foll ows:

The grandparent application as filed described seven
separate, non-unitary arrangenents covered by different
I ndependent cl ai ns, which neither achi eved any comon
techni cal effects nor solved any single technica
probl em Rather than nerely pursuing one of these
arrangenments, the divisional application for which the
present patent was granted and, accordingly, the patent
itself were directed to a new conbi nati on of features
whi ch did not correspond to any of the originally
descri bed arrangenents. This new conbi nati on was not
even inplicitly disclosed in the original grandparent
application. Neither was there any indication or
suggestion in the grandparent application as filed that
this new conbi nati on was essential to the disclosed

I nventi on.

In particular, the independent clains of the
grandparent application as filed explicitly referred to
an apparatus having a casing with a paper insertion
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openi ng and a paper di scharge opening, and a transport
path extending fromthe forner to the latter. The
original description, in connection with the discussion
of the disadvantages of prior art arrangenents, also
stressed the nerits of the invention in terns of a
reduction of the nunber and extent of the bends which

t he paper had to foll ow between both openings, and of
an overall shortening of the transport path itself.

Caim1l of the respondent's various requests did not
however include any corresponding limtations. New
arrangenents were thus clainmed, which did not conprise
any paper insertion opening. The claime.g. covered
undi scl osed arrangenents with a paper storage box

| ocated i nside the casing.

Moreover, as a result of the deleting during the
opposition procedure of several figures contained in
the grandparent application as filed, the present
version of the description now conprised a nunber of
passages by which features disclosed originally only
with reference to the arrangenents of these - now

del eted - figures were ascribed for the first tinme to
the arrangenents shown in the renmai ning draw ngs.

These argunents were contested by the respondent, who
submtted first that in the case of a patent granted
for a divisional application the grounds for opposition
under Article 100(c) EPC only prohibited extension of
its subject-matter beyond the content of the earlier

application as filed.

In his view the conjunction "or" in Article 100(c) EPC
was to be read in its disjunctive nmeaning. Consequently
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only the second alternative was applicable in the case
of a patent granted for a divisional application,
whil st the first alternative, which would refer to
subj ect-matter extendi ng beyond the content of the

di visional application itself as filed, was not to be
consi dered. Such an extension did not therefore fal
under the grounds of Article 100(c) EPC. Furthernore,
in case the divisional was filed froma parent
application which itself was a divisional of a
grandparent application, the "earlier"” application in
the sense of the second alternative can only be the
grandparent. In view of the inportance of this point of
| aw, the respondent requested that it be referred to

t he Enl arged Board of Appeal.

Concerni ng the anendnents made to the patent, he denied
that the absence fromthe clains of the features which
in the grandparent application were directed to the
transport path extendi ng between a paper insertion
openi ng and a paper discharge openi ng was

obj ecti onabl e. Such openings clearly constituted
generic features of the type of apparatus concerned,
whi ch had not to be stated in the clains, accordingly.
Al t hough the enbodi nents disclosed in the patent did
not conprise any inner cassette for blank sheets of
paper, the provision of such cassette would certainly
al so require an opening for its insertion into the
housi ng of the apparatus.

The respondent also submtted that there was no
provision in the Convention prohibiting the filing of a
di visional application froma still earlier divisiona
application, or requiring therefore that the latter be
still pending. The "earlier" application referred to in
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the provision of Rule 25 EPC defining the termof the
tinme delay for the filing a divisional application
could only be the i medi ate parent application which,
once validly filed, becane a separate application

i ndependent fromthe grandparent application. Gven the
t housands of divisional applications filed at the EPQ
and the retrospective effect a decision against the
validity of second-generation divisional patents m ght
have for a | arge nunber of already granted such
patents, the issue of their conformty with the
Convention and of the proper application of Rule 25 EPC
should in any case be referred to the Enl arged Board of

Appeal .

As far patentability was concerned, the clained

subj ect-matter could not sinultaneously extend beyond
the content of the grandparent application as filed and
| ack novelty over it. The publication of the

gr andparent application could not therefore prejudice
novelty of the clained subject-matter.

Reasons for the Deci sion

2.1

3062. D

The appeal conplies with the requirenments of
Articles 106 to 108 and of Rule 64 EPC. It is therefore
adm ssi bl e.

Prelimnary remark
The European patent in suit is based on a patent

application which was filed as a division of a parent
application which itself was a divisional application
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of a grandparent application (see point |I of the
Summary of Facts and Subm ssions). In this respect the
parties thus raised a nunber of issues, starting with
whet her successive divisional applications are

adm ssible at all and, if so, whether a second-
generation divisional application can still be filed
when the grandparent application is no | onger pending,
as was the case in the present instance.

The Convention does not explicitly foresee the
possibility of an application being divided from an
earlier divisional application. Even |ess does it
provi de gui dance for the proper way to apply, in such a
case, the provisions of Article 76(1),

Article 100(c) or Rule 25 EPC which in fact all refer
to a single parent application only ("the earlier
application").

The @Guidelines for exam nation in the EPO actual ly
provide for the possibility for an applicant to file a
di vi sional application froman application which itself
is a divisional application. They only require the
|atter to be still pending at the filing date of the
second-generation application (see Quidelines, July
1999, Part A, Chapter 1V, 1.1.4 and Part C, Chapter VI,
9.1).

The Board having scrutinized the Travaux Préparatoires
however found a single, early, reference to sequences
of divisional applications which would appear to
provi de evidence that, at least at this stage of the
preparatory works, it was not intended to permt the
filing of sequences of divisional applications.
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According to the mnutes of its 12th neeting held from
26 February to 6 March 1964 in Brussels, the EEC
Patents Working Party rejected a proposal relating to
"a systemof divisions in a cascade, which could have
constituted a dilatory manoeuvre". Such results in the
wor ki ng party's opinion were ruled out by the division
system provided for in Article 80 of the Prelimnary
Draft Convention (see the docunent 2632/1V/ 64-F,

15 April 1964, page 31). According to Article 80 of the
Prelimnary Draft Convention, divisional applications
had to be filed within a tinme limt of two nonths after
the "limtation" of the parent application, which
itself - like in the present Convention - was to be
perforned at the |atest at the end of the exam nation
procedure (i.e. within the tine limt set for the
paynent of the granting and publication fees). The
questi on woul d not appear to have been rai sed again

| at er.

The Boards of Appeal of the EPO do not appear to have
exam ned these questions as yet.

However, for the reasons which will be set out in the
follow ng, the Board cones to the concl usion that,
what ever answer m ght be given to the above genera
guestions, the specific circunstances of the present
case can only result in the revocation of the patent.

Thus there is no need for the Board in the present
circunstances to further investigate the raised issues
of the adm ssibility of sequences of divisiona
applications and of their proper handling, which
therefore can be | eft open.
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The subject-matter of the grandparent application as

originally filed

As conpared to the clains of the grandparent
application as originally filed the clains of both the
present patent and its parent application have been
substantially anended. Before exam ning the extent and
t he | egal consequences of these anendnents, the Board
will first examne the actual content of the
grandparent application as filed, having regard in
particular to the specific aspect of the path foll owed
by the paper in the inmage form ng apparat us.

The description of the grandparent application as filed
starts with the follow ng general statenent: "This

i nvention concerns an apparatus for formng an i nage on
a sheet of paper, the apparatus being of the type
conprising a casing having a paper insertion opening
and a paper di scharge opening, transport neans within
the casing for causing the sheet of paper to be
transported al ong a paper transport path fromthe paper
i nsertion opening to the paper discharge opening, and
el ect rophot ographi ¢ neans for inparting the inmage to
the sheet of paper while the latter is on the paper
transport path" (see page 1, first paragraph).

The introductory portion of the description then
proposes several specific statenents of the invention
inits different aspects, which all explicitly refer to
t he presence of a casing having a paper insertion
openi ng or region and a paper discharge opening or
region, and an internal paper transport path in between
(see the paragraph bridging pages 1 and 2, the

1st paragraph on page 6, the paragraph bridgi ng pages 6
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and 7 and the 2nd paragraph on page 7).

The subsequent description of the drawings starts with
a di scussion of the drawbacks of the prior art
arrangenments as illustrated in Figures 13 and 14,
respectively, in which a horizontal transport path

wi thin a casing connects paper insertion and paper

di scharge openings. This discussion stresses the inpact
on the floor area requirenents of a paper stacker 8

| ocated next to the paper insertion opening, which in
the arrangenent of Figure 13 adds the length | of the
paper to the overall wdth w of the apparatus, a
further additional paper length | being required for
accommodati ng a paper delivery tray 18 next to the

di scharge opening (see page 10, lines 11 to 15 and
page 11, lines 14 to 19). In the prior art arrangenent
of Figure 14, the paper delivery tray is provided on
the top of the apparatus so that only the paper stacker
8 next to the insertion opening adds an additiona

paper length | to the depth D of the apparatus (see
page 11, lines 4 to 8 and 14 to 19).

The invention is then described with reference in
particular to Figures 1 to 9, which all illustrate
arrangenents wherein sheets of paper fed fromthe
outside of a casing follow a transport path which, in
conmparison with the horizontal path of the prior art
arrangenents of Figures 13 and 14, extends
substantially vertically and behind the front wall of
the casing. The printed sheets are then discharged from
the front side of the casing.

The vertical arrangenent of the internal transport path
in these enbodinents in particular allows for paper
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feeding froman insertion opening adjacent the top of

t he casi ng and paper delivery froma di scharge opening
adj acent the bottomof the front of the casing (see
page 14, lines 12 to 15). Thereby the size of the fl oor
area required for installing the apparatus can be
reduced, at the cost obviously of an increased height.
This is enphasized in the first specific statenent in
the introduction of the description, according to which
the invention is characterised in that the casing has a
hei ght which is greater than its depth (see the

par agraph bridgi ng pages 1 and 2).

The remaining Figures 10 to 12 illustrate various
details of a cartridge including a rotatable

phot osensitive nmenber, for use with the arrangenents of
the preceding figures.

The grandparent application as filed al so conpri ses
five independent clainms of which independent clains 1,
30, 31 and 32 explicitly refer to an apparatus for
form ng an image on a sheet of paper conprising a paper
i nsertion opening or region (19), a paper discharge
openi ng or region (20) and a paper transport path (21)
fromthe paper insertion opening (19) to the paper

di scharge openi ng (20).

Substantially the sane [imtations are inplied by the
wor di ng of claim 33, the |ast independent claim which
specifies that the apparatus has a relatively snal
bottom area and a relatively large height and that "an
unprinted sheet may be inserted fromthe upper side of
the apparatus and the printed sheet of paper may be

di scharged fromthe | ower front side thereof".
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Thus, in the Board's view, and for the reasons al so set
out in its decisions T 905/97 and T 906/97, the direct
feeding fromthe outside of the casing of recording
nmedi a consi sting of sheets of paper, envel opes or the

| i ke (see page 28, lines 8 to 12) through an insertion
openi ng or region of the casing to a transport path
extending wthin the casing is an essential feature of
the invention as both disclosed and clainmed in the
grandparent application as originally fil ed.

The effective filing date of the patent in suit

The filing date indicated on the published
specification of the present patent is 1 April 1987,
the actual filing date of the grandparent application.
The validity of this filing date was questioned neither
in the exam ning nor in the opposition proceedings. It
was derived apparently fromthe fact that the present
pat ent was based on a parent application which itself,
al though actually filed on 16 July 1991, was granted
the filing date of 1 April 1987 of the grandparent
application, of which it was considered a divisiona
appl i cation.

The determ nation of the effective filing date of the
patent in suit however constitutes an essential issue
in the assessnent of the grounds for opposition under
Article 100(a) EPC rai sed agai nst the patent, which has
accordingly to be investigated by the Board.

For the follow ng reasons, the Board cones to the
conclusion that the filing date of 1 April 1987 could
be validly derived neither fromthe parent application
fromwhich the present patent is a division, nor
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directly fromthe grandparent application itself.

Deriving the filing date of 1 April 1987 fromthe
parent application

The only independent claimof the parent application as
actually filed on 16 July 1993 reads:

"1. Apparatus for formng an image on a record nedi um
conprising a housing (23, 25); transport neans (10, 13)
for causing a record nediumto be transported along a
transport path, within the housing (23, 25) so as to be
di scharged therefrom face down; and inmage-inparting
means (1-7, 11), including a rotary inmge-receivVving
menber (1), within the housing (23, 25) for inparting
the inmage to the record nediumwhile the latter is on
the transport path characterised in that the housing
(23, 25) has an imovable part (25) and a novabl e part
(23), the latter being pivotable about an axis paralle
to that of the inmage-receiving nenber (1) so that the
novabl e part (23) can be noved between open and cl osed
positions in which access to the interior of the
housing (23, 25) is respectively permtted and
prevent ed, the arrangenent being such that, when the
novabl e part (23) is in the closed position, the
transport path runs between the novable part (23) and

t he i movabl e part (25)."

This claimthus does not conprise any explicit or
inplicit reference to an insertion opening or region of
the casing for the feeding of sheets of paper or other
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recording nedia to the transport path within the
casing, considered to be an essential feature of the
i nvention disclosed originally in the grandparent
application (see point 3 above).

The absence of such reference thus conveys the
addi ti onal teaching, which was not conprised in the
docunents of the grandparent application as originally
filed, that the arrangenent set out in the claimnmay

al so be used in conjunction wth apparatuses devoid of
any insertion opening for the direct feeding of record
nmedia to the transport path, and in which for instance
a roll of paper could sinply be nounted into the casing
t hrough the pivotable door also defined in the claim
to be stored therein.

Nei ther did the independent clains of any of the
requests presented by the respondent in the course of
t he appeal proceedings T 905/97 make such reference,
which resulted in the revocation of the correspondi ng
patent, under Article 100(c) EPC for the clains as
granted and under Article 76(1) EPC for the clains as
amended.

The parent application thus never net the requirenent
of Article 76(1) EPC wth respect to the grandparent
application, and it therefore never validly benefited
fromthe latter's filing and priority dates. Neither,
I n consequence, could it have transferred any such

i nexi stent benefits to any subsequent divisiona
appl i cation.

The EPO did not in the course of the exam ning
procedure object to the conpliance of the parent
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application with the requirenents of Article 76(1) EPC,
and it actually granted a patent, which was eventually
revoked by decision T 905/97. It is indeed questionable
whet her any rights at all could have been derived from
such invalid parent application by a subsequent
application filed as a divisional. In any case, even if
this was admtted, in particular for the sake of the
protection of the legitinmate expectations of the
patentee, the earliest filing date which such
divisional could claim- and transmt to any further
division - is the date of the actual filing of its
parent application, i.e. the 16 July 1991.

The Board cannot in this respect endorse the
respondent’'s reasoning to the effect that the present

di visional application and its right to the benefit of
the filing date of the grandparent application were to
be consi dered i ndependently of the actual status of the
parent application. This would | ead to the unacceptabl e
result that the nere filing of a parent application
conpri sing subject-matter extending beyond the contents
of the grandparent application could, as such, open the
possi bility of any subsequent divisional application
benefitting, for the sane additional subject-nmatter,
froma filing date at which it had not yet been

di scl osed.

Deriving the filing date directly fromthe grandparent
appl i cation

Since the present divisional application thus cannot
derive the right to the filing date of the grandparent
application fromits filing as a division fromthe
parent application, it remains to be considered whet her
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it mght have derived it directly fromthe grandparent
application itself.

Taking into account that, contrary to the provisions of
Rul e 25 EPC, at the actual filing date of the present
application (25 June 1993) approval of the text, in
accordance with Rule 51(4) EPC, in which the European
patent corresponding to the grandparent application was
to be granted had al ready been given (on 4 August
1992), the Board has doubts that the present
application could be treated as if it had been divided
directly fromthe grandparent application. However,
even if this were admtted e.g. for the sake of the
protection of the legitinmate expectations of the

pat entee who was actually granted a patent on his
application, it has to be considered that the nmain
clainms of the respondent’'s various requests al so
conprise subject-matter which was not disclosed in the
grandparent application as originally filed. These
clains too do not, for the follow ng reasons, conprise
any explicit or inplicit reference to the essenti al
feature of the grandparent application as originally
filed of an insertion opening or region of the casing
for the feeding of sheets of paper or other recording
media to the transport path within the casing.

Thus, it would in the Board's view run agai nst
generally accepted principle of patent lawif the
present patent neverthel ess benefitted fromthe filing
date of the grandparent application.

The subject-matter of the patent in accordance with the
respondent’'s nmain request
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The only reference in claim1 of the main request to
the insertion of sheets of paper or other nedia is the
indication at the end of the claimthat the arrangenent
Is "such that access space for insertion and di scharge
of the recording nmedium and the said access to the
transport path (21), inmage-receiving nenber (1),
transfer device (5) and fixing device (11) is only
required at the front and top sides of the apparatus".

Al t hough referring to an access space for the
"insertion of the recording nediunt, the clai mdoes not
inply the feature, considered as an essential el enent

of the apparatus originally disclosed in the parent
application as filed, that the recording nediumis fed
fromthe outside through an opening in the casing for a
sheet of paper. As a matter of fact the wording of the
claimis still sufficiently general to enconpass
devices in which the recording nediumis charged into a
tenporary storage tray within the housing, e.g. after
havi ng been inserted into the casing through the

pi voted door also recited in the claim However no such
devi ces are disclosed in the grandparent application as
filed.

The Board agrees to the appellant's subm ssion that the
del etion fromthe i ndependent clains of the grandparent
application as originally filed of the feature directed
to an insertion opening in the casing conveys to the
skilled reader the additional information that the
casing may not only accommobdate the transport neans and
t he vari ous conmponents of the imging neans, with the
recordi ng nedia being fed fromthe outside as in the
enbodi nents actually disclosed, but that it could al so
accommodat e sone kind of internal storage neans for
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unprinted recording nedia, thereby obviating the need
for a paper insertion opening in the casing, at one end
of the paper transport path.

This information cannot, in the Board' s judgenent, be
consi dered to be supported by the original content of

t he grandparent application as filed, which discloses
external feeding of paper sheets, envelopes or the like
as an essential feature of the invention (see point 3,
supra).

The respondent in this respect submtted that an
insertion opening in the casing was a generic el enent
of any imaging apparatus and that it was al so necessary
in an apparatus of the type conprising internally
stored unprinted recording nedia, which still required
some kind of access opening or door for the charging of
the recording nedia into the housing. Such generic

el enment did not need to be expressly recited in the

cl ai ns.

In the Board's view, this argunent m sses the point
insofar as it does not address the issue of whether an
apparatus w thout an external feeding of the recording
medi a through an insertion opening or region to the
transport path was directly and unanbi guously derivabl e
fromthe grandparent application as filed. An a
posteriori denonstration that the original clains,
considered in isolation fromthe rest of the
appl i cation docunents, could possibly be construed in
such a way as to cover a specific type of apparatus
wWith an internal storage of the recordi ng nedi um cannot
provi de convincing evidence that such specific
apparatus was actually disclosed to the skilled person.
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For these reasons claim1l of the main request,
corresponding to claim1 as granted, extends beyond the
content of the grandparent application as filed.

The subject-matter of the patent in accordance with the
respondent's auxiliary request |

The additional limtation in claiml of auxiliary
request | "that the record nmediumis discharged from

t he apparatus having noved fromthe transport neans
(13) after receiving the i mage about one centre of
curvature only" neither specifies nor even concerns the
way the recording nedia are inserted into the casing.

The claimin the so amended version does not therefore
overcone the above objection as raised against claiml
of the main request, that it extends beyond the content
of the grandparent application as filed.

The subject-matter of the patent in accordance with the
respondent’'s auxiliary request |1

Caim1l of the auxiliary request Il further specifies
that the transport path includes an opening in the said
top and that the door includes the portion of the said
top fromthe front to the said opening

The claimthus refers to a single opening, wthout

speci fyi ng whet her said opening is actually provided
for direct insertion of the recording nedia fromthe
outside, rather than e.g. for the discharging of
internally stored recording nedia. The version of
claiml of auxiliary request Il does not therefore
overcone the above objections as raised against claim1l
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of the main request.

The subject-matter of the patent in accordance with the

respondent’'s auxiliary requests Il1l and IV
The additional limtations introduced into claim1l of
auxiliary requests IIl and IV as conpared to claim1 of

the main request, nanely that the apparatus conprises a
cartridge provided with the inage-receiving nenber and
the cleaning device (auxiliary request I11), and that
the access provided by the pivoted door is "direct”
(auxiliary request IV) neither specify nor even concern
the way the recording nedia are inserted into the

casi ng.

The points nade above in connection with claiml1 of the
mai n request therefore equally apply to these auxiliary
requests.

The respondent's auxiliary requests Vto VIII

Clains 1 of the auxiliary requests Vto VIII each
recite the subject-matter of claiml1l of the main
request, wth various conbinations of the additiona
features introduced into claim1 of auxiliary
requests | to IV.

For the reasons indicated above none of these
additional features clearly expresses the direct
feeding fromthe outside of the casing of recording
medi a consi sting of sheets of paper, envel opes or the
i ke through an insertion opening or region of the
casing to a transport path extending within the casing,
whi ch is considered an essential elenent of the
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subject-matter originally described and clainmed in the
gr andparent application.

The respondent's auxiliary requests | X to Xl

In these auxiliary requests it is requested that a
patent be granted on the basis of the main request
anmended in particular by adding to claim1 "any one or
nore of clainms 2 to 13 as granted" (auxiliary

request |1X), or anmended by the features of "any of
Auxiliary Requests | to VIII and any one or nore of
Clains 2 to 13 as granted" (auxiliary request X), or
anmended by "adding the feature added by auxiliary
request |V together with the features added by Cdaim1l
of any of the other auxiliary requests".

These requests generally refer to a huge nunber of
unspecified possibilities. Admtting such auxiliary
requests woul d pose undue difficulties to the appellant
(opponent) in dealing properly with a high nunber of
conbi nations of clainms. Mreover, these request do not
conprise any text submtted by the patentee which could
be consi dered and deci ded upon by the Board pursuant to
Article 113(2) EPC

Thus the Board considers the filing of the unspecified
auxiliary requests I X to Xl contrary to proper
procedure and decides to refuse them (for the

all owability of unspecified requests see e.g. decision
T 206/ 93, not published in the AQJ EPO, point 11 of the
Reasons) .

For these reasons the grandparent application as
originally filed on 1 April 1987 did not disclose al
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of the subject-matter of the patent in suit, and the
respondent cannot therefore in the Board' s opinion
avail hinmself, in respect of the patent in suit, of the
filing and priority dates of the grandparent
appl i cation.

Patentability

It results fromthe above considerations that the
earliest filing date fromwhich the patent in suit
could benefit is the actual filing date of the parent
application, which is the 16 July 1991 (see point 4.1.2
supra).

The grandparent application was published on 7 Cctober
1987 and it is accordingly part of the state of the art
within the neaning of Article 54(2) EPC

The respondent's main request

Clains 1 of the respondent's main request and of his
auxiliary requests | to VIII contain features of an
apparatus which in the patent as nmaintai ned by the
opposition division is illustrated by reference to
specific enbodi nents, which are all also disclosed in
t he published grandparent application.

Figure 5 of the grandparent application as published in
particul ar shows an apparatus for formng an i mage on a
record nediumas is defined in claiml of the main
request, conprising transport neans (10, 13) for
causing a record nediumto be transported along a
transport path within the apparatus so as to be

di scharged therefrom a rotatable inmage-receiving
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menber (1) for receiving the said inage; a transfer
device (5) adjacent the transport path for transferring
the image fromthe image-receiving nenber (1) to the
record nediunm and a fixing device (11) adjacent the
transport path for fixing the image on the record

medi um The apparatus of Figure 5 is further provided
on a front side thereof wth a door (23) which, when
open, provides access to the transport path (21),

i mage-recei ving nenber (1), transfer device (5) and
fixing device (11) within the apparatus and which is
pi voted around an axis parallel to that of the inmage-
recei ving nenber (1), the arrangenent being such that
access space for insertion and discharge of the record
medi um and the said access to the transport path (21),
i mage-recei ving nenber (1), transfer device (5) and
fixing device is only required at the front and top

si des of the apparatus.

Thus, Figure 5 of the published grandparent application
shows all the features of claiml of the nmain request.
The subject-matter of claim1 of the main request
therefore | acks novelty within the neaning of

Article 54 EPC

The respondent in this respect submtted that the
subject-matter of claim1 could not sinultaneously be
consi dered to extend beyond the scope of the content of
t he grandparent application, and | ack novelty in view
of it. This argunent however overl ooks that the

ext ensi on objected to above consists in a
generalisation of the originally disclosed subject-
matter, resulting fromthe om ssion of the feature of
the insertion opening. The test for the admissibility
of such generalisations differs fromthe test for
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novelty (see in particular the decision T 194/84; QJ
EPO 1990, 59; point 2.4 of the Reasons).

5.2 The respondent's auxiliary requests

Devices as defined in claim1 of the main request which
further exhibit the additional features set out in
clains 1 of the auxiliary requests | to IV or any of
their conbinations in accordance with the auxiliary
requests Vto VIIlI are also illustrated in the
grandparent application as published, or result from
obvi ous conbi nati ons of the enbodi nents di scl osed

t here.

Figure 5 of the published grandparent application,

whi ch di scloses the features of claim1 of the main
request (see point 5.1 above) also illustrates the

di scharging of the record nediumfromthe transport
means 13 having noved after receiving the i mage about
one centre of curvature only, as is set out in the
additional feature of claim1 of auxiliary request I,
the cartridge 26 with the i mage receiving nenber and
the cl eaning device defined in the additiona
limtation brought to claim1 of the auxiliary

request IIl (see also the correspondi ng description,
colum 13, lines 29 to 37 of the published grandparent
application), and the "direct"” access through the door
23 to the transport path, inmage-receiving nenber,
transfer device and fixing device as set out
additionally in claiml of the auxiliary request IV.
The subject-matter of clains 1 of auxiliary requests I,
1l and IV therefore also | acks novelty within the
meani ng of Article 54 EPC

3062. D Y A
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The additional limtation of claim1 of auxiliary
request Il referring to an opening in the top surface
of the apparatus, the door including the portion of the
said top fromthe front to the said opening, results
fromthe straightforward use of the door and casing
design illustrated in Figure 5 of the grandparent
application with the apparatus exhibiting the inner
structure shown in Figures 3 or 4, with a viewto
provi di ng an easy access to said inner structure. The
subject-matter of this claimtherefore |acks an

i nventive step wthin the neaning of Article 56 EPC.

The respondent's auxiliary requests I X to XI need not
be considered further (see point 4.2.6 above)

For these reasons the grounds of opposition nentioned
in Article 100(a) EPC prejudice the maintenance of the
patent in suit, which nust be revoked, accordingly
(Article 102(1) EPC).

Referral of questions to the Enl arged Board of Appea

The respondent in his auxiliary requests A and B
requested that two questions be referred to the

Enl arged Board of Appeal pursuant to Article 112(1)(a)
EPC (see the two | ast paragraphs of point VIII of the
Summary of Facts and Subm ssions).

The first part of the question in accordance with
auxiliary request Ais related to the respondent's
argunent that in the case of a patent granted on an
application filed as a division of an earlier
application, only the second part of Article 100(c) EPC
actually applied, i.e that the subject-matter of the
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patent was only required not to extent beyond the
content of the earlier application as filed, possible
ext ensi ons beyond the content of the divisiona
application as filed being however of no consequences.

The Board however needs not, in its reasoning, consider
the specific issue of the subject-nmatter of the patent
ext endi ng beyond the content of the divisiona
application as originally filed, so that this part of
the question is irrelevant to the present deci sion.

Mor eover this question has already been consi dered by

t he Boards of Appeal. In decision T 434/97 (not
published in the Q) EPO the Board inter alia ruled
that in the case of a patent granted on the basis of a
di vi sional application the grounds for opposition under
Article 100(c) EPC had to be interpreted to the effect
that the patent shall extent neither beyond the content
of the parent application as filed, nor beyond that of
the divisional application as filed (see point 3.1 of

t he Reasons). The respondent did not identify any

deci sion of the Boards of Appeal of the EPO in support
of a different interpretation.

6.1.2 The second part of the question in accordance with
auxi liary request A and the question in accordance
with auxiliary request B relate to the adm ssibility of
di visional applications filed fromstill earlier
di vi sional applications, and to the proper application
of Article 100(c) and Rule 25 EPC in such case.

These questions may i ndeed be of a general interest,
and the responses to them could have been essential to
the decision, had the parent application, fromwhich

t he second-generation divisional application was

3062. D Y A
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di vided, constituted itself a genuine divisiona
application of the grandparent application.

This is not however the case here, and for the reasons
set out above the patent cannot possibly have
benefitted fromthe filing date of the grandparent
appl i cation, whatever the correct answers to the
guestions fornul ated by the respondent m ght be, wth
t he consequence that the claimed subject-matter is not
patentable in view of the prior art constituted by the
publication of the grandparent application.

Thus, the specific circunstances of the present case
are such that no decision by the Enlarged Board of
Appeal is required in respect of the questions in
accordance with the respondent's auxiliary requests A
and B. These auxiliary requests nust be rejected,
accordi ngly.

The question which the appellant requested to be
referred to the Enl arged Board of Appeal relates to the
adm ssibility under Article 123(2) EPC of an anendnent
consisting in deleting description parts and draw ngs
and conbi ning the remai ning drawi ngs to enbodi nents not
originally disclosed in a divisional application (see
the point VII of the Sunmary of Facts and Subm ssions).

This specific question is of no relevance either to the
reasons of the present decision as set out above.
Moreover, referral to the Enlarged Board of Appeal was
requested by the appellant as an auxiliary request only
and thus need not be considered as his main request
that the patent be revoked is all owed.



O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The European patent No. 0 562 648 is revoked.
The Regi strar: The Chai r man:
P. Martorana E. Turrini
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