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Summary of Facts and Subm ssi ons

0239.D

The appellant (proprietor of the patent) | odged an
appeal against the decision of the Qpposition Division
revoki ng European patent No. 0 293 886.

An opposition against the patent as a whol e had been
filed by the respondent (opponent) and based on the
ground of lack of inventive step (Article 100(a) EPC)

The opposition inter alia referred to the foll ow ng
docunents (using the referencing of the opposition
pr oceedi ngs):

P1: JP-U 86458/87 (and English translation P1* thereof
furni shed by the appellant in exam nation
pr oceedi ngs)

B: JP- A- 63- 281109 (and English transl ation B* thereof
furni shed by the respondent in opposition
pr oceedi ngs)

C EP- A-0 262 340

D | OOC- ECOC ' 85: 5th International Conference on
I ntegrated Optics and Optical Fibre Conmunication,
11t h European Conference on Optical Conmunicati on,

Venezia, 1 to 4 Cctober 1985, pages 379 to 382,

whi ch docunents were again cited by the parties in the
present appeal proceedings.

In addition, inter alia the follow ng docunents:

D1: "Lueger Lexi kon der Techni k", Band 1: G undl agen



0239.D

- 2 - T 0903/ 97

des Maschi nenbaues, Deutsche Verl ags- Anstalt
Stuttgart 1960, page 98

D2: K P. Menard: "Dynam c Mechani cal Anal ysis",
(undat ed), page 22

D3: Grand Larousse Universel, Tone 5, Larousse Paris
1983, keyword "El asticité"

D4: "Tables of Physical and Chem cal Constants...",
John Wley and Sons, New York 1986, pages 32 to 34

have been submtted by the parties for the first tine
in the appeal proceedings.

In the inpugned decision, the OQpposition Division held
that the subject matter of the patent in suit was not
entitled to the first right of priority clained, i.e.

3 June 1987 based on priority docunent Pl. In view of
this finding, the issue of whether priority application
P1 or the previous application B was to be considered
to be the first application under Article 87(4) EPC for
t he purposes of determining priority has not been

deci ded by the first instance.

Furthernore, the Opposition Division found that the
subj ect matter of both the patent as granted and the
then fourth auxiliary request which was considered

adm ssi ble by the OQpposition Division, |acked an
inventive step with respect to the prior art

identified, in particular with respect to a conbination
of documents C and D

Wth the statenent of grounds of appeal, the appellant
filed a main request to maintain the patent as granted
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and a (first) auxiliary request which in substance
corresponded to the above-nentioned fourth auxiliary
request submtted before the first instance.

Oral proceedi ngs were arranged by the summons dat ed
7 August 2000 in accordance with the respective
auxi liary requests of the parties.

In a comuni cation of 12 October 2000, the Board
expressed its non-binding opinion that in view of

i nternedi ate docunent C the validity under

Articles 87(1) and 88(3) EPC of the first priority
right clainmed in respect of the contested patent seened
to be of primary inportance.

In this context, the Board had serious doubts as to
whet her the higher upper limt of the nodul us of

el asticity set out in the respective clains of the main
and auxiliary request could be derived frompriority
docunent P1.

Moreover, in the Board's provisional view, said higher
upper limt could not be considered to be a nere
exclusion of protection for part of the subject matter
covered by the first priority docunent, nor to be void
of any technical contribution to the subject matter of
the clained invention. It rather appeared that the
original disclosure of P1 had been extended by raising
the upper Iimt. Therefore, the point of |law referred
by the President of the EPOto the Enlarged Board of
Appeal with respect to the requirenment of the "sane
invention"” in Article 87(1) EPC (case pendi ng under

G 2/98; see QJ EPO 1998, 509) would not seemto be

rel evant to the present case.
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Shoul d, however, the validity under Articles 87(1) and
88(3) EPC of the first priority right be confirned at
t he oral proceedings, then the further priority issue
rai sed by the respondent, i.e. validity of the rights
of priority under Article 87(4) EPC having regard to
previous application B, would have to be addressed at
t he oral proceedings.

The assessnent of inventive step depended on the
findings with respect to the priority rights cl ai ned.
If the first right of priority were not found to be
val i d, docunent C would have to be regarded as cl osest
prior art fromwhich the subject nmatter of the main
request only differed by the clainmed specification of
t he nodul us range. In consequence, it would have to be
assessed whet her or not such specification was obvious
to a skilled person fromthe remaining prior art, in
particul ar from docunent D.

In case the main request were not considered all owabl e,
t he respondent’'s objections against adm ssibility of
the (first) auxiliary request under Article 123(2) EPC
woul d have to be discussed at the oral proceedings. On
a provisional basis, the Board considered the

adm ssibility of the (first) auxiliary request to be
guesti onabl e.

By a letter dated 9 Novenber 2000, the appell ant
requested adj ournment of the oral proceedings until
after the Opinion of the Enlarged Board of Appeal in
pendi ng case G 2/98 had been given. As the oral
proceedi ngs were nai ntained by the Board on the date
al ready fixed, the appellant filed clainms according to
a second auxiliary request with the letter dated

14 Novenber 2000.
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VIII. Oal proceedings took place on 14 Decenber 2000. At the
end of the oral proceedings, the Chairman declared the
debat e cl osed and announced that the decision of the
Board woul d be given in witing.

I X. The appel | ant requested

- t hat the decision under appeal be set aside and
that the patent be maintained (main request) or,
as auxiliary requests,

- that the patent be maintai ned as anended on the
basis of claim1l filed with the statenent of
grounds of appeal on 21 Cctober 1997 (first
auxiliary request) or on the basis of claiml
filed with the letter dated 14 Novenber 2000
(second auxiliary request).

X. The respondent requested that the appeal be dism ssed.

Xl . The wording of the single claimaccording to the
appel lant's respective requests reads as foll ows:

Mai n request

"1l. A coated optical fiber tape conprising a plurality
of optical fibers each having a coating and being
aligned parallel in the sanme plane, a commobn coating

| ayer covering the array of said optical fibers, and a
peel abl e cured coating | ayer being provided between
each of the coatings on the optical fibers and said
common coating |layer to prevent the latter from being
bonded or urged to said coatings on the optical fibers,
characterised in that said peel able cured coating | ayer
has a conpression nodulus of elasticity of at |east

0239.D Y A
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5 kg/ mt but not exceeding 300 kg/ m¥. "

First auxiliary request

"1l. A coated optical fiber tape conprising a plurality
of optical fibers, each having a coating and being
aligned parallel in the sanme plane, a commobn coating

| ayer covering the array of said optical fibers, and a
peel abl e cured coating | ayer being provided between
each of the coatings on the optical fibers and said
common coating |layer to prevent the latter from being
bonded or urged to said coatings on the optical fibers,
characterised in that the coating of each optical fiber
includes an inner first |layer and a second outer |ayer,
that the second outer |ayer has a substantially higher
conpression nodulus of elasticity than the first inner
| ayer, and in that said peelable cured coating |ayer
has a conpression nodulus of elasticity of at |east

5 kg/ mt but not exceeding 300 kg/ m¥. "

Second auxiliary request

"1l. A coated optical fiber tape conprising a plurality
of optical fibers each having a coating and being
aligned parallel in the same plane, a commobn coating

| ayer covering the array of said optical fibers, and a
peel abl e cured coating | ayer being provided between
each of the coatings on the optical fibers and said
common coating |layer to prevent the latter from being
bonded or urged to said coatings on the optical fibers,
characterised in that said peel able cured coating | ayer
has a conpression nodulus of elasticity of at |east 5
kg/ m? but not exceeding 100 kg/ mmt. "

In the above wording of the second auxiliary request, a
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clerical error ("100 kg mm?") has been corrected by the
Boar d.

The appellant's argunents in support of its requests
can be summarised as foll ows:

In deciding on the validity of the first priority right
clainmed, the contents of the first priority docunent Pl
has to be assessed w thout using further special

know edge. According to decision T 73/88 "Snackf ood/
Howard", a priority is validly clained if the inclusion
of an additional feature in a claimof a European

pat ent does not change the character and nature of the
invention as disclosed in the priority docunent, which
is the case if the additional feature does not make any
contribution to the solution of the problem underlying
t he i nvention.

In the present case, only the upper limt for the
conpression nodulus of elasticity K has been increased,
whil e the object of avoiding transm ssion | oss renmai ned
unchanged. According to Figure 2 of P1, high | osses are
to be expected below 5 kg/ m*, whereas above said | owner
limt a clear tendency of |oss reduction with higher K
values will be apparent to a skilled person from
Figures 2 and 4 of P1. Since the highest K val ue of
Figure 4 is only 10.3 kg/mt, a skilled person will
readily understand that the upper limt of 100 kg/ Mm% in
docunent P1 has no technical significance, but has been
selected by the drafter of the priority application as
sonme kind of arbitrary, sufficiently renote val ue which
does not meke any contribution to the clainmed solution
of the underlying technical problemand thus is not
essenti al .
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Any different technical effects associated with the
upper limt of the clainmed K range, as alleged by the
respondent referring to sufficient flexibility of the
fibre tape, cannot be derived from docunent Pl

No ot her conclusion can be reached on the basis of the
par agr aph bridgi ng pages 11 and 12 of the English
translation P1* since it clearly refers to Figures 2
and 4 of P1 which would be understood in the sense
expl ai ned above. In particular, when studying these
Figures, a skilled person would seriously contenpl ate
t he exclusion of the nodulus range bel ow the | ower
limt clainmed and the extension of investigations into
t he range above the upper limt of Pl.

Docunent B cannot be considered to be a previous first
application for the same subject matter since it
concerns a different fibre type and deals with a

di fferent problem

Havi ng regard to inventive step, docunent C has to be
taken into account if the first priority right clained
were not considered valid for the subject matter of
claim1 in accordance with the main request. Docunment C
di scl oses a coated optical fibre tape having a
structure simlar to that of the patent in suit,

however w thout specifying any nunerical values for the
conpressi on nodul us of elasticity. In the prior art,

t he peel abl e | ayer should be as thin as possible
(preferably < 10 um) so as to avoid an unfavourabl e

i nfluence of the layer on the transm ssion
characteristics of the tape.

A conventional dual coated fibre tape having a
plurality of optical fibres surrounded by an inner
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coating, an outer coating and a common coat of the
fibre tape is known from docunent D. However, no

peel abl e | ayer is provided in that prior art. The

t hi ckness of the outer coating appears to be 80 um

i.e. about 10 tines thicker than the peel able | ayer of
docunent C. In view of the different dinensions it
woul d not be obvious for a skilled person to apply the
teaching of docunment Dto a fibre tape described in
docunent C. Furthernore, Figure 4 of D shows a strong

i nfluence of the dianeter of the inner coating on the
stress induced by lateral pressure on the fibre. Since
a skilled person knows that the result of a finite

el ement nunerical anal ysis depends on the proportions
of the system under consideration, he would not readily
assune such result to be also valid for systens having
different proportions, in particular entirely different
coating thicknesses.

Moreover, a tensile nodulus E of 50 kg/ mt as provided
in docunent D for the outer coating is not directly
conparable to the conpression nodulus K clained in the
patent in suit because the |latter depends on the

Poi sson's ratio (see docunent D1) which in turn depends
on the specific material and nunerically is about O.5.
For a value of 0.49, the E value disclosed in D
transforns into an upper limt of about 1000 kg/ m¥ for
K whi ch has no bearing on that clained in the contested
pat ent .

The neani ng of "conpression nodulus of elasticity” is
cl ear and cannot be called into question for the only
reason to enhance the rel evance of the prior art.
Neither is this termsynonynous with the tensile or
Young's nodul us nor can it be regarded as an obvi ous
m stake since it is not directly derivable fromthe
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patent in suit which paraneter is the rel evant one and
whet her or not investigations and theories of the prior
art are identical to those of the contested patent.

According to the first auxiliary request, dual coated
fibres are provided so that docunment Cis no | onger

rel evant but document D becones the closest prior art
whi ch, however, does not disclose a peel able |ayer
havi ng the clainmed properties. In view of the exanples
given in the contested patent, the general nature of
the two-|ayer schenme shoul d be adm ssi bl e under
Article 123(2) EPC

|f the upper limt is chosen to be 100 kg/mt as is the
case in the second auxiliary request, then the first
priority right is validly clainmed and docunent C has to
be di sregarded. Although not explicitly disclosed in
the patent in suit, such a limtation should be

adm ssible as a specific type of disclainer serving the
anal ogous effect of ascertaining a particul ar scope of
protection of the application relative to a different
source of disclosure, i.e. of making the scope of
protection identical to that of the priority docunent
in the present case in order to safeguard the validity
of the priority right. It is admtted that peel able

| ayers as such were known at the priority date, but not
for fibre tapes requiring a specific design of the

| ayer properties.

The additional docunments D2 to D4 handed over by the
respondent at the oral proceedings only confirm general
t ext book know edge, hence are superfluous and should
not be adm tted.

The respondent advanced the foll ow ng counterargunents:
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At various places of first priority docunent P1, in
particul ar at page 11, |ast paragraph of Pl*, the

i nportance of the nodulus range clained for the
solution of the problem posed is underlined so that
this feature nust be considered to be an essenti al
feature according to the priority application. Hence,
decision T 73/88 cannot be applied to the present case
since it deals with alimtation which is entirely
unrelated to the clainmed invention. The nere fact of
filing a second priority application which contains two
further exanples based on additional experinents (and
corresponds to the patent in suit), shows that - even
in the eyes of the appellant - a second separate

i nventi on was nmade. The present case indeed corresponds
to an anal ogous situation considered in decision

T 260/ 85, where an essential el enent has been repl aced
by anot her essential el enent.

As can already be seen fromthe fact that nodul us

val ues bel ow 0. 04 kg/ mt, although providing low fibre
stress, have not been taken into consideration in Pl
because they are technically not useful, a skilled
person will apply his common general know edge in
putti ng physical phenonena into practice. The graph in
Figure 2 of Pl ends at an upper limt of about 10 kg/ mm?
and there is no indication of its course between 10

kg/ mt and 100 kg/mt. In view of this lack of
information and further requirements the fibre tape has
to neet, a skilled person would not consider the upper
[imt to be void of any technical significance. Hence,
the patent in suit does not relate to the sane
invention as the first priority docunent P1l, and the
first priority clainmed is accordingly not valid.

I n accordance with Hooke's | aw describing elastic



0239.D

- 12 - T 0903/ 97

changes of |ength under external stress, the same
nodul us of elasticity E or Young's nodul us applies for
tensile or conpressive deformations (see e.g. docunent
D3). Only very recently in the appeal proceedings, the
appel | ant advanced the allegation that the patent in
suit does not claimthe Young's nodulus E in
conpression, but the so-called bul k nodulus K which is
associated with an isotropic conpression in three

di rensi ons. However, it has to be enphasised that the
two paraneters do not relate to the sane physica
effect and that in the present case dealing with
transm ssi on of one-di nensional |ateral conpressive
stress only nodulus E can play a role. Hence, the
confusion of two totally unrel ated paraneters
constitutes a fundanental m stake as can al so be seen
fromthe appellant’'s own docunents B and D, both
relating to Young's nodulus E in the same context.

The subject matter of the main request differs from
docunent C, which - as a result of the finding on
priority - has to be taken into account, by the
specification of a nmodulus range for the outer peelable
| ayer with the goal to increase the resistance of the
fibre against |lateral pressure. Docunent D ainms at the
sanme object and inparts a solution which is very
simlar to that clainmed (see Figure 6 of Din
conparison wwth Figure 2 and the Table of the patent in
suit). In accordance with the solution of D, a nodul us
of 50 kg/mt is provided for the outer coating, in fact
for any coating above the inner coating which directly
contacts the optical fibre. A skilled person would
therefore readily select such a nunerical value for the
nodul us of elasticity and thus arrive at the clai ned
subject matter w thout exercising inventive skill.
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Since the correct thickness of the outer coating
calculated fromthe di nensions given in docunment D is
only about 40 uym this thickness is of the sanme order
of magnitude as the thickness of the peel able |ayer
known from docunment C (less than 20 um.

The first auxiliary request offends agai nst
Article 123(2) EPC in that

- the two values given in the Table of the patent in
suit for the noduli of the first and second | ayer,
respectively, have been generalised in an
i nadm ssi bl e way, and

- the other paranmeter values listed in the Table, in
particul ar those for the respective |ayer
t hi cknesses (which the appell ant consi dered very
relevant in the prior art), have not been included
in the claim

The subject matter of the second auxiliary request is,

i ndeed, nore restricted, however, the upper limt of
300 kg/mt is an essential elenent of the patent in suit
and a limt of 100 kg/mt is nowhere disclosed in said
patent. Moreover, also with respect to this lower limt
docunent B would remain a previous first application so
that the first priority right clainmed would not be
valid and the above argunents concerning | ack of
inventive step of the main request still apply.

Reasons for the Decision

1

0239.D

Adm ssibility of appeal
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The appeal conplies with the provisions nmentioned in
Rul e 65 EPC and is therefore adm ssible.

Validity of the first priority right clained

The patent in suit clainms rights of priority on the
basi s of Japanese utility nodel applications

JP 86458/ 87 U (= docunent P1l) and JP 48541/88 U
(docunent P2) filed on 3 June 1987 and 11 April 1988,
respectively. Since docunment C also originating from

t he appell ant contains rel evant subject matter and was
publi shed on 6 April 1988, i.e. between the first and
second priority dates and before the filing date of the
patent in suit (1 June 1988), it depends on the
validity of the first priority right clainmed whether or
not this docunment has to be taken into account as prior
art pursuant to Article 54(2) EPC

In this context, the main issue - as agreed upon by
both parties - concerns the fact that in the patent in
suit the nodulus of elasticity of the peel able |ayer
does not exceed 300 kg/ mm* whereas in priority docunent
P1 such upper limt is not explicitly disclosed.

Rat her, docunent P1 explicitly refers to an upper limt
not exceedi ng 100 kg/ mMmt (see the English translation
P1*, the claim page 5, first paragraph; and page 11

| ast paragraph).

The question therefore arises whether or not there is
an inplicit disclosure in docunment Pl for said
nodi fi cation, whereby pursuant to Article 88(4) EPC the
priority docunment as a whole has to be considered.

The appel |l ant based his argunents in favour of such an
inplicit disclosure mainly on a skilled reader's
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understanding of Figures 2 and 4 of Pl1. It is true that
both Figures are consistent in that a nodul us above

5 kg/mt leads to a reduction of stress on the fibre
(see Figure 2 of P1*) and a correspondi ng reduction of

| oss increment for a fixed |load (see curves Il and IV
in Figure 4 of P1* as conpared to curves | and Il; see
al so the Table of P1* in this context). Furthernore, as
can be seen fromthe Figures, there appears to be a
general tendency of these effects beconm ng nore
pronounced with increasing nodul us val ues.

However, both Figures only show a very limted portion
of the nodulus range clained in P1 (up to slightly
above 10 kg/m?¥ in Figure 2 and up to 10.3 kg/m? in
Figure 4). Although a skilled person may possibly tend
to extrapol ate the Figures to higher nodul us val ues, he
will certainly not expect that such extrapol ati on may
be extended ad infinitum at |east fromthe standpoint
of fibre handling requiring a finite stiffness for the
tape (see e.g. page 380, paragraph 3.3 of docunment D in
this context). In other words, the Board holds the view
that the existence of an upper limt for the nodul us of
elasticity would be inplicit to a skilled person even
if such limt is not apparent fromFigures 2 and 4 of
P1.

The only value for such upper limt disclosed in Pl is
100 kg/ mt (see the passages of Pl1* cited above). Any
experinmental data or explanations for this particular
val ue are not given so that a skilled person is left in
the dark about its justification, in particular whether
it does rely on solid experinental evidence or only on
a best guess of the drafter of the priority application
as the appellant asserts. However, there are al so
neither explicit nor inplicit indications in Pl that
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the upper Iimt may be extended beyond sai d val ue of

100 kg/ mt and in particular up to 300 kg/Mm*. On the
contrary, docunent Pl explicitly sumarises the effect
of the limtation "at least 5 kg/ m? but not exceedi ng
100 kg/ mt" to consist in inproving the lateral pressure
resisting properties of the fibre tape, i.e. in solving
t he probl em posed (see P1*, page 11, |ast paragraph to
page 12, first paragraph). Hence, the teaching inparted
by P1 to a skilled person consists in confining hinself
to work within the nodul us range clainmed in P1.

The possibility of extending the upper Iimt to higher
val ues has only been verified on the basis of

addi tional experinments in the second priority docunent
P2 corresponding to the patent in suit (see Exanples VI
and VIl added to the Table and curves VI and VII added
to Figure 4). In consequence, even if a skilled person
wer e assunmed to consider going beyond the upper limt
of P1 on the basis of sonme vague expectations, he would
| ack the information that the clainmed invention works
up to the new upper limt of 300 kg/ Mm%, but not beyond
said new upper limt.

The Board therefore conmes to the conclusion that an
upper limt of 300 kg/ mt has not been inplicitly
disclosed in the first priority docunent. Rather, the
information that transm ssion |oss can al so be reduced
with noduli above 100 kg/ m? up to 300 kg/ mm¥ has been
added to the subject matter of Pl after the first
priority date. The fact that the appellant filed a
separate priority application for the extended nodul us
range may be seen to be in line with this finding.

In order to still justify the validity of the first
priority right clainmed, the appellant referred to
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decision T 73/88 "Snackfood/ Howard" whi ch under certain
ci rcunstances allows the addition of features absent
fromthe disclosure of the priority docunent and thus
is less stringent with respect to the requirenent of
Article 87(1) EPC, according to which the priority

ri ght depends on whether or not the European patent
application is "in respect of the sane invention" as
the previous priority application.

The Board notes in this context that the opinion

expressed in T 73/ 88 has not been shared by ot her
deci sions, but has eventually lead to the referral
G 1/98 still pending before the Enlarged Board of

Appeal .

However, even if the finding of T 73/88 (see in
particul ar the Headnote) taking the nost |iberal
position with respect to the requirenent of identity of
invention were adopted to the present case, then the
Board is convinced that this would not lead to a nore
favourabl e result for the appellant because the

nodi fication of the nodulus range disclosed in P1 is
related to the function and effect of the clained
invention in that this function and effect is now
achi eved over a broader range, i.e. in the sense of

T 73/ 88 the extension is related to the character and
nature of the invention. This is also clear fromthe
fact that the patent in suit does not define a nore
speci fic enbodi ment of a feature nore generally
disclosed in the priority docunent (which feature had
been nodified in T 73/88 for the mere purpose of
[imting the scope of protection), but to a nore
general enbodi ment of a feature nore specifically
disclosed in the priority docunent, i.e. the added
features clearly extends the scope of protection.

0239.D Y A
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Therefore, in the Board's view, even on the basis of

T 73/ 88 the requirenents of Articles 87(1), 88(3) and
88(4) EPC would not be net, and the opinion of the

Enl arged Board of Appeal in G 1/98 can accordingly not
have any rel evant bearing on the present case.

I n consequence, it nust be concluded that the
subject-matter of the patent in suit has been extended
beyond the content of the first priority docunent and
thus is not in respect of the sane invention.
Therefore, the first priority right is not valid and
docunent C bei ng published before the second priority
date has to be considered under Article 54(2) EPC

In view of this finding, the Board agrees with the
OQpposition Division that the respondent's further

obj ection raised against the validity of the first
priority claimand based on the assertion that previous
application Bis the first application for the same
subject matter, may be |left aside.

Mai n request

Novel ty

The novelty of the subject matter of the single claim
as granted has not been contested in the present
proceedi ngs, nor has the Board any doubts in this
respect .

| nventive step
There was agreenent anongst the parties with the view

of the Board that document C cones nearest to the
subject matter of the claimand already discloses a
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coated optical fibre tape according to the
pre-characterising portion of the claim(see in
particular colum 4, line 27 to colum 6, line 19 and
Figure 2 of docunent C plurality of optical fibres 10;
coating 20; conmon coating |ayer 30; peelable cured
coating | ayer 40).

The subject-matter of the claimdiffers fromthe
optical fibre tape known from docunent C by the
features of the characterising portion of the claim
i.e. in that the peelable cured coating | ayer has a
conpression nodul us of elasticity of at |least 5 kg/ m?
but not exceedi ng 300 kg/ m?, whereas said nodulus is
not specified in docunment C. The materials utilised for
the peelable layer in the prior art and in the patent
in suit are, however, simlar (in particular UV curable
silicone or fluorine resins, see colum 4, lines 42 to
50 of docunent C and page 3, lines 48 to 51 of the
patent in suit).

Apparently, the clainmed specification of the nodul us
range has the effect of achieving good |ateral pressure
resisting characteristics of the fibre tape, thereby
reduci ng transm ssion | oss of the fibre (see page 2,
lines 34 to 51 and Figures 2 and 4 of the patent in
suit).

The problem of |oss reduction is of basic nature in the
technical field concerned.

Since no information about the selection of specific
nodul us values is given in docunent C, a skilled person
woul d either have to nmake tests on his own or derive
such values fromthe existing prior art in order to put
the invention of docunent Cinto practice.
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An analysis of fibre stress caused by l|lateral pressure
with the aimof designing an optical fibre tape having
i nproved | ateral pressure resistance and, thus, reduced
| oss is known from docunent D also originating fromthe
appel lant (see D, the Abstract). The fibre tape
investigated in D consists of several dual coated
fibres in a common tape coating. The coating materials
for fibres and tape are silicone resin, nylon and W
curable resins (see D, page 379, paragraph 1). The
outer coating of the dual coated fibres is, however,

not described to be peel abl e.

According to this analysis, which is based on the
finite elenent nethod, the fibre stress begins to
decrease with increasing the Young's nodul us of the
outer coating beyond 1.0 kg/mt (see D, Figure 6 and
page 380, paragraph 3.3). As can be seen fromFigure 6
of D, said effect exists at |east up to a nodul us of
nore than 100 kg/ mm?. Al though no upper limt is
apparent fromthe Figure, taking account of the
increase in mcrobending loss at | ow tenperature due to
thermal contraction, docunment D suggests a nodul us of
50 kg/mt as a practically large value for the Young's
nodul us of the outer coating, this value falling within
the range clainmed in the patent in suit.

Therefore, on a prima facie basis, a skilled person
starting froman optical fibre tape including an outer
peel abl e | ayer as suggested in docunment C and ai m ng at
a reduction of fibre stress caused by |ateral pressure
nmust be assunmed to readily try a nodul us val ue of

50 kg/mt as a first approxinmation for the elasticity of
said layer and thus work within the nodul us range set
out in the claimas granted.
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The fact that the outer coating of Dis not disclosed
to be peelable should, in the Board' s view, not

di ssuade a skilled person from such an approach since
the materials provided in docunents C and D for said

| ayer are simlar, and peelability on one hand and the
anount of elasticity desirable for stress reduction on
t he ot her hand seemto be independent properties of a
fibre coating: in any case, for reduction of fibre
stress a peel able | ayer would al so have to neet the
requi renents established by docunent D.

3.2.3 The appellant based his counterargunent mainly on two
aspects, i.e.

- t he neaning of the term "conpression nodul us of
el asticity" enployed both in the transl ated
priority docunments P1* and P2* and in the patent
in suit, and

- t he thicknesses of the outer coatings provided in
docunents C and D

3.2.4 Having regard to the first argunent, in the Board's
view, the term "conpression nodulus of elasticity"
enpl oyed t hroughout the patent in suit could
theoretically be considered to nean

(i) the longitudinal nodulus of elasticity or Young's
nodul us E existing for uniaxial conpressive (or
tensile) stress (see docunent D3) or

(i1i) - as alleged by the appellant - the "conpression
nmodul us" K existing for volunme deformations by
i sotropic conpression and being related to the
Young's nodulus E by the equation

0239.D Y A
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K= FE(3(1-2y),

M being the so-called Poisson's ratio (see
docunent D1).

The Board, however, has no doubts that in the present
context a skilled reader woul d unanbi guously understand
the termto have the nmeaning (i) for the follow ng
reasons:

Firstly, in the Anglo-Saxon literature, the term
"conpression nodulus” is normally not used for

descri bing the nodulus K for isotropic conpression, the
usual term being "bul k nodul us" (see e.g. the excerpts
D2 (though undated) and D4, p.32 fromtextbooks in the
Engl i sh | anguage) .

Secondly, in the available prior art relating to the
technical field concerned, only the Young's nodulus E
is considered. This is particularly true for the

appel lant's own previous application B which is closely
related to the patent in suit (see B*, clains 1 and 2)
and for docunent D, the stress cal cul ati ons of which
are al so based on a finite element nmethod as is the
case for the patent in suit (see D, page 379,

paragraph 2 and page 3, lines 15 to 23 of the patent in
suit). As can be seen fromFigures 6 of D and 2 of the
contested patent, in substance identical results are
achieved with both nmethods, whereby Figure 6 of D
refers to Young's nodulus and Figure 2 of the patent
refers to the "conpression nodulus". Hence, it should
be assuned that in both cases the sane paraneter is
referred to.

Thirdly, the very nature of the physical problem would
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| ead a skilled person to the conclusion that the
nodul us to be considered is the |ongitudinal nodul us of
el asticity. This is due to the fact that the influence
of lateral pressure on the optical fibres is to be
investigated, i.e. the influence of uniaxial stress, as
is also apparent fromthe experinental setup used in

t he contested patent for establishing the |ateral
pressure characteristics of the fabricated fibre tapes
(see Figures 3a and 3b): the fibres are conpressed

bet ween netal plates so that |ateral pressure |eading
to longitudinal deformation is exerted, and no

i sotropic conpression |eading to volunme deformation
occurs.

Hence, the Board agrees with the respondent that an
identification of the term "conpression nodulus” wth
the term "bul k nodul us K' woul d be a manifest
msinterpretation in the eyes of a skilled reader.
Therefore, the paraneter called "conpressi on nodul us”
in the disputed patent nust be considered to directly
correspond to the paraneter E determ ned in docunent D.

The second argunent is based on a feature, i.e. the

t hi ckness of the peelable |ayer or outer coating, which
is not included in the claimso that it would be
assunmed by a skilled reader either to be not essenti al
or to fall wthin the conpetence of an average
practitioner.

Moreover, fromFigure 4 of D, it can be seen that with
a fixed outer coating dianeter of 300 um there is a
broad m ni mum of the cal cul ated stress dependence on
the diameter of the inner coating centred at about 220
pm (a simlar diameter of the inner coating is provided
in docunent C, see colum 5, lines 43 to 47), which



0239.D

- 24 - T 0903/ 97

| eads to a thickness of the outer coating of about 40
pmin this case ((300 um- 220 um/2; see docunent D,
paragraph 3.1). This value is of the sanme order of
magni t ude as the val ue provided for the peelable |ayer
in docunent C ("generally less than 20 uni'; see

colum 4, line 51 to colum 5, line 5) and woul d be
reduced by a skilled person foll ow ng the advice given
in docunent C without comng into conflict with the

t eachi ng of docunment D which does not attribute any

i mportance to the thickness of the outer coating.

The Board, therefore, cones to the conclusion that the
subject matter of the claimaccording to the main
request |acks the inventive step required by Article 56
EPC, and that said claimis accordingly not allowable.

First auxiliary request

Adm ssibility of amendnents

In the first auxiliary request, the coating of each
optical fibre has been specified to include an inner
first layer and a second outer |ayer, the second outer

| ayer having a substantially higher conpression nodul us
of elasticity than the first inner |ayer.

This feature is nowhere explicitly disclosed in the
patent in suit, but has been considered by the

appel lant (and the Opposition Division in its inpugned
decision) to be an adm ssible generalisation inplicit
fromthe Table in the contested patent.

However, although there are seven exanples listed in
the Table, only one nunerical value is disclosed for
each coating, i.e. 0.14 kg/ mt for the nodulus of the
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first inner layer and 55 kg/ mt for the second outer

| ayer. Moreover, these | ayers have specific thicknesses
which - at least in accord with the appellant's
argunentation concerning the main request - would al so
have to be taken into account.

In any case, even if the Board coul d accept the
relative definition ("substantially higher") of the
nmoduli of the different |ayers as adm ssible on the
basis of the original disclosure, the generalised
version of the claimdoes not include any fixed point
of reference for this relationship so that -
irrespective of the nodul us value of the inner |ayer -
any two | ayers are covered by the claim provided that
t he nmodul us of the outer layer is "substantially

hi gher” than that of the inner layer. In the Board's
view, this general teaching is not inparted by the
rather limted disclosure of the patent in suit.

I n consequence, the claimof the first auxiliary
request is not adm ssible (Article 123(2) EPC)

Second auxiliary request

Adm ssibility of amendnents

In the claimof the second auxiliary request, the upper
[imt 300 kg/ Mt of the npdul us range set out in the

cl ai mof the main request has been replaced by

100 kg/ mt.

As admitted by the appellant, the new value can neither
be derived fromthe patent in suit, nor fromthe
correspondi ng European application docunents. It only
appears in the first priority docunent Pl which
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however, cannot be taken into account as a source of

di scl osure without infringing Article 123(2) EPC
according to the jurisprudence of the Enlarged Board of
Appeal (see in particular decision G 2/95, Q EPO 1996
555; point 2 of the reasons). Docunents other than the
description, clainms and drawi ngs of a European patent
application, as e.g. priority docunents, may only be
used as evidence for the common general know edge on
the date of filing, i.e. for interpreting the contents
of said application which is not the case in the
present context.

The appel | ant advanced the argunent that the limtation
shoul d be considered as sone kind of disclaimer with
respect to the priority docunent Pl so as to establish
the validity of the first priority right clained in
analogy to a limtation with respect to an item of
prior art for establishing novelty.
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However, apart fromthe fact that the reduced nodul us
range of the second auxiliary request is not worded in
the formof a disclainmer, in accordance with

est abl i shed case | aw of the boards of appeal (see e.g.
decision T 596/96, not published in QJ; points 2.1 and
2.2 of the reasons) such disclainers are not adm ssible
pursuant to Article 123(2) EPC if they are neither
supported by the application docunents as filed nor
justified by an accidental anticipation in the prior
art. Finally, if the specific formof disclainmer were
allowed in the present case, this wiuld |ead to an
anmendnent of the patent in suit, the disclosure of
which is solely based on the first priority docunment Pl
and thus does not conply with the above-nenti oned

findi ngs of the Enl arged Board.

5.1.4 Therefore, the claimof the second auxiliary request
al so of fends against Article 123(2) EPC.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

P. Martorana E. Turrini
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