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Summary of Facts and Subm ssi ons

The appellant (= proprietor of the patent) | odged an
appeal against the decision of the Qpposition Division
revoki ng European patent No. 0 404 111

. An opposition against the patent as a whol e had been
filed by the respondent (= opponent) and based on the
grounds of lack of novelty and/or inventive step
(Article 100(a) EPC).

The opposition inter alia referred to the foll ow ng
docunents (using the nunbering of the opposition
pr oceedi ngs):

El: JP-A-61-114203 (and English transl ation thereof
furni shed by the opponent)

E2: Patent Abstracts of Japan, vol. 13, No. 146
(P-854), 11 April 1989 (and English translation of
correspondi ng JP-A-63-309901 furnished by the
opponent)

E4: G Chanpetier et al.: "Introduction a la Chinie
Macronol écul aire", Masson et C¢ Paris 1969,
pages 545 to 547, and

E9: J. Brinker et al.:"Sol-gel Science: The Physics
and Chem stry of Sol-Gel Processing”, Academ c
Press 1990, chapter "1.1. D p Coating".

| n addi ti on, docunent

E8: US-A-4 794 154

2563.D Y A



2563.D

- 2 - T 0863/ 97

already cited before the first instance was referred to
by the Board in the present appeal proceedings.

In its revocation of the patent in suit, the Qpposition
Division held that the subject matter of claim1l1 in
accordance with the main request was obvious froma
conbi nati on of docunents E1 or E2 with docunent E4.
Claim1l of the auxiliary request was found to | ack
clarity and, if interpreted as proposed by the patent
proprietor, not to be adm ssible under Article 123(2)
EPC.

In a comuni cation pursuant to Article 11(2) of the
Rul es of Procedure of the Boards of Appeal, the Board
on a provisional basis pointed out that claim1l

of fended against Article 123(2) EPC in that a sol vent
had not been originally disclosed to be an optional
conponent of the priner coating conposition.

Furthernore, the Board held the view that the
"Application Exanple" described in docunent E2 cane

cl osest to the subject matter of an admi ssible claiml
whi ch appeared to differ fromthis closest prior art

mai nly by the prinmer |ayer thickness, the priner
coating conposition, the provision of a curing

catal yst, the specification of the proportion of the
pol yester polyol and the bl ocked polyi socyanate and the
specification of the ambunt of curing catalyst.

At the schedul ed oral proceedings, it should therefore
be di scussed which technical effects were obtained by

t he above differences, i.e. which technical problemwas
solved by the patent in suit with respect to the

cl osest prior art, and whether or not the clained

sol ution would be obvious fromthe remaining prior art.
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In this context, the Board drew the parties' attention
to specific passages of docunents E1, E2, E4 and E8
whi ch seened to be particularly relevant for the
assessnent of inventive step.

Finally, the parties were rem nded of the principle of
free eval uation of evidence governing the proceedi ngs
before the boards of appeal. The facts on which a

deci sion was to be based nust have been established to
t he satisfaction of the deciding body. This principle
al so applied to the conprehensiveness of test reports
submtted by the parties. Wth regard to opposition
proceedi ngs, the opponent normally bore the burden of
proof for its objections.

As a reaction to the Board's conmuni cation, the
appellant filed an anmended set of clains with letter
dated 9 June 2000.

Oral proceedi ngs requested by the appellant on a
subsidiary basis took place on 12 July 2000. At the end
of the oral proceedings, the Board' s decision was

gi ven.

The appel | ant requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of clainms 1 to 4 filed with the letter of 9 June
2000.

The respondent requested that the appeal be dism ssed.
The wordi ng of amended claim 1l according to the

appellant's request on file at the tinme of the present
deci sion reads as foll ows:
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"1l. A process for producing a plastic |ens which
conprises the steps of:

providing a prinmer |ayer conprising a
t her nosetti ng pol yurethane on the surface of a plastic
| ens substrate;

subsequently providing a hard coat |ayer
conprising a silicone resin on the surface of said
primer |ayer; and

then providing a single-layer or nmulti-|layer anti-
reflection coating on the surface of said hard coat
| ayer by depositing an inorganic material,

wherein said prinmer |layer has a thickness of from
0.1 to 2 umand is provided by the steps of coating
said plastic |l ens substrate with a prinmer coating
conposition consisting of a polyester polyol, a bl ocked
pol yi socyanate, a curing catalyst, a solvent and, if
desired, a levelling agent, the proportion of the
pol yester polyol and the bl ocked pol yi socyanate bei ng
such that the nolar ratio of the isocyanate groups to
hydroxyl groups is from0.8 to 1.25 and the anmount of
the curing catalyst being from0.1 to 5 W % based on
the total amount of the pol yester polyol and the
bl ocked pol yi socyanate, and then curing the sane by
heating."

Clains 2 to 4 are dependent on claim 1.

The appel lant's argunents in support of its request may
be summari sed as foll ows:

Amended claim 1, which should be adm ssible in view of
page 4, second paragraph of the A-publication, excludes
any further conponents of the prinmer coating
conposition, in particular the presence of pronoters.
The restriction to polyester polyols has been clearly
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di scl osed as advantageous in the patent in suit, and
the further limtation "consisting of" can be derived
fromthe original disclosure in a straightforward way.

The appell ant shares the view that the "Application
Exanpl e" of docunment E2 cones closest to the clained
subject matter. Although it is accepted that "Rethan
curing agent"” is in essence a pol yester polyol, the
known curing mxture is particular in that it includes
a pronoter, i.e. a trinmethoxy silane hydrolysate, which
nmust be assumed to participate in the polynerisation
process, thereby formng a highly involved cross-1|inked
structure. The silane hydrol ysate thus has an inportant
function in this systemw th respect to control of
primer |ayer hardness due to an additional cross-

i nking mechanismvia OSi bridges and with respect to
t he adhesi on of the abrasion-resistant |ayer, the
|atter consisting of the very same conpound as the
pronoter so that siloxane |inkages should form between
both coatings, i.e. the adhesion is pronoted by

chem cal bonds.

Hence, in addition to the differences nentioned in the
sumons to oral proceedi ngs, the absence of any
pronoter in the clainmed conposition, which is clear
fromthe clai mlanguage, nmeans a further inportant
difference in terms of chemstry. Furthernore, it is
hi ghly probable that the nolar ratio of isocyanate
groups to hydroxyl groups (NCO OH ratio) nust be
different in E2 because of the high amunt of OCH
groups.

Therefore, the objective problemto be sol ved may be
seen in a sinplification of the known process w thout
any deterioration of |lens properties with respect to
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i npact resistance and | ayer adhesion. In particular,
the clained process is nore econom cal since neither
pronoters nor surfactants are needed.

FromE2, it is not obvious that the clained system
woul d performas well as the known one. Since the OH
groups of the pronoter take part in the polynerisation
process and contribute to coating hardness and
adherence in a chemcally understandable way, it is
evident to a skilled person that the pronoter cannot be
easily omtted fromthe "Application Exanple" of E2. If
this were neverthel ess attenpted, then w thout pronoter
poor adhesion woul d be observed as can be seen fromthe
appel l ant's Experinmental Report |, Table B. Although
not fully identical, these tests sinmulate the
conposition of E2 as closely as possible. The
respondent’'s experinmental results in this respect are
irrel evant because they do not start from E2, but use
different systens. Furthernore, no experinental details
and data are given so that the conclusions drawn by the
respondent nust be considered to be unsubstanti ated

al | egati ons.

Even if docunment E2 were not limted to the use of
pronoters in view of its general disclosure, the
"Application Exanple” is the only really working
exanpl e described in E2 and there is no other

di sclosure with respect to control of adhesion
properties. Therefore, in accordance with E2 the

provi sion of a pronoter would be regarded by a skilled
person as inperative for achieving satisfactory

adhesi on.

Moreover, the use of a bl ocked pol yi socyanate (= PIC)
with defined NCOOH ratio and of a curing catalyst is
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not considered in any document for |ens applications.
In particular, it has never been shown before that

bl ocked PI C achieves simlar results w thout pronoter.
Since the bl ocking agent is not very volatile, it
remains in the curing systemand has an i npact on the
adhesi on properties. Unblocked PCl can only react with
polyol or - on a free surface - with HO However, the
surface state of the prinmer layer is a critical
paranmeter with respect to adhesion properties. The
surface state will be different for blocked PCl due to
t he bl ocki ng agent which prevents hydrolysis with
water. A plausible explanation for the better adhesion
performance of bl ocked PCl could be seen in the fact
that bl ocked PCI may only react partly with polyol so
that chem cal |inkages with OH groups of the hard coat
| ayer could be fornmed by an unreacted, still bl ocked
PI C proportion. In any case, such an effect would not
have been predictable fromthe prior art so that a
skilled person neither had a reason for nodifying the
prior art conposition, nor a reasonabl e expectation of
success when doi ng so.

Although it is admtted that a major difference between
bl ocked and unbl ocked PCls concerns pot |ife, there are
further properties of those compounds relevant in the
present context, in particular high curing tenperatures
whi ch coul d destroy the plastic |l ens (see e.g. docunent
E4). Therefore, even if the use of blocked PCls canme to
the m nd of an average practitioner for sonme other
reason, the idea would be inmediately discarded for

pl astic | ens applications.

Docunent E8 is not concerned with |l ens requirenents and
relates to a two container systemnot used in the
contested patent. It does not inpart any teaching with
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respect to the adhesion of a hard coat |ayer, but

rat her focuses on better handling properties of the
curing conposition. Therefore this docunent can only be
taken into account on the basis of ex post facto

consi derati ons.

The respondent advanced the foll ow ng counterargunents:

Amended claim 1 offends against Article 123(2) EPC
since by the use of "consisting of" it relates to an
arbitrary selection of a subgroup of chem cal conpounds
whi ch has not been described to be preferred in the
original application docunents and the particul ar
effects of which have not been discl osed.

Havi ng regard to inventive step, the conbination of
clainmed features is well known to a skilled person as
is the adhesion effect which nust be considered to
correspond to the normal function of a primer. Docunent
E2 being the nost relevant prior art generally
underlines the inportance of adhesion of the hard coat
| ayer to the priner layer and of the shock resistance
of the latter. Al though polyurethanes are referred to
at page 4 of the English translation of this docunent,
pronoters are not nentioned in this context so that a
pronoter woul d not be considered by a skilled person to
be an essential elenent.

The use of blocked PCl only involves the blocking of a
chem cal reaction at roomtenperature in an entirely

cl assical way as can be seen fromtextbook E4. This
does, however, not affect the functions of the PCl

whi ch after having again been rendered reactive behaves
I i ke unbl ocked PCl. Since blocked PCls are commercially
avai |l abl e, the unbl ocking tenperature is indicated by
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the supplier and nmay be selected in accordance with
general tenperature requirenents as can be seen from
docunent ES8.

Taki ng account of the fact that various conpounds may
be used as bl ocking agents, their alleged influence on
t he adherence properties is nere specul ati on and has
not been proven at all. As has been denonstrated by the
respondent’'s test results, under identical conditions
no difference exists between |ayers obtained from

bl ocked or unbl ocked PCls. Mreover, the use of bl ocked
PCls for prinmers has al ready been proposed in docunent
E8, which use necessarily inplies that further |ayers
are to be added. Therefore, blocked PCls were at an
expert's disposal w thout the exercise of inventive
skill.

The remaining differences are trivial and/or described
in the prior art identified. The clained range of the
NCOOH ratio is sinply |located around the stoichionetry
of the reaction and known from docunments E1 or E8. In
this prior art, a simlar amount of curing catalyst is
al ready provided as well. Said selections would

t herefore be obvious to an average practitioner. The
appel lant's experinents with respect to docunent E2 are
not persuasive since the hard coat |ayer is not
identical and may well influence the adherence
properties. Mreover, the conditions of the patent in
suit have not been reproduced in the appellant's
Experinmental Report Il since the primer conposition did
not contain a curing catal yst.

Reasons for the Deci sion

2563.D



- 10 - T 0863/ 97

1. Adm ssibility of appeal

The appeal conplies with the provisions nmentioned in
Rul e 65 EPC and is therefore adm ssible.

2. Adm ssibility of amendnents

2.1 In the Board's view, the subject matter of claiml is
based on original clains 1, 2, 4, 5 and 7; page 3,
lines 41 to 44 and page 4, lines 2 to 7 of the
A-publication (corresponding to clains 1, 2, 4, 5 and 7
as granted and page 3, lines 29 to 32 and lines 47 to
52 of the patent in suit), and thus adm ssible.

2.2 This finding does not conply with the respondent’'s
opi nion who considered claim1 to be based on an
i nadm ssi bl e selection, in substance due to the fact
that the prinmer conposition has been exhaustively
restricted ("consisting of") to the constituents set
out in the claim and that the polyol has been
specified to be a polyester polyol.

2.3 The Board, however, does not consider the respondent's
obj ection under Article 123(2) EPC to be justified for
the follow ng reasons:

Al t hough pol yacryl ate polyols are said to be
"particularly preferred” in the original application
docunents, "preferred" exanples of the polyols also

i ncl ude pol yester polyols (see page 3, lines 41 to 44
of the A-publication corresponding to page 3, lines 29
to 32 of the patent in suit). Therefore, the use of

pol yester polyols can be directly and unambi guously
derived fromthe original application docunents.

2563.D Y A
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Furthernore, in accordance with the original

di scl osure, the prinmer coating conposition consists of
a bl ocked PCI, a polyol, a curing catalyst, a solvent
and - optionally - a levelling agent, an ultraviol et

i ght absorber and an antioxidant (see page 3, line 22
to page 4, line 7 of the A-publication corresponding to
page 3, lines 12 to 52 of the patent in suit). The
presence of a pronoter is not nentioned in the
application as filed. Caim1 has been restricted to
only include the four inperative constituents (wth the
addi tional specification of the polyol being a

pol yester polyol) and, if desired, one of the optional
constituents, i.e. said levelling agent. Therefore,
said restriction is also clearly derivable fromthe
original disclosure.

Moreover, a primer coating conposition of the type
clainmed has been utilised in all of the 28 exanpl es of
the A-publication (and the patent in suit) apart from
Exanpl e 6 maki ng use of a pol yacryl ate polyol.

3. Patentability

3.1 Novel ty
The Board is convinced that the prior art identified
does not anticipate the clainmed subject nmatter as can
al so be seen fromthe assessnment of inventive step
below. In fact, novelty has not been at issue in the
present appeal proceedings.

3.2 | nventive step

3.2.1 There has been consent anong the parties that the
"Application Exanple" described in docunent E2 (see

2563.D Y A
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pages 7 to 9 of the English translation) conmes cl osest
to the subject matter of claim1, and the Board has no
reason to question this view

According to said "Application Exanple", the process
for producing a plastic | ens conprises the steps of

- providing a prinmer |ayer ("Shock-absorbing |ayer")
conprising a thernosetting pol yurethane ("Rethan
Cl ear no. 2026" + "Rethan curing agent”) on the
surface of a plastic |ens substrate;

- subsequently providing a hard coat |ayer
(" Abrasion-resi stant coating”) conprising a
silicone resin ("Silane hydrol ysate" + "Methanol -
Silicasol"; see also page 4, penultimte paragraph
of the English translation of E2) on the surface
of said prinmer |ayer; and

- then providing a single-layer or nmulti-layer anti-
reflection coating ("Anti-reflection |ayers") on
the surface of said hard coat |ayer by depositing
an inorganic material.

As the known prinmer coating conposition also consists
of a polyester polyol ("Rethan curing agent”; as
admtted by both parties), a PCl ("Rethan O ear

no. 2026") and a solvent, the subject matter of claim1l
differs fromthe closest prior art in that

(1) the prinmer layer thickness is 0.1 to 2 upm whereas
t he shock-absorbing | ayer of the "Application
Exanpl e" has a thickness of 2.7 pm
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(iit) the prinmer coating conposition contains a bl ocked
PClI which is of unblocked type in E2 ("Rethan
Clear no. 2026"; as admtted by both parties);

(iii) a curing catalyst is provided whereas such
catalyst is not nentioned in E2 which on the
ot her hand nmakes use of a pronpter and a
surfactant not included in the conposition of
claim1;

(iv) the proportion of the polyester polyol and the
bl ocked PCl is specified whereas such proportion
is not explicitly disclosed in E2; and

(v) t he amount of curing catalyst is specified
whereas E2 is silent in this respect.

The Board al so shares the parties' view that
differences (ii) and (iii) relating to the constituents
of the prinmer coating conposition are of primary

i nportance whereas the remaining differences (i), (iv)
and (v) basically relate to workshop specifications
once the conposition has been defi ned.

Whet her the resulting process is sinpler or nore
econom cal than the known one, as the appell ant
bel i eves, seens to be debatable in the Board' s opinion.
Hence, the problem solved nmay in substance be seen in
providing an alternative process for producing a

pl astic | ens having inpact resistance and adhesion
properties simlar to those of the closest prior art.

Docunment E8 in general terns relates to a two-conmponent
ur et hane coating including blocked PCI and to a net hod
of applying the two-conponent urethane coating onto a
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substrate and articles coated with said coating (see
colum 1, lines 6 to 10).

The coating conpositions may be used as coating agents
for prinmer, internediate or surface coatings for a
variety of different substrates (see E8, columm 7,
lines 65 to 67). They preferably contain pol yester

pol yols (see E8, colum 4, lines 5 to 8) and solvents
(see E8, colum 7, lines 25 to 35). Furthernore,
additives, such as catalysts and levelling aids may be
i ncluded (see E8, colum 7, lines 52 to 54).

Advant ages over unbl ocked PCls are seen in | onger pot
life, insensitivity to noisture, reduced toxicity and
higher flexibility (see E8, colum 2, lines 27 to 56).
It is reported that the resulting coatings in
particul ar possess excell ent adhesion to substrates,
are uni form and exhi bit excellent nechanical and

chem cal properties and water and sol vent resistance,
especi al |y hardness, inpact resistance and elasticity
(see E8, colum 7, line 67 to colum 8, line 3).

In the Board's opinion, there would thus be a strong
incentive for a skilled person wishing to circument

t he process known fromE2 to at least try a priner
coating conposition of the type proposed in E8 in view
of its reported properties having regard to adhesi on,

i npact resistance and elasticity, which are the key
properties ainmed at by the solution clained in the
contested patent as has been pointed out above (see
point 3.2.2).

Hence the use of a priner coating conposition
consi sting of a polyester polyol, a blocked PCl, a
curing catalyst, a solvent and optionally a levelling
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agent as an alternative to the curing systemof E2 is
obvi ous from docunent ES8.

The remai ni ng wor kshop specifications (i), (iv) and (v)
woul d normal |y be considered to fall within the
conpetence of a skilled person if not particul ar

ci rcunst ances give cause for doubts in this respect
which is not the case here.

Mor eover, these features can al so be straightforwardly
derived fromthe available prior art.

Al though in the "Application Exanple" of E2 a priner

| ayer thickness of 2.7 um has been chosen, said
docunent discloses a preferred range of 0.1 to 3 pum
whi ch covers the range of feature (i) (see page 4, 5th
par agraph of the English translation of docunent E2).

An NCO OH ratio of preferably 0.8 to 1.6 and nost
preferably of about 0.9 to 1.1 is used in docunent E8
(see colum 6, lines 34 to 44), the known ratio thus in
substance corresponding to that clained in

feature (iv).

Finally, the amount of curing catalyst ("dibutyltin
dilaurate”; see also page 6, lines 10 and 11 of the
contested patent in this context) used in Exanple | of
E8 (see colum 8, Table 2) appears to be about 0.23 w %
(0.30 g dibutyltin dilaurate as conpared to 127.6 g
polyol + PCl) which falls within the clainmed range of
0.1 to 5 w% (feature (v)).

These specifications therefore do not involve an
i nventive step either.
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The appellant's counterargunents mainly focus on the
presence of a pronoter in the coating conposition of
E2, which pronoter should play a reactive role in the
pol yneri sation process and should contribute to the
adhesi on properties of the prinmer |ayer. However, the
point at issue in the present context does not relate
to the question of whether or not the pronoter may be
omtted fromthe conposition of E2 in an obvi ous way
but rather to the question of whether or not it would
be obvious to replace the conmposition known from E2 by
the alternative curing system of docunent E8 which does
not contain any pronoter. The latter question nust be
answered in the affirmati ve as has been shown above
(see point 3.2.3).

A skilled person would al so not be barred from

consi dering bl ocked PCls by the fact that high de-

bl ocki ng tenperatures were required, thus leading to
the risk of | ens danage as the appellant asserts.
Docunent E8 points out that |ow curing tenperatures are
both desirable and avail able (see colum 2, lines 11 to
17 and 52 to 56, and clainms 6 and 7), which
tenperatures are clearly conpatible with plastic |ens
requi renents (see page 3, line 56 to page 4, line 2 of
the contested patent in this context).

Al though it is correct that docunent E8 does not
specifically relate to |l ens applications, the Board is
convinced that it would neverthel ess be taken into
account by a skilled person who necessarily woul d have
to consider the nore general field of priner coating
conpositions in view of the probl em posed. Such
conpositions having inter alia very good inpact

resi stance and adhesion properties are explicitly

di scl osed in docunment E8 (see in particular colum 7,



- 17 - T 0863/ 97

line 65 to colum 8, line 3). Mreover, the curing
system of E8, albeit different, is closely related to
the system of E2 having regard to the cl asses of

chem cal compounds enpl oyed so that also fromthis
poi nt of view a skilled person would have a reasonabl e
expectation of success when applying the system of ES.
Therefore, the objection of ex post facto

consi derations cannot be accept ed.

Finally, claim1l does not exclude the use of a two
contai ner curing systemso that the subject matter of
the patent in suit is not distinguished fromthe prior
art according to docunment E8 in this respect.

3.2.6 In consequence, the clained process cannot be
considered to involve the inventive step required by

Article 56 EPC, and claim1 is not allowable for this
reason.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

P. Muartorana E. Turrini
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