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Summary of Facts and Subm ssi ons
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This appeal is fromthe Opposition Division's
interl ocutory decision maintaining in anmended form
Eur opean patent 0 397 696 relating to a ballistic-
resi stant conposite article.

Appel lant | (Opponent) filed a Notice of Opposition
requesting revocation of the patent for |ack of novelty
in view of the two docunents D1 and D2.

In the course of the opposition proceedings,

- the issue of inventive step was raised by the
Qpposi tion Division, and

- five additional docunents D2 to D7 were cited by
Appel lant 1, and

- a further docunent D8 was submtted by the Patent
Proprietor. (Wereas the Patent Proprietor is also
an Appellant (see No. IV, below), it is Respondent
to the Qpponent's appeal and is therefore referred
to here as "Respondent 1" for convenience.) D8 was
hel d i nadm ssi ble by the Opposition Division.

In the oral proceedings before the Opposition Division
Respondent | submitted new requests, inter alia a new
first auxiliary request, Caim1l of which was directed
to an

"inmpact resistant conposite conprised of one or nore
| ayers; at |east one of said |layers conprising a
network of filaments ... and the filanments are

pol yet hyl ene or pol ypropyl ene fil anents"”
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In its decision, the Opposition Division found that the
claims of this first auxiliary request conplied with
the requirements of Articles 84, 123(2) and (3) EPC
and, further, that the subject-matter clainmed therein
was both novel and inventive, in particular that the
use of high nol ecul ar wei ght pol yet hyl ene or -propyl ene
fibres (instead of KEVLAR® as disclosed in D6) in
conposites for ballistic resistant articles was not

obvi ous.

Appeal s were filed against this decision by both

Appel lant | and by Respondent |, the latter requesting
the allowance of its main request before the Opposition
Di vi si on.

Wth its Statenment of G ounds of Appeal, dated
12 August 1997, Appellant | filed two additional
citations, i.e.

D9: US- A-4 403 012 and
D10: US-A-4 623 574

which it said both rendered obvious - contrary to the
Qpposition Division's view - the use of high nol ecul ar
wei ght pol yethyl ene or -propylene fibres instead of
KEVLAR® and al so anticipated the subject-matter of the
clainms as allowed by the Opposition Division.

On 18 May 2000 oral proceedi ngs were appointed by the
Board for 20 Septenber 2000.

By its letter dated 16 August 2000 Respondent | waived
its fornmer request (see No. |V, above) and submtted a
new mai n request and six new auxiliary requests.
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Claim1 of the main request reads:

"1. Use for ballistic protection of an inpact resistant
conposite conprised of one or nore |layers; at |east one
of said layers conprising a network of filanents having
a tensile nodulus of at |east 1350 g/tex

(150 g/ denier), an energy-to-break of at |least 8 J/g,
and a tenacity equal to or greater than 63 g/tex

(7 g/denier) in a matrix, characterized in that the
ratio of the thickness of said |ayer to the equival ent
di aneter of said filanents is equal to or less than
12.8 and wherein said network of filaments conprises a
sheet-like filament array in which said filanents are
al i gned substantially parallel to one another along a
common filament direction.”

For the purpose of this decision it is not necessary to
give full details of the auxiliary requests. It is
sufficient to indicate that auxiliary requests 1, 3,
and 4 conprise only use clainms while auxiliary

requests 5 and 6 conprise only process clainms and that
auxiliary request 2 sought remttal of the case to the
first instance for further prosecution.

Appel lant | argued in essence that a conposite to be
used according to the above quoted Claim1l was the
necessary result of exanples of docunment D9 or D10
where, apart fromthe

"ratio of the thickness of said |layer to the equival ent
di aneter of said filanents”

(hereinafter referred to as "Ratio"), all features of
that conposite were already disclosed as was its use
for ballistic protection. The only issue was whet her or
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not the conposites of Exanples 12 to 14 of docunent D9
and of Exanples 1 and 6 of docunent D10 woul d
inevitably exhibit a Ratio of 12.8 or |ess. Appellant |
mai nt ai ned that the cal culations submtted by it
denonstrated this to be the case. It concluded that,
consequently, Claim1l of the main request was

antici pated by both docunents D9 and D10 si nce
Respondent | had conceded that the use of the
conposites concerned for ballistic protection was

di scl osed in these citations.

As to each of the first, third and fourth auxiliary
requests the sanme argunents were raised by Appellant |
nmutati s nutandis.

As to the fifth and the sixth auxiliary requests,

Appel lant | argued that all the process steps were
either explicitly disclosed in exanples of docunent D10
or would be automatically obtained by enpl oying the

met hod of Exanple 1 thereof.

Appel l ant | concluded that, for these reasons, the
subject-matter of the clains of all requests of
Respondent | was anticipated by citations D9 and D10.

Respondent | contested the argunents of Appellant | and
submtted in essence that Appellant's | concl usions
resulted from cal cul ati ons based on incorrect
assunptions and in particular not taking into account
crossover of fibres and the void space in the
conposites obtained according to the citations D9 and
D10. It maintained that Appellant | had not proved
beyond reasonabl e doubt that the various conposites,
used or manufactured according to the clains of the
requests on file, were the inevitable result of
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exanpl es of D9 or D10. Respondent | also submitted that
D9 and D10 were late filed and i nadm ssi bl e. However,
if the Board were to admt these citations, then the
case should be remtted to the first instance for
further prosecution.

Appel lant | requested that the decision under appeal be
set aside and the patent be revoked.

Respondent | requested that the decision under appeal
be set aside and that the patent be maintained in
accordance with the main request, or with the first, or
the third to sixth auxiliary requests, or that the case
be remtted to the Opposition Division for further
prosecution in accordance with its second auxiliary
request .

Both parties also made auxiliary requests for oral
pr oceedi ngs.

Oral proceedings were held on 20 Septenber 2000 at the
end of which the chairman announced the Board's
decision to remt the case to the first instance for
further prosecution.

Reasons for the Deci sion
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Appel lant | cited the two docunents D9 and D10 for the
first time inits Statement of G ounds of Appeal in
support of its rebuttal of the Qpposition Division's
view that the use of high nolecul ar wei ght polyethyl ene
or -propylene fibres instead of KEVLAR® in conposites
for ballistic resistant articles was not obvious.
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D9 relates to conposites for ballistic resistant
conposite articles, in which KEVLAR®? fibres, carbon
fibres and the |ike were replaced by ultra-high

nol ecul ar wei ght pol yet hyl ene or -propylene fibres
(colum 1, lines 25 to 31 in conbination with colum 2,
lines 7 to 11).

Simlarly, D10 discloses conposites for ballistic
resistant articles containing a fibre network, which
may i nclude ultra-high nol ecul ar wei ght pol yethyl ene or
-propyl ene fibres, either alone or in conmbination with
aram d or pol yvinyl alcohol fibres (colum 2, lines 20
to 25). In the exanples, conposites are disclosed in
which the filanments used are extended chain

pol yet hyl ene (e.g. Exanples 1 and 6).

During oral proceedings before the Board, Respondent |
contested that the Ratio of the conposites obtained
according to Exanples 12 to 14 of D9 or according to
Exanples 1 or 6 of D10 was necessarily within the Ratio
of the conposites to be used according to Caim1 of
its main request (see No. VII, above). However, it
accepted that the features

- use for ballistic protection;

- conposite of layer(s) which is/are a network of
filaments in a matri x;

- fibre tensile nmodulus of at |east 150 g/den;
- fibre energy-to-break of at |east 8 J/g;

- fibre tensile strength of at |east 7 g/den;
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- sheet-like filament array, filanments are aligned
parallel to one another along a common fil anment
direction

of the subject-matter of Claim1 of the main request
(see No. VII, above) were disclosed in D9 and in D10.

It is also to be noted that the nol ecul ar wei ghts of
the polyolefin fibres used according to D9 and D10 are
of the same order of magnitude as those of the fibres
used according to the patent in suit (patent in suit,
page 5, lines 15 to 26, and page 6, lines 1 and 2,

respectively; D9, colum 2, lines 33 to 47, and
colum 3, lines 11 to 14; D10, colum 2, lines 31 to 44
and colum 3, lines 4 to 7).

The Board concludes fromnos. 2.1 to 2.4 above that
citations D9 and D10 are highly relevant to the present
case. This finding is corroborated by Respondent |'s
adm ssion that they

"are probably closer prior art to the clains in the
case than anything el se”

(see the sentence bridging pages 2 and 3 of its letter
dated 16 August 2000 and relating to the clains
submtted with that letter).

In this connection, Respondent |'s argunent that both
docunents were previously cited in the International
Search Report, and D9 additionally in the patent in
suit and, therefore, they could have been referred to
by Appellant | during the opposition period, is
irrelevant. The Board accepts Appellant |I's argunent,
that the need for a further search only arose when



4.2

2303.D

- 8 - T 0853/ 97

chal I enging (on appeal) the Opposition Division's
decision that it was not obvious for a skilled person
to replace KEVLAR® (disclosed in D6 as a fibre in
conposi tes) by high nol ecul ar wei ght pol yethylene or -
propyl ene fibres in conposites for ballistic resistant
articles.

It is also inportant to note that the decision under
appeal allowed a request only submtted by Respondent |
during oral proceedings before the Qpposition Division
and containing a limtation not previously considered,
whi ch gave Appellant | no opportunity to reconsider the
prior art it relied on. In those circunstances, the
earliest Appellant | could file evidence against the
request allowed by the Opposition Division was with its
Statenment of G ounds of Appeal

The Board sees no reason why Appellant | should not
rely on D9 and D10 to argue not just absence of

i nventive step but also |lack of novelty since | ack of
novelty was already raised in the grounds of opposition
and, thus, is not a new ground of opposition.

For these reasons, the Board finds D9 and D10
adm ssi bl e.

However, the introduction of D9 and D10 into the
proceedi ngs requires a fresh assessnent of the case.
This should normal |y be done by the Qpposition Division
to afford both parties two |evels of jurisdiction, in
particul ar when the new citations are as highly
relevant as in the present case (see, e.g. T 326/87, QJ
EPO 1992, 522, Nos. 2.2 and 4 of the Reasons for the
Deci sion). Therefore, in exercising the discretion
conferred upon the Board by Article 111(1) second
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sentence EPC, the case will be remitted to the first
i nstance for further prosecution.

Or der

For these reasons it is decided that:

The case is remtted to the first instance for further
prosecuti on.

The Regi strar: The Chai r man:

G Rauh P. Krasa
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