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Summary of Facts and Subm ssi ons

1952. D

The appeal is directed against the decision dated

26 June 1997 of an opposition division of the European
Patent O fice, which rejected the opposition filed
agai nst the European patent EP-B1-0 463 121.

Claiml of said patent, as granted, reads as foll ows:

"“A process for renoving coatings fromsensitive neta
and conposite surfaces, which conprises blasting said
surfaces with a conpressed air stream under pressures
of 68.95-1034.22 kPa (10-150 psi), said stream
containing as a bl asting nedi um wat er-sol ubl e

bi carbonate particles selected fromthe group
consisting of alkali nmetal and ammoni um bi car bonat es,
characterized in that the process is carried out with a
conpressed air streamthat is saturated with noisture,
sai d bi carbonate particles having particle sizes wthin
t he range of 250-500 microns, in adm xture with at

| east 0.2% of a hydrophobic silica flow anti-caking
agent, by weight of the bicarbonate.”

Claim6 of said patent, as granted, has the follow ng
wor di ng:

"A blasting nmediumfor renoving coatings fromsensitive
metal and conposite surfaces, which consists
essentially of water-sol uble bicarbonate particles
selected fromthe group consisting of alkali netal and
amoni um bi car bonates, characterized in that said

bi car bonate particles have particle sizes within the
range of 250-500 mcrons, in adm xture with at |east
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0. 2% of a hydrophobic silica flow anti-caki ng agent, by
wei ght of the bicarbonate.”

L1l The opponent (appellant) | odged the appeal on 19 July
1997 and paid the appeal fee on 19 August 1997. In his
statenent of grounds received on 31 Cctober 1997, he
mai nt ai ned two of the objections raised before the
first instance, nanely that the patent in suit does not
di scl ose the invention in a manner sufficiently clear
to be carried out by a person skilled in the art
(Article 100(b) EPC), insofar as it does not disclose
the nmeasurenent nethod for the particle size of the
bl asting nmedium and further that the invention as
cl ai med does not involve an inventive step
(Article 100(a) EPC). He also filed new docunents D13
to D15, additionally to the docunents D1 to D12 fil ed
during the opposition proceedi ngs (see bel ow).

The patentee (respondent) in a witten reply received
on 19 May 1998 contested the argunents of the appell ant
and filed in support of his subm ssion Exhibits A and B
with, further, an affidavit of the inventor.

| V. Oral proceedi ngs took place on 26 May 1999. During
these proceedings, the parties relied essentially on
the foll owi ng docunents anong those cited:

D1: Particle Size Measurenent, T. Allen, 1975,
publ i shed by Chaprman and Hal |, London,
pages 74 to 76 and 85 to 121.

D3: Letter dated 17 January 1990 of the applicant

during the US proceedi ngs concerning
US- appl i cation 323412 (priority docunent).

1952. D N
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D4: Décapage mécani que par grenaillage, R Proner,
Techni ques de |'1ngénieur, pages ML494-1 to 12.

D5: Metal Handbooks, 9th Edition, vol. 5, 1987,
pages 83 to 96, Anerican Society for Metals.

D6: Brochure "M cro Blaster" of Conto Inc., 1986.

D9: GB-A-1 021 751.

D11: Fine Particle Measurenent, C. ORR ., New York, The
Macm Il on Co., 1959, pages 6 and 7.

D12: Chem cal Engi neers Handbook, 4th Edition, 1963,
MG aw Hi || Book Co., page 21-51.

D14: Brochure Bl.EX fromthe appellant, pages 17 to 19
(not dated).

D15: Notice CER 91/805, Bicarbonate de Soude (1991).
Exhi bit A: Treatise on Powder Metallurgy, vol. I,
pages 131, 132; 1949; Interscience

Publ i shers, Inc. (New York).

Exhi bit B: Metal Handbooks, 9th Edition, vol. 7,
pages 214, 215; Anmerican Society for Metals.

V. The appel | ant argued as fol | ows:

(a) As to the alleged | ack of disclosure:

A feature of the present invention is the size
range of 250 to 500 m crons of the bicarbonate

1952. D N
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particles. The patent in suit, however, does not
mention the nmethod of neasuring said size. Several
docunents show that at |east six different nethods
can be used therefor and that, noreover, the
result varies according to the nethod, which is
used. Differences of about 28%in the results can
be found between different nmethods (see in this
respect Exhibit B and D15).

In the patent in suit, as originally filed, a

| arger size range of 10 to 500 m crons was given
and there is no indication that different nethods
may have been used according to different ranges,
for exanple one nethod for the range 10 to 250

m crons and anot her nethod for the range 250 to
500. A single and sane nethod was therefore used
for the whole originally disclosed range. For the
| ower level of this range, nanely 10 mi crons, the
screening nethod is not appropriate, as indicated
by sonme docunents: D14, for exanple, discloses
that this nethod cannot be used for the range 16
to 24 mcrons, and according to D11, only sizes
above 40 m crons can be neasured by screening. The
inventor hinself in his declaration or affidavit
does not indicate clearly which nethod he has
appl i ed.

Hence, the person skilled in the art is unable to
know or to deduce fromthe disclosure of the
patent in suit which nmethod woul d be correct and
he has no reason to prefer any one anong the six
possi bl e net hods.

As to the inventive step:
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The nearest prior art, namely D3, discloses a

bl asti ng medi um consi sting of bicarbonate
particles of the type clainmed in the patent in
suit mxed with 0.5% by weight of the sane

hydr ophobic silica flow agent. As to the

bi carbonate, particle sizes of 65 to 70 m crons
are given. Thus, the subject-matter of the product
claim nanely claim6, of the patent in suit
differs solely by the size range, which lies

bet ween 250 to 500 m crons.

This clainmed range can only be seen as the result
of an arbitrary choice, since it is well-known
that the determ nation of the particle size has to
be sel ected according to the material to be
treated and to the desired surface finish, as
indicated in the description of the patent in suit
(colum 1, lines 41 to 42; colum 2, line 51). The
docunents D5 and D6 provide a simlar teaching,

di scl osing for exanple several kinds of abrasive
material together with their typical applications
or abrasive particle sizes selected wth respect
to the desired finish of the treated surface. The
appropriate size is usually determ ned by neans of
tests.

For a person skilled in the art, it is noreover
obvious that the larger the particles, the greater
the inmpact, so that the blasting operation is
realized quicker. Therefore, the results given in
the affidavit are not surprising.

The use of saturated air according to the nethod
claim1l is also obvious, since it is always
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desired to avoid the expensive production of dry
air. Mreover, this feature does not inprove the
bl asting effect.

The respondent essentially replied as foll ows:

Most of the cited docunents clearly show that the nopst
popul ar and commonly used nethod for neasuring particle
sizes is the screening nethod. Exhibit (B) noreover
gives a size range fromb5 to nore than 500 m crons of
particle sizes, which can be neasured by this nethod.
Therefore, it is clear that this nmethod is to be
appl i ed, when no indication of a specific nmethod is

gi ven; should it have been intended that another nethod
be used, it would have been expressly indicated.

Docunents D3 and D6 are concerned with blasting nethods
in | aboratories or particular places, in which dry air
has to be provided. The present invention, however,
ainms at blasting for comercial uses, thus in an

envi ronnent in which natural, that is to say humdity
saturated air in nost cases, is present. The clai ned
sol ution noreover is to be seen not only in the |arge
sizes of the bicarbonate particles, but also in the
conbi nati on of such particles with the flow anti-caking
agent. Before the present invention, there was a
prejudice to enploy |arge particles, since it was

t hought that damage to the treated surface would
result, and bicarbonate conpositions were exclusively
used in a quite dry air.

The appel | ant requests that the decision under appea
be set aside and that the patent be revoked.
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The respondent requests that the appeal be di sm ssed.

Reasons for the Deci sion

1

2.2

1952. D

The appeal is adm ssible.

Sufficiency of disclosure (Article 100(b) EPC)

In the originally filed description and clains of the
patent in suit, bicarbonate particles having particle
sizes within the range of 10 to 500 microns were

di scl osed, and a preferred range of 250 to 300 m crons
was cited. Average particle sizes were also nentioned.
However these data were given w thout providing any
details regarding the nmethod by which the particle
Sizes are to be neasured. From several cited docunents
it is clear that different nmethods for neasuring
particle sizes were known before the priority date of
the patent in suit and, further, that substantially

di fferent neasurenents are obtai ned, depending on the
met hod which is used (see in these respects Exhibit B,
Tabl e 1; D15, page 5). Thus, in order to be able to
carry out the present invention, the person skilled in
the art nust be able to determne the nmethod for
measuring the particle sizes.

In the present circunstances however the skilled person
must be assuned to know that the nost usual nethod
therefor is the screening nethod, since it is the

gui ckest and cheapest. This is confirned by basic
handbooks and text books, which represent the average
techni cal know edge of a skilled person (see e.qg.
decision T 171/84 (QJ EPO 1986, 95). According to D1,
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page 113, "sieving is probably the easiest and
certainly the nost popular nethod of size analysis"; In
docunent D5, which specifically concerns abrasive

bl asti ng cl eaning, the size specifications are al

given in relation with screen openings, reference being
made to US nmesh or US standard screens; Exhibit (A
indicates that "particle size distribution of nopst

netal powders ... is determ ned by conventional screen
test methods. For many applications this type of test
is sufficient to determne the suitability of the
powder..."; Exhibit (B) also confirnms this point:
"Sieve analysis is the nost widely used nethod for
determining particle size distribution of netal
powders". Even if netal powders are npbst nentioned, it
is clear that nost kinds of particulate solids are
concer ned.

In the Board's judgnent, therefore, the skilled person
woul d realise in the absence of any indication to use
ot her nmethods that the screening nethod is to be used,
nore especially as testing standards for this nethod
are wel |l -known and were established in 1970

(Exhibit B).

The argunent of the appellant, that docunment D15 shows
that one of the | argest manufacturers of bicarbonate
uses two ot her nethods, is not convincing, because
first one nust expect that a firm producing the powder
itself relies on nore precise nethods than the users of
this powder, and secondly the docunent D15 concerns a
conpari son between two nearly identical bicarbonate
powders produced by conpetitors. In such a case, finer
anal yses are required. Mreover, in this paper, the two
net hods are specified, whereas in the case at issue,
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t he Board bases it conclusion on the absence of any
i nformation as to the used nethod.

The appel |l ant al so argued that the sieving nmethod woul d
not have been seriously considered by the skilled
person because of the lower limt of the range
originally disclosed.

It is true that sonme of the cited docunents are
negative in respect of neasurenents of particle sizes
| ower than about 40 microns by the screening nethod.
D1, on the sane page 113, al ready nentioned above,

di scl oses that sieving is restricted to powders having
the greater proportion coarser than 75 mcrons. D11
gives a lower Iimt of 40 mcrons for sieve nethods,
whereas D12 nentions standard sieve No. 400 for

37 mcrons as the |ower |evel.

However, from sone of these docunents and others, it
can be seen nevertheless that the lower |imt of

10 microns is not in consistent with the use of the
sieving nethod. D1, once nore, but this tinme on

page 120, discloses mcronmesh sieving available in
aperture size from5 to 150 mcrons (D5 also gives a
size range of 10 to 100 microns for m croabrasive

bl asting). Exhibit B, Table 1, lists the different
measur enent nethods for particle size together with
their useful size range; For the sieving nethod, a size
range between 5 to 800 microns is given. D9, page 3,
lines 48 to 53, nentions sieve analysis for sizes
between 30 to 5 m crons.

The concl usi on which can be drawn fromthis information
is that it may not be easy to neasure particle sizes
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between 40 to 5 mcrons by screening, but that it is
neverthel ess quite possible, so that in any case the
mention of a lower [imt of 10 mcrons is not

I nconsistent with the use of the conventional screening
met hod.

Mor eover, the person skilled in the art is nade aware
by the originally filed description of the patent in

suit of a nunber of patent specifications relating to
previ ous applications of sodi um bi carbonate or ot her

bl asting nedia, and it is clear fromthe whol e above

description that the aimof the present invention was
to inprove the properties of the blasting nmedium

di scl osed in these docunents.

It is to be assuned that the skilled person seeking to
overcone the absence of any information on the
nmeasuri ng nethod woul d | ook through these citations.
The US Patent No. 4 731 125, columm 3, advises himthat
"blast nedia such as ... are generally classified as to
particle size by US standard size sieves", and having
regard nore particularly to the prior art on sodi um
carbonate, US 4 174 571, colum 4, and US 4 412 402,
bottom of colum 6, disclose:

"“Al t hough the particle size is not critical, it is
preferred for nost purposes to enploy screened
particles of sizes passing through screens in the range
from about 140 to 200 nesh".

US 4 214 871 al so nentions "sieve sizes" (colum 3,
lines 62 to 64, and columm 4, line 7).

Thus, the skilled person can also directly derive from
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these citations that the determ nation of the particle
sizes in the patent in suit is |Iikew se nmade by
sieving, in view of the fact that the patent refers to
t hese docunents when disclosing the aimof the present
i nventi on.

2.6 For all these reasons, the disclosure of the patent in
suit is considered to be sufficient to enable the
skilled person to carry out the clained invention
(Article 100(b) EPC).

3. I nventive step

3.1 According to the citation D3, an abrasive blasting
medi um was nmarketed prior to the priority date of the
patent in suit, said nmedium consisting of sodium
bi car bonate particles having an average size within the
range of about 65 to 70 mcrons, in adm xture with 0.5%
by wei ght of a hydrophobic silica flow aid. This
abrasive nediumwas sold for use in |aboratory scale
m ni ature abrasive blasting equi pnent (see in this
respect D6) enployed for cleaning and debarring
electronic printed circuit boards, one requirenent of
this equi pnment being the provision of a very dry and
pressurized air stream

This prior art product represents the closest prior
art.

3.2 An object of the present invention is to inprove this
bl asting nediumso that it can be used on | arge scal es
in a natural environnent, that it to say in a process
enpl oyi ng conpressed air streans saturated with
noi sture, applied for exanple for renoving coatings of

1952. D N
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sensitive surfaces, such as the exterior surfaces of
nmodern aircraft.

The patent in suit solves this problem by m xing

bi car bonate particles having particle sizes within the
range of 250 to 500 mcrons with the hydrophobic silica
fl ow anti-caking agent (claim®6). Oher advantages,
such as the flow characteristics, the caking

resi stance, the long-term storage stability and a nore
efficient renoval of coatings, are obtained. Test
results as to these |ast two properties were filed by
the respondent, (see D3), at least in the particle size
range of 250 to 300 mi crons. The appellant has disputed
t he evidence provided by these tests, but he has

provi ded no evidence that they were wong.

Even if the only distinguishing feature of the

i ndependent product claim®6 vis-a-vis the cl osest prior
art is the clainmed range of particle sizes, that does
not prevent the solution frombeing a conbination of
these "large" particles (conpared to those according to
D3) with the hydrophobic silica anti-caking/flow agent.
The appellant hinmself has in fact recognised this

conbi nation of nmeans by arguing that, for a skilled
person who wi shes to inprove the | ong-term storage
stability of the blasting nedia known fromD3, it is
obvious to use larger particles in conbination with the
anti-caking agent, since the ratio surface/volune is
better (lower specific surface).
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As far as obviousness is concerned, he has however
provi ded no evidence in support of this argunent, so
that it can only be seen as the result of an a
posteriori view.

3.4 The use of bicarbonate particles having the clained
particle sizes has been described in none of the cited
docunents. A record of the cited prior art shows that
citation D6 nentions a range of 20 to 150 microns for
bi carbonat e as bl asting nedium said range including
the range 65 to 70 mcrons of the closest prior art
according to D3. For fire-fighting preparations, D9
di scl oses a range |ower than 251 p for the materi al
sodi um bi carbonate. In D15, sanples of sodi um
bi car bonat e powders used for surface treatnent were
exam ned as to their properties; The neasured size
range of the particles were between 62 (or 78) mcrons
and 215 (or 275) mcrons, the obtained results
differing according to the neasurenent nethod used,
namely the ROTAP net hod, which is a screening nethod
(see D12), for the first given results, and a | aser
met hod for the results in brackets. Fromthis whole
record, it appears that the general tendency was to use
sodi um bi carbonate powders with particle size ranges
| ower than 250 microns. The present invention goes
agai nst this trend.

3.5 The appel |l ant has pointed out that, in the citation D5,
Table 9 on page 91, nost of the abrasive nedia used for
dry blasting non ferrous netals as non-netallic
materials are given as having particle sizes about
300 mcrons (standard screen size 50). In the nentioned
tabl e, however, said size level is only related to sand
as abrasive material, and not to sodi um bi carbonate.

1952. D N
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Because of their quite different hardnesses, these two
mat eri al s cannot be conpared to each other.

The appel lant al so argued that it was well known that
the particle size has an effect on the production rate
and on the surface finish, as indicated by D4, page 4,
and that the nost suitable particle size can easily be
sel ected by neans of routine tests. Docunent D5,

pages 85 and 86, was al so nentioned. This argunent is
not convincing, since D4, as well as D5, teaches that:

(i) "The smaller the abrasive particle, the finer the
surface finish and the greater the surface
cover age".

(ii) "The larger the abrasive particle, the greater the
i npact".

Having in mnd that sodi um bi carbonate had been

sel ected as abrasive material because of its softness,
it would appear inconsistent to want to increase the

I npact and, thus, to choose |large particles. The person
skilled in the art, who wants to increase the
performance of the abrasive particles, would on the
contrary be incited to select snmaller particles, since
the surface coverage is greater, so that the blasting
is nore efficient. Thus, D4 and D5 give the skilled
person rather an incentive to try to use fine
particles.

Consequently, the Board concludes that the appell ant
has not established that there was any suggestion in
any of the cited prior art docunents that the blasting
mediumas clainmed in claim6 of the patent in suit
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woul d be an i nproved abrasive nedium whatever the aim
of that inprovenent m ght be.

Therefore, the subject-matter of said claim6 inplies
an inventive step.

Since claim1l concerns a process requiring the use of
the product according to claim®6, it is necessarily
pat ent abl e.

Moreover, no citation, anong those cited, suggests
usi ng the blasting nmediumaccording to claim6 in an
air stream which is saturated with noisture. As seen
above, the closest prior art, nanely D3, requires a
very dry air for a mxture of sodi um bi carbonate
particles with an anti-caking agent. D6, which rel ates
to the blasting device for the blasting nedi um
according to D3, confirnms this requirenent. Ctation
D5, which is a handbook on abrasive blast cleaning and
provi des a rather exhaustive teaching on the subject,
al so insists on the necessity of dry air, in particular
Wi th portable air blasting nethods; sodium bicarbonate
is not nentioned in this citation, but the requirenent
is to be expected higher with this material, since its
tendency to cake is well-known.

In the absence of any suggestion in the prior art to
operate wi thout the use of dry air, the nethod of
claim1 conprises an inventive step.

Dependent clainms 2 to 5 concern particul ar enbodi nents
of the nethod clained in claim1l, whereas dependent
claims 7 to 9 concern particular enbodi nents of the
bl asti ng nedi um according to claim®6. Therefore, they
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O der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

N. Maslin C T. WIson

1952.D

T 0818/ 97



