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Summary of Facts and Submn ssions

0528.D

Eur opean patent application 94 901 418.7, filed as

I nternational Application No. PCT/US 93/10913 on

10 Novenber 1993, claimng a US priority of 24 Novenber
1992 (US 07/981, 029) and published on 9 June 1994 with
the International Publication No. WO 94/12699, was
refused, for lack of novelty, by a decision of the
Exam ni ng Division dated and issued in witing on

25 March 1997. The deci sion was based on a set of
Cains 1 to 17, Cains 1 to 7 having been filed on

26 June 1995, Cains 8 to 13 on 28 February 1997 and
Cainms 14 to 17 on 19 March 1996. The deci si on was,
however, subject to the proviso that, since there were
certain doubts concerning anendnents, proposed, by the
Applicant, in a letter dated 26 February 1997, to the
wording of Clains 14 to 17, the decision did not
concern Clains 14 to 17.

Claiml was worded as foll ows:

"Fi bers conprising at | east one copol yner of ethylene
and at | east one conmononer, the polynmer having a
density in the range of 0.86 to 0.93 g/cn¥, a nol ecul ar
wei ght distribution (My|M) in the range of 1.8 to 3.5,
a nelt index (ASTM D1238(E)) in the range of 4 to 1000,
and a Solubility Distribution Breadth Index |ess than
25°C."

Clains 2 to 9 were dependent clains directed to
el aborations of the "fibers" according to Caim1l.

Clains 10, 11 and 12 were respective independent clains
directed, in the case of daim10, to fabrics
conprising "fiber" according to Caim1l, and further
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characterised, according to Clains 11 and 12, by
addi tional features of the fabric and copol yner,
respectively.

Claim 13 was an i ndependent claimdirected to a nethod
of formng "fibers" according to Claiml.

1. According to the decision, inter alia the follow ng
documents were considered to be rel evant:

D1: Dat abase WPI, Section Ch, Wek 9120, Derwent
Publications, Ltd., London (GB); Cass A AN 91-
145614; abstract of: JP-A-3 082 816;

D2: JP-A-3 082 816;

D3: Translation into English of D2, provided by the
Appl i cant;

D7: B.A Krentsel' & L.A Nekhaeva; Russian Chem ca
Revi ews 59(12), pages 1193 to 1207 (1990); and

D9: WO A-92/00333.

D1 was an English abstract, and D3 an Engli sh
translation, of D2. Consequently, both D1 and D3
refl ected the disclosure of D2.

D9, although referred to for the first tine in the
deci sion, was not a new docunent, since it was a
publ i shed application belonging to the same Applicant,
and furthernore was referred to in the application in
suit, the description of which thus incorporated the
rel evant disclosure explicitly by reference.
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The only feature of Cainms 1, 2, 3, 5, 7, 10 and 13
that had not been disclosed explicitly in D2
(considered in the formof its English translation D3)
was a value of the Solubility Distribution Breadth

I ndex (SDBI) of |ess than 25°C. Since, however, no
value for this paraneter had been determned in the
prior art and the description of the application in
suit furthernore acknow edged that it was a new test
nmet hod, the absence of a particular SDBI-value in D2
did not necessarily nean that there was a difference
bet ween the disclosure of the latter and the subject-
matter of subject-matter clained.

On the contrary, since D2 referred inter alia to the
use of catalysts of "Kam nski type", which were known
to lead to polyners having a | ow MAD-val ue lying within
the scope of Caiml1, the SDBI-value for the polyners
fromwhich the fibres in the relevant disclosure of D2
had been made woul d inevitably be wthin the range
defined in Claiml.

The counterargunent of the Applicant, that the

di scl osure of D2 was not enabling in the sense of the
rel evant case law (T 206/83, QJ EPO 1987, 005) was

di sm ssed. That Kam nsky-type catal ysts were capabl e of
maki ng the relevant polyners with | ow MAD was known
froman earlier docunent D7. The catal ysts according to
D7 were, furthernore, anong those identified in D9, a
docunent referred to in the application in suit itself,
as being suitable for preparing polyners of rel evant
MAD and SDBI. Finally, the process conditions specified
in D2 were also to be found in D9, which indicated that
pol yners having the relevant | ow MAD coul d be obt ai ned.

In sunmary, D2 provided an enabling disclosure of the
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rel evant polynmers and their use to formfibres
according to Cains 1, 2, 3, 5 7, 10 and 13 of the
application in suit. Consequently, the subject-matter
of the latter clains |acked novelty. The subject-nmatter
of the remaining clains was, however, considered to be
novel and inventive.

A Notice of Appeal against the above decision was filed
on 14 May 1997, the prescribed fee being paid on the
sane day.

In the Statenment of G ounds of Appeal, filed on 8 July
1997, the Appellant (Applicant) argued, in substance,
as follows:

(a) The single sentence formng the totality of the
rel evant disclosure in D2 of how the polyners in
guestion could be nmade was not such as to enable
the relevant polyners to be reproduced and
characteri sed because (i) the conditions given
were not applicable to the gas phase fluidised bed
process referred to, and (ii) the m ni nmum
t enperature proposed, being above the nelting
poi nt of the ethylene polyners, would result in
the fluidised bed used becomng fouled with nolten
pol yner.

(b) The reference, in the decision under appeal, to
the catal yst system disclosed in D9, which
nment i oned tenperatures and pressures correspondi ng
to those in the rel evant passage of D2, was a
di scl osure of the broadest conditions under which
the catal yst m ght be used and did not nean that
such conditions were applicable regardless of the
specific process applied, and in particular woul d
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not be taken by the skilled person to apply to gas
phase fl ui di sed beds.

(c) In view of the above, the disclosure of D2 was not
novelty destroying for the relevant clains of the
application in suit.

The Appellant furthernore wished Clains 14 to 17 to be
consi dered in the appeal.

The Statenent of Grounds of Appeal was thus acconpani ed
by a set of Clains 14 to 17, of which Cains 14 and 15
wer e dependent clains directed to el aborations of the
nmet hod of Caim13, Caim16 was an i ndependent cl aim
directed to "drapeable fabrics", conprising fibres
formed from copol yner(s) of ethylene and one or nore
conmononer (s), having the paraneters defined in Caiml,
and Claim 17, an independent claim was directed to a
garnment of drape" conprising fabric of O aim16.

In relation to the latter clains, the Appellant argued
that their subject-matter was novel for the sane
reasons as given under points (a) and (b), above.
Furthernore, the subject-matter of Cains 16 and 17 was
in any case novel, because the fabrics disclosed in D2
were not drapeable fabrics.

The Appel |l ant requested that the decision under appea
be set aside, and a patent granted on the basis of
Clains 1 to 13 underlying the decision under appeal,
and Clains 14 to 17 acconpanying the Statenent of

G ounds of Appeal.

Reasons for the Decision

0528.D
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The appeal is adm ssible.

Adm ssi bility of anmendnents

Clainms 14 to 17 filed with the Statenent of G ounds of
Appeal correspond to Clains 12 to 15, respectively, as
originally filed. They do not, therefore, contravene
Article 123(2) EPC and are thus adm ssi bl e.

No objection under Article 123(2) EPC was raised
against Clainms 1 to 13 in the decision under appeal and
the Board sees no reason to raise an objection of its
own. Hence, the Clains 1 to 17 underlying the present
decision are held to neet the requirenents of

Article 123(2) EPC

The application in suit; novelty

In its broadest aspect, the application in suit is
concerned with fibres conprising at | east one copol yner
of ethylene and at | east one conononer, the copol yner
bei ng characterised by four paraneters:

(1) a density in the range of 0.86 to 0.93 g/cnf?;

(ii) a nolecular weight distribution (M/M) in the
range of 1.8 to 3.5;

(tii) anelt index in the range of 4 to 1000; and

(iv) a Solubility Distribution Breadth Index (SDBI)
| ess than 25°C

(daiml).
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The conononer nmay be one or nore of propyl ene, butene-
1, hexene-1, octene-1 and 4-nethyl-1-pentene (Caim?2).
The fibres may be nelt-spun, nelt-blown or spunbonded
to form non-woven fabrics including drapeable fabrics,
for instance a garnent or drape (Clains 7 and 12 to
17).

The SDBI is explained in the application in suit as
bei ng "a reasonabl e and accurate nethod by which

di stribution of conononers throughout the polyner chain
can be characterized". It may be neasured by
tenperature rising elution fractionation (page 9,

line 10 to page 11, line 15), the calculation of the
resulting index being anal ogous to the standard

devi ation of the solubility curve but involving the
fourth, rather than the second power of the tenperature
devi ation (page 11, line 15 to page 12, line 7).

According to D2, considered in the formof its English
translation (D3), a binder fibre for unwoven fabrics is
formed by nelt-spinning a linear |owdensity

pol yet hyl ene which is a copolyner of ethylene and a G4,
a-olefin, the density being 0.85 to 0.91 g/cnf, the nelt
flowrate from3 up to 100 g/10 mn, and the ratio of
M/ M, being no greater than 4 (Claim.

The linear | owdensity polyethylene is obtained by

i oni c polymerization under conditions which include the
use of catal yst such as the Ziegler type or Kam nsk
type, gas phase fluidized bed, pressure of at |east

200 kg/cnt and tenperature of at |east 150°C (page 1,
final paragraph).

Materials of density below 0.85 g/cn? are not readily
avai |l abl e, but when the density exceeds 0.91 g/cn?, heat
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fusion is not good. Wen the nelt flow rate is under

3 g/10 mn, spinning behaviour is poor and when the
nelt flowrate is over 100 g/10 mn the strength of the
fibres thenselves is dimnished. When M/ M, is above 4,
gel ati on and oxi dative deterioration tend to occur at
nmel t-spinning, and not only spinnability but fusion as
a binder fibre is also poor (page 2, second conplete
par agr aph).

According to a typical exanple, a linear |owdensity
pol yet hyl ene prepared from et hyl ene and butene-1 had a
density of 0.900 g/cn?, a nelt index of 20 g/10 m n and
a value of M/M, of 3.5 (Exanple 1). It was nelt-spun
through a spinneret wwth a hole size of at least 1 nm
at a tenperature of 200°C to obtain a 10-deni er undrawn
tow. This was heat-drawn and machi ne-cri nped at

10 crinps/inch. The fibres were then cut at 51 mmto
obtain staple type binder fibres (page 2, penultinmate
par agr aph; page 3, Table).

3.2 It is evident fromthe above, that whilst a fibre
fulfilling the paranmetric requirenents (i), (ii) and
(iii1) according to the application in suit is referred
toin D2, there is no nention of the fourth paraneter,
SDBI, |let alone any indication that a particul ar val ue
for this latter paraneter nust be fulfilled.

3.3 The finding, according to the decision under appeal,
that the SDBI-value for the polyners of the fibres
according to D2 would inevitably be within the range
defined in aim1l1l of the application in suit was
dependent upon a nunber of assunptions.

3.3.1 Firstly, it was assuned that, of the two types of
catal yst nentioned in D3, viz. Ziegler and Kam nsky,

0528.D Y A
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only the latter type nust have been used. This was
based on the evidence of the value given for M/M, in
t he exanpl es, which was | ower than woul d have been
expected, had a Ziegler type catal yst been used
(Reasons for the Decision; page 8, first, second and
third paragraphs).

Whilst it is certainly true that one characteristic of
Ziegler catalysts is their tendency to produce higher
values of M/ M, in the kind of copolynerisation
reacti on under consideration, the conpl ete absence of
any detail concerning the precise nature of the

catal yst used or the manner of its application, except
for indications of tenperature and pressure which,
according to the unrefuted subm ssion of the Appellant,
woul d have been inapplicable in practice, neans that
the assunption is not directly and unanbi guously
supported by the disclosure relied upon.

3.3.2 Even if it had been, it was furthernore assuned that
t he Kam nsky catal yst chosen woul d necessarily have
been a single-site catalyst, and this on the basis of
know edge gai ned from D7, which referred to such
catal ysts as being able to be used to obtain
pol yethyl ene with a | ow M/ M, (Reasons for the Decision
page 9, final paragraph).

VWi |l st D7 was admttedly published in 1990 (probably in
Decenber of that year, judging fromthe issue nunber
(12)), it is not referred to in D2. This is not
surprising, since D7/ was not available to the public at
the filing date of D2 (21 August 1989). Consequently,
the di sclosure of D2 cannot be regarded as
automatically incorporating any matter from D7.

0528.D Y A
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Even allowi ng for the fact that D7 was published
shortly before D2 (8 April 1991), the question arises
as to what contribution, if any, it would have made to
the ability of the skilled reader, at the publication
date of D2, to reduce the latter teaching to practice,
and in particular to fill any gap in its teaching, as
to the precise nature of the catalyst. According to the
rel evant case law referred to in the decision under
appeal, T 206/83 (QJ EPO 1987, 005), it is made clear
that, "Basically, any cure of insufficiency lies with

t he addressee of the docunent, i.e. the person skilled
in the art who has common general know edge at his

I medi ate disposal. It would be unfair to the public if
nore were to be expected of him i.e. an awareness of
the whole state of the art. It is normally accepted
that common general know edge is represented by basic
handbooks and textbooks on the subject in question.”
(Reasons for the decision, point 5).

It is immedi ately evident in this connection, however,
that D7 is Russian Chemical review, which is a

speci ali st research publication and by no neans a basic
handbook or textbook. Consequently, the disclosure of
D7 cannot be regarded as belonging to the genera

know edge in the light of which the skilled person
woul d have read D2. In other words, the disclosure of
D2 does not neke available to the skilled reader the
details of particular Kam nsky catal ysts referred to in
Dr.

Simlar considerations apply a fortiori to D9, a patent
appl i cation which has both an international filing date
(21 June 1991) and publication date (9 January 1992)

| ater than the publication date of D2.
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In summary, the catal ysts according to D7 and D9 are
not directly and unanbi guously derivable fromthe
di scl osure of D2.

This is not to say that the disclosure of D2 is
necessarily insufficient to enable the skilled person
provi de polyners having the characteristics set out in
that docunent. It only nmeans that the the chain of

consi derations envisaged in the decision under appea

as leading fromthe brief reference to the use of

Zi egl er or Kam nsky type catal ysts on the one hand, to
pol ymers having not only the paraneters (i) (ii) and
(ii1), but also the SDBI value (iv) required by Claim1l
of the application in suit on the other, is broken by
at least two points of disjunction. Furthernore, the
uncertainty inplied by the first of these

(section 3.3.1, above) conbined with the inconpl eteness
of relevant detail associated with the second

(section 3.3.2, above) is such as to deprive the
resulting finding concerning the product, of the
quality of inevitability necessary to neet the rel evant
criterion of its being "directly and unanbi guously
derivabl e" fromthe disclosure of D2.

In summary, and without it being necessary for the
Board finally to decide on the question of overal
sufficiency, in the sense of Article 83 EPC, of the

di scl osure of D2, the latter docunment does not make
avai l able, either explicitly or inplicitly, a fibre or
fabric made froma pol yner having all the paranetric
requirenments (i) to (iv) according to Caim1 of the
application in suit.

Hence the subject-matter of Claiml1, and, by this sane
token, that of Cains 2 to 17, which are all dependent
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upon, or require a fibre made froma pol ymer having the
paranetric features (i) to (iv) defined in Claiml, is
novel over the disclosure of D2.

4. In view of the above, the decision under appeal nust be
set aside and the appeal allowed. It is, however,
evident fromthe file that no final assessnent of the
questions of sufficiency and inventive step in relation
to the clains rejected as | acking novelty has been
carried out by the Exam ning Division.

Wi | st the Board has no particular reason of its own to
rai se objection under either or these headi ngs,
nevertheless it does not wish to bind the first

I nstance in these respects, since such natters have not
been raised in first instance proceedi ngs.

Consequently, it finds it appropriate to make use of
its powers under Article 111(1) EPCto remt the case
to the first instance for further prosecution.

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.
2. The case is remtted to the Exam ning D vision for

further prosecution.

The Regi strar: The Chai r man:

0528.D
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C. Eickhoff R. Teschenmcher
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