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Summary of Facts and Submn ssions

1903.D

The nention of grant of European patent No. 0 403 141
in respect of European patent application

No. 90 306 107.5, filed on 5 June 1990 was published on
26 January 1994. |ndependent clains 1 and 9 read as
fol | ows:

"1l. A catal yst conposition conprising: (a) a
crystalline netallosilicate zeolite; (b) a non-zeolitic
i norgani c oxide matrix, said zeolite being dispersed in
said matri x, and (c) discrete particles of
phosphorus-containing alum na al so dispersed in said
matri x, said discrete particles having been prepared by
contacting alum na having a BET surface area greater
than 20 square neters per gramw th a phosphorus
conpound sel ected fromthe group consisting of a salt
of phosphoric and/ or phosphorous acid and m xtures
thereof, for a tine sufficient to incorporate
phosphorus in said alumna, said contacting being
effected before and/or after the alumna is mxed wth
ot her conponent(s) of the catal yst conposition
characterized in that said salt of phosphoric and/or
phosphorous acid is a salt of an alkaline earth netal
(e.g., Be, My, Sr, Ca or Ba)."

"9. A process for the catalytic cracking of a

hydr ocarbon feed which conprises contacting the feed at
hydr ocar bon cracking conditions with a catal yst
conposition characterized in that said catal yst
conposition is in accordance with any one of clains 1
to 8."

Clains 2 to 8 and 10 were dependent cl ai ns.
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A notice of opposition was filed against the granted
patent, in which the revocation of the patent inits
entirety was requested on the grounds of Article 100(a)
EPC with respect to |l ack of novelty and | ack of

i nventive step. The opposition was inter alia supported
by the foll ow ng docunent:

D1: EP-A-0O 188 841.

The opposition division decided that the patent should
be revoked. The decision was based on the clains as
granted (main request) and five auxiliary requests. The
deci sion can be sunmarized as foll ows:

(a) As to the main request the subject-matter of
clains 1, 2, 5 and 8 to 10 was considered to be
not novel over D1.

(b) Regarding the first, second and third auxiliary
request the anmendnents of the clainms were not
al | oned under Article 84 EPC

(c) Regarding the fourth auxiliary request the
subject-matter of clains 1, 2, 5 and 8 to 10 was
considered to | ack novelty over DL1.

(d) As to the fifth auxiliary request the subject-
matter of clains 9 and 10 was considered to | ack
novelty over D1 whilst the subject-matter of
claims 1 to 8 was considered to be novel and
i nventive.

On 21 July 1997, the patentee (appellant) filed a
noti ce of appeal against the above decision with
si mul t aneous paynent of the prescribed fee. The
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statenment of grounds of appeal was filed on

22 Septenber 1997, by which the appellant submtted an
anended set of clains 1 to 8 as the nmain request as
well as two auxiliary requests (A) and (B)

Caiml of the main request reads as foll ows:

"A nmet hod of meking a catal yst conposition conprising a
non-zeolitic inorganic oxide matrix in which are

di spersed (a) particles of a crystalline
netallosilicate zeolite conmponent, and (b) discrete
particles of a phosphorus-containing alum na conponent,
the nethod conprising formng respective dispersions in
the matrix of said zeolite conponent particles and said
al um na conponent particles, wherein the alum na
conmponent particles are prepared from al um na having a
BET surface area greater than 20 nt/g by dry m xi ng and/
or ball-mlling with an al kaline earth netal salt of
phosphori c and/ or phosphorous acid or by contacting the
al um na conponent with a slurry consisting solely of

wat er and acidified water and an al kaline earth netal
salt of phosphoric and/or phosphorous acid, said
contacting being effected before and/or after the
alumna is mxed wth other conponent(s) of the
cat al yst conposition.”

Caiml of auxiliary request (A) differs fromclaiml
of the main request in that the term™"acidified water"
has been replaced by "water w th phosphoric acid".

Caiml of auxiliary request (B) differs fromclaiml
of the main request in that the term"or acidified

wat er"” has been cancel | ed.

In a communi cation of 13 March 2002, the board
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addressed inter alia the follow ng points to be
di scussed under Article 123(2) and (3) and 84 EPC with
respect to claim1l1 of all requests:

(a) the change of category from product-by-process
type clains as granted to a nethod of naking a
cat al yst conposition;

(b) the basis in the application as originally filed
for the anended term "and/or ball mlling";

(c) the proper antecedent of the phrase "said
contacting being...conposition” in the anended
ver si on.

\Y/ By letter of 22 May 2002, the respondent raised the
point of admssibility of the appeal under Rule 65(1)
EPC for non-conpliance with the requirenents of
Rul e 64(b) EPC.

VI, By letter of 24 May 2002, the appell ant announced t hat
he woul d not attend the oral proceedi ngs and requested
that a decision being issued on the basis of the
witten subm ssions. In substance the appell ant
referred to the favourable argunents in the decision
under appeal on novelty and inventive step with respect
toclains 1 to 8 according to the fifth auxiliary
request underlying the decision under appeal.

VIIl. Oal proceedings were held on 3 July 2002 in the
absence of the appellant in conpliance with Rule 71(2)

EPC.

The argunents of the respondent can be sunmari zed as
fol | ows:

1903.D Y A
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(a) As to the admissibility of the appeal, the
deci si on under appeal conprised six separate
requests but the notice of appeal did not state
the extent to which anmendnent or cancell ation of
t hat deci sion was requested. This case was
different from decisions of the boards of appea
where the m ssing extent of the request in the
notice of appeal was construed as maintaining
unchanged the sol e request nmade in the first
I nstance.

(b) Regarding the formal requirenents of the
appel l ant's requests, the anended phrase "the
nmet hod conprising form ng respective di spersions
in the matrix of said zeolite conponent particles
and said al um na conponent particles" was not
understood and | acked clarity. The anended feature
"or ball mlling" had no basis in the application
as filed. The feature "said contacting ...
cat al yst conposition” had no proper antecedent in
claim1. Furthernore, the term"solely of ..." was
I nconsistent with the feature "said contacting
" as far as the alum na conponent has been
al ready m xed with other conponent(s) of the
catal yst conposition. Therefore, the requirenents

of Articles 84 and 123(2) EPC were not satisfied.

The appel l ant requested in witing that the decision
under appeal be set aside and that the patent be

mai ntai ned in anended formon the basis of the main
request, or, alternatively, one of the two auxiliary
requests, all filed with a letter dated 22 Septenber
1997.

The Respondent requested that the appeal be dism ssed.
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Reasons for the Decision

Adm ssibility of the appeal

1.1

1.2

1.3

1903.D

The respondent argued that the appeal was not

adm ssi bl e because of non-conpliance with the

requi renent of Rule 64(b) EPC that the notice of appea
shall identify the extent to which anmendnent or
cancel l ati on of the decision is requested.

According to the established jurisprudence, the
appeal 's scope can be ascertained fromthe totality of
the appellant's subm ssions, in particular, if the
extent to which cancellation of the decision is
requested is not expressly stated in the notice of
appeal. If no indication was made to the contrary, it
can be assuned that the appellant wished to file a
request in the appeal proceedings along the sane |ines
as that filed in the proceedi ngs before the opposition
di vision (Case Law of the Boards of Appeal of the

Eur opean Patent O fice, 4th edition 2001, VII.D. 7.4.1).

The deci si on under appeal revokes the patent in its
entirety. That decision was based on clains as granted
(main request) and five auxiliary requests.
Consequently, the broadest request to which the

appel lant referred in the opposition proceedi ngs was
that the opposition be dismssed inits entirety and
that the patent be nmintained as granted (see decision
under appeal, facts and subm ssions, point 3.;
patentee's letter of 1 June 1995, page 5, requests F
and point 3.1 of the decision under appeal).

Since in the decision under appeal none of the requests
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menti oned above was al |l owed, the patentee (appellant)
had conpletely |ost the case in the first instance. In
the notice of appeal it is stated that "The proprietor
Is a party which is adversely affected by the
deci sion dated 28 May 1997" and "The proprietor hereby
gi ves notice of appeal ...". There is nothing in the
file at the tine of filing the appeal to conclude that
the main request was no | onger maintained. In
particular, the fact that the proprietor filed
auxiliary requests as a fall back position in first
I nstance proceedi ngs gives no basis for the assunption
that the appellant does not want to proceed with his
previ ous main request in the appeal proceedings.
Consequently, in accordance with the cited case | aw,
the request in the notice of appeal can only be
construed in such a way that the decision under appea
be set aside inits entirety.

The respondent argued that the filing of anended
requests in the statenent of grounds of appea
confirmed that it had not been clear fromthe notice of
appeal which requests were nade.

However, the patentee, being the appellant, is not
bound to his requests in the notice of appeal and can
formul ate any further requests to the extent to which
he is adversely affected by the contested decision and,
in particular, may file anmended requests with the
statenent of grounds of appeal or even at a |later stage
of the appeal. Therefore, the subm ssion of nore
restricted clains in the course of appeal proceedi ngs
cannot influence the interpretaton of the notice of
appeal .

Fromthe above reasons it follows that the requirenents
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of Rule 64(b) EPC are net.

1.6 Since the appeal also neets the other form
requi renents under Rule 65(1) EPC, it is adm ssible.

Formal adm ssibility of claiml of all requests

Carity

2. The respondent argued that claim1 | acked a proper
antecedent with respect to the feature "said contacting
bei ng effected before and/or after the alumna is m xed
W th other conponent(s) of the catal yst conposition”
(Article 84 EPC).

2.1 According to claim1 as granted, the discrete particles
havi ng been prepared "by contacting alumna ... with a
phosphorus conpound ... said contacting being effected

before and/or after the alumna is m xed wth other
conmponent (s) of the catal yst conposition” (enphasis
added by the board). In the granted version the feature
"said contacting ..." therefore refers to all discrete

particles. The feature "said contacting ..." has,
however, a restrictive function in such a way that the
cl ai m does not include, in particular, a separate

m xi ng of the phosphorous conpound with the other

catal yst conponents before the contacting with the

al um na.

In contrast thereto, in claim1l as anended, the
"al um na conponent particles are prepared from al um na
by dry m xing and/or ball-mlling with an al kaline
earth nmetal salt of phosphoric and/or phosphorous acid
or by contacting the alum na conponent with a slurry
consisting solely of water and .... an alkaline earth

1903.D Y A
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nmetal salt of phosphoric and/or phosphorous acid, said
contacting being effected ...." (enphasis added by the
board). Thus, the preparation of the alum na conponent
particles in the anended version is specified by
different, independent alternatives wherein only one
alternative uses the term"by contacting...".
Consequently, in the anmended version the restrictive

feature "said contacting..." only refers to the feature
"by contacting the alumna with a slurry ..." the

ant ecedent of which is different fromthat of the
granted version. Since the feature "dry m xi ng and/ or
ball mlling" can be considered to include always sone
kind of contacting, it is not clear whether the
restrictive feature was not also neant to refer to

these alternatives.

If in the anended clai mversion the feature "said
contacting..." was construed as to refer only to the
step "by contacting..." as nentioned above (point 2.1),
an objection under Article 123(3) EPC arose.

According to granted claim1, all discrete particles
are prepared by contacting alumna with a phosphorus
conpound and the restrictive feature "said contacting
." applies to all discrete particles (see point 2.1
above). In conparison thereto, in the anended version
the restrictive feature "said contacting..." only
refers to the feature "by contacting the alumna with a
slurry ..." but not to the alternatives "by dry m xi ng
and/or ball mlling". Consequently, the restrictive
feature only refers to part of the preparatory step as

granted. Hence, the feature "said contacting ..." in
t he anended version has, according to a possible
interpretation, a less restrictive function than in the

version as granted so that the amendnent results in an
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ext ended scope of protection and anended claim1
contravenes Article 123(3) EPC

Hence, anmended claiml1l in itself is contradictory and
an appropriate basis for assessing the extent of
protection is, therefore, |acking. Consequently, the

cl ai med subject-matter for which protection is sought,
is not clearly defined and does not give a proper basis
for determning the protection conferred by the patent
so that the anmended version |acks clarity under

Article 84 EPC

Article 123(2) EPC

3.1

3.2

1903.D

The respondent argued that the anendnent "dry m Xing
and/or ball mlling ..." has no basis in the

application as filed (enphasis added by the board).

The anended version defines the preparation of the

al um na conponent particles by three different
alternate enbodi nents. The first alternative is "dry

m xi ng", the second alternative is "dry m xi ng and bal
mlling" and the third alternative is "ball mlling" as
such. According to the original description the
conmponent particles are prepared "by adding the
phosphate to the alum na either by .... dry mxing or
dry m xing coupled with ball mlling" (page 11, lines 5
to 9). The first and second enbodi nent find their basis
in this disclosure. However, the third alternative "or
ball mlling" of anmended claim 1l can not be derived

t herefrom

Ball mlling is used in exanple 4 according to which
227 grams of M,(PGO,),. 8H,O were m xed with SRA al um na
(71.6% solids) and ball mlled over night (page 8,
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lines 1 and 2). A simlar process is used in the
exanples 5 and 6. Apparently, these exanpl es describe
ball mlling in the absence of water and thus
illustrate the enbodi nent "dry m xing and (i.e. coupled
with) ball mlling" as clainmed. According to

exanple 10, "the alumna was ball mlled with the
magnesi um phosphate in water for a 16 hour period".
Al'though in this exanple ball mlling w thout dry

m xing is used, this enbodinent is restricted to the
presence of water and to the use of a specific
phosphat e conponent and cannot provide a basis for the
general i zed separate step "ball mlling". There are no
ot her exanples in which ball mlling is used to prepare
the discrete particles of phosporous-containing

al um na.

From the above it follows that the anended feature "or
ball mlling" inits general form to define a separate
al ternate process step, cannot be directly and

unamnbi guousl y derived fromthe application as filed.
Consequently, the anended feature contravenes the

requi renents of Article 123(2) EPC

The appel |l ant has not made any attenpt to renmedy the
above deficiencies which had been addressed in the
board' s conmmuni cati on.

From the above it follows that none of the requests
neets the requirenments of Article 84 as well as
Article 123(2) EPC. Consequently, all requests nust
fail.

In view of the deficiencies indicated above, the board
sees no need to discuss any further points addressed in
the board's conmmunication or raised by the respondent.
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Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

C. Eickhoff R. Teschenmacher

1903.D



