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Summary of Facts and Subm ssi ons

3256. D

The mention of the grant of the European patent EP-B-
0 511 722 was published on 25 January 1995 (Bulletin
95/04). The patent derives fromthe divisional
application No. 92 202 244.7 of the European patent
application No. 90 200 422.5, published as EP-A-

0 385 539 (parent application).

An opposition based on Articles 100(a) and (c) EPC and
requesting the revocation of the patent in its entirety
was filed by the respondent (opponent). The objection
under Article 100(c) EPC was directed to clains 1, 3
and 4 in so far as each of these clains contains the
expression "mlk line systenf instead of the expression
"circular line" referred to in the divisional
application as filed. In the notice of opposition, it
was stated inter alia that "... inclaiml and 4 of the
granted patent, the circular line (5) has been anmended
to "the mlk line systenm..." (cf. page 4, 4th

par agr aph).

In a reply dated 12 March 1996 the appel | ant
(proprietor) sought to overcone the Article 100(c) EPC
objection by replacing the term"mlk |line system in
dependent clains 2 to 4 and 6 by the term"circular
line (5)" and requested nai ntenance of the patent in

anended form based on Clains 1 and 5 in the form

as granted and Clains 2 to 4 and 6 in anended form..".

Wth a further letter dated 12 Septenber 1996 the

respondent nmai ntai ned the objection under
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Article 100(c) EPC "...since all the necessary
anmendnent s have not been perfornmed"” and asserted that
inclaiml (lines 21 to 23) "... the expression 'mlKk
line system should be read 'circular line'" in order
not to contravene the requirenents of Article 123(2)"
(cf. page 1, 1st paragraph). This letter was attached
to the EPO Form 2911 (brief conmunication) dated

25 Septenber 1996 and forwarded by the opposition
division to the proprietor with the invitation to take
note of the respondent's letter.

Wth its decision dispatched on 22 May 1997 the

opposi tion division revoked the patent pursuant to
Article 102(1) EPC for failure of Claim1l as granted to
meet the requirenents of Article 76(1) EPC

(Article 100(c) EPC).

On 1 July 1997 a notice of appeal was | odged agai nst
t he above identified decision by the appellant and on
the sanme date the appeal fee was received. The
statenment of grounds of appeal was received on

1 Septenber 1997.

Together with the statenent of grounds of appeal the
appellant filed a new Caiml. In a first part of the
statenent of grounds of appeal (page 1 to page 3, 2nd
paragraph) which refers inter alia to the brief
communi cation of the opposition division dated

25 Septenber 1996 (EPO Form 2911) it is argued that a
substanti al procedural violation had occurred. In a
second part (page 3, 3rd paragraph to page 4, 1st
paragraph) the new Claim1l is referred to and it is

stated that "This new claim1 takes away all the

3256. D
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objections raised in the reason for the decision...".
The appel |l ant requested with the statenent of grounds
of appeal that the appeal fee be reinbursed and the
case be remtted to the opposition division, "such that
the proprietor will have an opportunity to reply to the
brief comunication of Septenber 25, 1996" (cf. page 3,
2nd paragraph). Subsidiarily, it was requested that the
i mpugned deci sion be set aside and the patent be
mai nt ai ned on the basis of the new Cdaim1l (cf. page 3
3rd paragraph).

Wth a letter dated 24 February 1998 the respondent

rai sed the issue of the admssibility of the appeal.
The respondent stated that the clainms in the formas
now on file had neither been presented to the

opposi tion division nor indicated or foreseen in the
notice of appeal. On the basis of an all eged
contradiction between the filing of anmended clains and
the request for "maintenance in full of the patent” in
the notice of appeal, the respondent concl uded,
firstly, that these anended clains effectively forned
the main request of the appellant, secondly, that no
proper grounds of appeal had been presented in support
of such a request and, thirdly, that the appeal

therefore was to be rejected as being i nadm ssi bl e.

In a comuni cation dated 15 May 1998 t he board
expressed its provisional opinion. The board held the
appeal to be adm ssible, that no substantial procedural
vi ol ati on had been denonstrated and that the request
for a refund of the appeal fee therefore was not
justified. The board also stated its intention to remtt
the case to the first instance for further prosecution

on the basis of the anended d ai m 1.

3256. D
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VII. Wth a letter dated 21 October 1998 the respondent
requested that the follow ng questions be referred to
t he Enl arged Board of Appeal:

1. "Can an appeal against a decision to revoke the
patent, made by an Opposition Division, i.e. in

proceedi ngs inter partes be regarded as

substantiated by the nmere filing of amended cl ai ns
not earlier submtted to the Qpposition D vision,
wi t hout any argunentati on being made within the
time period stipulated in Article 108, third

sent ence, against the decision as such?"

2. If the answer to the question above is yes, is
this still the case if the anended cl ains prima
facie contravene Article 123(3) or 123(2)?"

VI1I. Oal proceedings were held on 17 Novenber 1998.

During the oral proceedings the appellant filed an
amended Claim 1 upon which its main request was based.

The appell ant al so submtted a subsidiary request.

Claim1l according to the main request of the appell ant

is worded as foll ows:

"Amlking plant for mlking cows, with a circular

line (5) to which the discharge line (9) of a mlKking
machi ne is connected, a mlk tank (6) included in said
circular line (5) and a punp (64) for circulating the
mlk fromthe mlk tank (6) therethrough, characterized

in that the mlking plant conprises one or nore mlking

3256. D Y A
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machi nes for automatically mlking cows, each
conprising a discharge line (9) connected to said
circular Iine (5) and being provided with a mlking
robot for automatically connecting teat cups to the
teats of a cow and with a m | king neasuring device (4),
and in that the mlk tank (6) is constituted by a mlk
cooling tank and in that the punp (64) is provided for
keeping the mlk in notion in the circular line
preventing mlk residues fromsettling in the circular

line."

As to the admssibility of the appeal, the appellant
argued that its appeal was adm ssible not only because
of the subm ssion of an anended Claim1 taking away the
objections raised in the inmpugned decision but also
because in the statenent of grounds of appeal extensive
argunent ati on was advanced in support of the allegation
of a substantial procedural violation.

As to the procedural violation, the appellant argued
that the brief conmunication dated 25 Septenber 1996
was m sleading since it contained neither an explicit
invitation to submt further observations nor a fair

i ndication of the possibility to do so at that stage of
t he proceedi ngs but only an invitation to take note of
a letter of the opponent. Consequently, and in fair
expectation of a subsequent comruni cati on under

Article 101(2) EPC signalling the opinion of the
opposition division, the appellant filed no such
observations. The appell ant was therefore not only
taken by surprise by the decision of 22 May 1997 to
revoke the patent, he was at the sane tine denied the
opportunity stipulated in Article 113(1) EPC to present

his comments. Such an infringenment of the right to be

3256. D
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heard nmust be seen as a substantial procedural

vi ol ation, which as such justifies a refund of the
appeal fee under Rule 67 EPC. Mreover, the proprietor
argued that the wording of Article 101(2) EPC, "as
often as necessary", in relation to an invitation to
file observations, is to be interpreted as neaning 'at
| east once' and that the absence of such an invitation
therefore amounts to a procedural violation in the
sense of Rule 67 EPC

Concerning the adm ssibility of the appeal the
respondent essentially argued that in order to be

adm ssi bl e an appeal not only had to chall enge the

i mpugned decision, it also had to contain argunents why
t he decision was wong. The nere filing of new or
anmended cl ains would not neet this requirenment for
substantiation, and thus the present appeal could not
fulfil Article 108, third sentence, EPC. |In consequence
t he appeal had to be deened i nadm ssi bl e under

Rule 65(1) EPC. In this respect, the respondent also
referred to sone previous decisions of the boards of

appeal .

The respondent also submtted that the anended cl ai ns
as now filed could and shoul d have been filed at an
earlier stage of the proceedi ngs since the appellant
had been fully aware of the outstandi ng deficiencies
since the very begi nning of the opposition proceedi ngs.
That the appellant in these circunstances had chosen to
delay the filing of such necessary and evi dent
anmendnents only until during the appeal proceedi ngs was
seen as an abuse of procedure and a further reason to

rej ect the appeal as inadm ssible.

3256. D Y A
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The respondent al so argued that the primary issue of an
appeal nust be an issue exhibiting a clear link to the
substance of the inpugned decision and that any ot her
issue raised in the grounds of appeal is therefore of
secondary inportance. Since the present patent was
revoked for a deficient claiml1 with respect to

Article 76 EPC, the adm ssibility of the appeal as such
had to be determ ned solely on the basis of the

subm ssions of the appellant in this respect, in
particular with reference to Article 108, 3rd sentence,
EPC.

Referring to the alleged procedural violation the
respondent essentially argued that the ground on which
t he patent had been revoked had been known to the
appel l ant from the begi nning of the opposition

pr oceedi ngs.

On the subject of the request of the appellant for
remttal of the case to the first instance for further
prosecution on the basis of the anended Claim1l filed
during the oral proceedings, the respondent agreed that
the case had to be remtted to the first instance if
its main and auxiliary request were to be rejected.
However, with respect to the anended Caim1, the
respondent expresses the viewthat the filing of an
anended Caim1l1 during the oral proceedings anounted to

a unallowable late filing.

Concerning the adm ssibility of the anendnents to
Claim1l with regard to Article 123 EPC, the respondent

essentially argued as foll ows:

3256. D Y A
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According to Claiml of the patent as granted, the
punp 64 is provided for keeping the mlk in notion in
the mlk line system Since Claim1l of the patent as
granted specifies that the mlking plant is provided
with "a mlk |line systemconprising a circular line",
the term"circular line" has to be construed as
defining a part of the "mlk |line systeni. Because of
the deletion of the wording "a mlk Iine system
conprising” fromthe pre-characterising portion of
Claim1l as granted and of the replacing of the term
"mlk line systenf by the term"circular line", Caiml
can be interpreted as relating to a punp which does not
keep the mlk in notion in the remai nder of the "mlKk
line system. This has the effect of broadening the
scope of the claimand constitutes a violation of
Article 123(3) EPC

Xl . The appellant's main request was for the case to be
remtted to the first instance for further prosecution
on the basis of the anended Claim1l as filed during the
oral proceedings. As a subsidiary request the appell ant
requested remttal to the first instance on the basis

of Caiml as filed with the grounds of appeal.

The respondent's nain request was for the appeal to be
decl ared i nadm ssi bl e. The respondent's subsidiary
request is for referral to the Enlarged Board of Appeal

of the questions referred to in the above section VII.

Reasons for the Decision

1. The adm ssibility of the appeal and the respondent's

3256. D Y A
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request to refer two questions to the Enl arged Board
of Appeal

According to Rule 65(1) EPC an appeal has, in order
not to be rejected as inadm ssible, to conply with
Articles 106 to 108 and with Rule 1, paragraph 1, and
Rul e 64(b) EPC. In the present case conpliance with
Article 108, third sentence EPC is of particul ar
interest since in the respondent’'s opinion such
conpliance is not present, as no witten statenent
properly substantiating the grounds of appeal has been
filed.

According to Rule 64(b) EPC a notice of appeal shal
contain "a statenment identifying the decision which is
i mpugned and the extent to which anmendnent or

cancel lation of the decision is requested”, and
according to Article 108, third sentence, EPC "a
witten statenent setting out the grounds of appeal
nmust be filed".

3256.D Y
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In the notice of appeal the appellant states that
“...maintaining in full of the patent in suit is
requested...". This statenent clearly neets the forma
requi renents of Rule 64(b) EPC. Wth respect to
Article 108 EPC, third sentence, the case | aw of the
Boards makes it unequivocally clear that the
expression "grounds of appeal™ inplies the
specification of the |egal and factual reasons why the
deci si on under appeal should be set aside. Wile
referring to Article 113(1) EPC for the | egal basis of
its request, the appellant stated furthernore in the
statenent of the grounds of appeal that a substantial
procedural violation has taken place and gives a two-
page, detailed factual account in support of this
view. The board sees no reason why this reason and the
acconpanyi ng substanti ation thereof should not suffice
to satisfy Article 108, third sentence, EPC. Moreover,
the decision as to whether an appeal is adm ssible or
not takes into account neither the rel evance of the
argunent s brought forward nor the degree of
objectivity of the sane. This neans that nornmally al so
unconvi ncing or even incorrect argunments will suffice
to render an appeal admi ssible. The nerit of such
argunents w Il however be taken into account during

t he appeal proceedings and thus be reflected in the
final decision

For the above reasons, the appeal is adm ssible at

least in so far as the statenent of grounds of appeal
refers to the alleged procedural violation. In other
words, the first part of the statement of grounds of
appeal is sufficient to render the appeal adm ssible.

In this respect the board finds nowhere in the EPC
support for the notion of what could be terned

3256.D Y
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"partial adm ssibility' of an appeal; an appeal is

ei ther adm ssible or inadm ssible. During the oral
proceedi ngs, the respondent expressed agreenment with
this finding and acknow edged that parti al

adm ssibility of an appeal was not provided for under
t he EPC.

Those argunents of the respondent which relate to the
filing of a newCaiml are irrelevant in so far as
they did not relate to the aspect of a possible
procedural violation. In other words, the appeal would
have been adm ssible, even if the statenment of grounds
of appeal had referred only to the all eged procedural
vi ol ation. For these reasons, also the argunents of

t he respondent according to which the statenent of
grounds of appeal has no link to the substance of the
i mpugned deci si on, cannot be accept ed.

As accounted for above, the appeal cannot be decl ared
i nadm ssi ble due to the presence in the statenent of
t he grounds of appeal of both a specific |egal reason
and argunentati on based on facts and rel ated thereto
(Article 108 EPC). The specific |legal reason is an

al | eged substantial procedural violation due to the
al l eged fact that the decision did not satisfy the
requi renents of Article 113(1) EPC. Since the
respondent’'s request for referral to the Enlarged
Board of Appeal addresses a different reason, i.e. the
filing of amended cl ai ns, no decisive connection

exi sts between the two reasons. In consequence, the
answering of the questions which were to be presented
to the Enlarged Board of Appeal would have no bearing
on the board's decision on adm ssibility in the
present case.

3256. D U
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The respondent’'s request for referral to the Enlarged
Board of Appeal (Article 112(1)(a) EPC) is therefore
rej ect ed.

The alleged procedural violation and the appellant®s
request for reimbursement of the appeal fee

Article 101(2) EPC stipulates that in the exam nation
of the opposition the opposition division shall "as
often as necessary" invite the parties to file
observations. No basis for the notion that this has to
be interpreted as neaning 'at |east once' can be found
by the board. On the contrary, according to the case

| aw of the Boards the opposition division may - based
on the particulars of a given case - even interpret
this termto nean that no such invitation, viz.

conmuni cation, is necessary. Rule 58(3) EPC and the
wor di ng thereof that "where necessary, any

comuni cation to the proprietor ... pursuant to
Article 101 EPC, paragraph 2, shall contain a reasoned
statenment ...[which where]... appropriate shall cover
all the grounds agai nst the maintenance..." only
applies to the case where a comruni cation iIs issued,
and cannot be interpreted to nean that in any case
such a conmuni cation has to be issued.

The above has been confirmed in a plurality of

deci sions of the technical boards of the EPO, see for
exanple T 275/89, Q) EPO 1992, 196, section 3.2 of the
reasons, and T 538/89, section 4.2 of the reasons. In
both cases it is concluded that the nmere absence of at
| east one communication under Article 101(2) EPC
cannot as such serve to substantiate an all eged
violation of the right to be heard under Article 113
EPC. The latter article nerely stipulates that a

3256. D Y A
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deci son can only be made on grounds on which the
parti es have had an opportunity to comment. If the
particulars of a case are such that this opportunity
is given already w thout such a comuni cation fromthe
opposi tion division, then no such conmuni cati on nust
be issued.

In the present case, the ground on which the patent
had been revoked had been known to the appellant from
t he begi nning of the opposition proceedings. It is
clear fromthe notice of opposition that an objection
under Article 100(c) EPC with regard to the term"mlk
line system was directed not only to the dependent
Claims 3 and 4 but also to the independent Caim1l of
the patent as granted. Therefore, the basis for the
decision to revoke the patent was already in the
notice of opposition, and the decision to revoke the
patent and the reason therefore thus could not have
cone as a surprise to the appellant. In other words,

t he i mpugned deci si on was based on a ground on which
t he appel |l ant had had an opportunity to present its
comments (Article 113(1) EPC)

Having regard to the coments in the above

section 2.2, the appellant's argunents relating to the
fact that the brief comrunication dated 25 Septenber
1996 did not contain an explicit invitation to submt
further observation are not relevant in the present
case, since it does not change or influence the above
reasoni ng.

The board thus finds that no substantial procedural
viol ati on has taken place. This al so neans that the
second requirenent of Rule 67 EPC has not been net and
that a rei nbursement of the appeal fee therefore is

3256. D
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not equitable.

Therefore, the appellant's request for the
rei nbursenent of the appeal fee is rejected.

I ncidental ly, the board notes that even in

ci rcunst ances where no formal obligation exists to
issue an invitation pursuant to Article 101(2) EPC,

t he opposition division may still informthe parties
of its intentions. Such an approach could have nade
the overall|l proceedi ngs before the EPO nore efficient.

The filing of an amended Claim 1 during the oral
proceedings

The board cannot accept the argunents of the
respondent that the filing of Claim1l according to the
mai n request of the appellant constitutes an
unal l owabl e late filing. The anmendnment to Claim1l
according to the main request of the appellant with
respect to Claiml filed with the statenment of the
grounds of appeal is only a mnor, clarifying one

whi ch does not affect the scope of the claim

Moreover, it was occasioned by a discussion during the
oral proceedings.

The interpretation of Claim 1 of the patent as granted
and the admissibility of the amendments

In order to exam ne whether the amendnents to Caiml
of the main request of the appellant conply (or not)
with the requirenents of Articles 123(2) and (3) EPC,
it is necessary to identify the subject-matter of
Claim 1l as granted and the correspondi ng extent of
protection.

3256. D
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Since the anendnents to Claim 1l concern the
expressions "mlk line system and "circular line" as
well as their relationship, the nmeaning of these
expressions has to be established in order to
determ ne how t hese expressions contribute to define
the extent of protection.

1.1 Claim1l as granted specified inter alia the follow ng
features which relate to these expressions:

(a) the mlking plant is provided with a milk line
system conprising a circular line (5),

(b) a punp (64) is included in said circular line for
circulating the mlk fromthe mlk tank (6)
t heret hrough (i.e. through the circular line),

(c) the punp (64) is provided for keeping the mlk in
notion in the milk Iine system preventing mlKk
residues fromsettling in the milk line system.

The rel ationship between the "mlk line systenf, the

“circular line" and the "punp" is not unanbi guously

defined in Caim1l as granted.

1.2 In order to determ ne the neaning of these expressions
in the context of Claiml1l and their contribution to
the extent of protection (Article 69 EPC), description
and draw ngs shall be used.

These expressions occur firstly in the opening
paragraph (colum 1, lines 3 to 8) and then in the
third paragraph (colum 1, lines 18 to 30) of the

i ntroductory part of the description of patent as
granted. Since these paragraphs recite respectively

3256.D Y
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t he preanbl e and the characterising portion of
Caim1l1, they are not helpful in interpreting daiml
with respect to the neaning of these expressions.

Wiile the term"circular line" does not occur any

I onger in the introductory part of the description of
the patent as granted, other passages of the
introductory part of the description refer to the
expression "mlk line systeni:

According to the paragraph in colum 1, lines 39 to
44,

"the mlIk line systemextends through at |east part of
a cow shed" (feature 1), and

"as the milk line system is not provided for cooling
purposes and m |k already cooled is punped through the
milk line system, this system has to be insulated ..."
(feature i1; enphasis added).

In the paragraph in colum 1, lines 45 to 57 it is
stated that

"...rinsing fluid is circulated through the milk line

system by neans by neans of said pump™ (feature 1il)
and

"as the mlk in the milk line system only must be kept
in notion, the pump nay operate at two speeds..."
(feature 1v).

In the detail ed description of the enbodi nent
represented in the drawings refers, the term"circul ar
line 5" occurs many tines. It is clear fromthis part

3256. D Y A
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of the description that

the punp 64, which can be operated a two different
speeds, is incorporated in the circular line 5
(feature iv), see colum 7, lines 32 to 34,

the mlk is circulated fromthe mlk cooling tank
through the circular line 5 in order to keep the mlk
in nmotion and to prevent mlk residues from bei ng
deposited in the circular line 5 and the circular line
is thermally insulated (feature ii), see colum 7,
lines 34 to 40, and

arinsing fluid is circulated by the pump in the
circular line 5 (feature iii), see colum 7, lines 44
to 49.

Moreover, in Figures 1 and 2 a circular |ine provided
with the reference nunber 5 and including a tank
provided with the reference nunber 6 is represented

as extending through part of a cow shed (feature i).

Thus, the features ii to iv and the indication i
derivable fromFigures 1 and 2 correspond

unequi vocally with the features 1 to iIv in the
introductory part of the description.

. 1.3 The term"m |k |line systenf occurs also in a passage
of the detailed description (colum 6, line 39 to
colum 7, line 24). However it is clear fromthis
passage that this termis used with a different
nmeaning as in features 1 to iv nmentioned above.

3256.D Y
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In particular, the "mlk line systeni referred to in
this passage of the detail ed description corresponds
to the line systemrepresented in Figure 2 as
including the lines 3, 8 and 9. In fact, the wording
in colum 6, lines 39 to 49 (describing the rinsing of
the circuit once the m | king operation has been
conpleted) inplies that this circuit only conprises
the |lines extending between the teat cup 2 and the
three-way valve 60, i.e. lines 3, 8 and 9 of the

m | ki ng machi ne, and not the circular line 5. The
passage in colum 6, lines 50 to 54 states that the
common m |k discharge line 9, which is |ocated
downstreamof lines 3 and 8, is connected to the
circular Iine 5 by neans of a three-way valve 60. In
its first position this valve 60 connects line 9 to
the circular line 5 and in its second position it
connects line 9 to a second rinse line 61. Rinsing of
lines 3, 8 and 9 is done with valve 60 occupying its
second position and by circulating rinsing fluid

t hrough the so-called rinse line systemincl uding
lines 58, 3, 8, 9 and 61 by neans of alternating
vacuum and pressure as dictated by sw tching

el ement 17.

Thus, it is clear that the circular line 5 cannot be
included in this rinsing process due to the position
of valve 60. The rinsing schene of the m|king nmachine
- as such - is carried out after each m | Kking process.

Moreover, the circular line 5 is rinsed separately by
circulating rinsing fluid therethrough by nmeans of
punp 64, see colum 7, lines 42 to 49. The lines 3, 8
and 9 cannot be included in this rinsing process due
to two circunstances. First, no direct connection is
possi bl e between the circular line 5 and the second

3256. D Y A
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rinse line 61 since this possibility is not offered by
val ve 60. Second, even if rinsing fluid in principle
could enter 'upstreami through valve 60 and into the
common di scharge line 9, then further flow in
direction of the mlk neasuring device 4 and line 3
woul d be inpossible due to the presence of a non-
return val ve 25, see also colum 4, lines 15 to 20.
The circular line 5 is only cleansed a fewtines a
week.

In other words, the rinsing circuits conprising the
lines 3, 8 and 9, on the one hand, and the circul ar
line 5, on the other hand, are separate circuits
serving different purposes and subjected to different
and separate rinsing procedures. Circulation of mlk
in the neaning of the present patent does not take
place in the lines 3, 8 and 9 and rinsing of these
lines is not carried out by nmeans of punp 64.

4.1.3.1 Therefore, the board cannot accept the argunment of the
respondent according to which in Caim1l as granted
the circular line fornms only part of the mlk Iine
system and that the punp 64 thus may be able to effect
any circulation in any other part of the systemthan
the circular |ine proper.

4.1.3.2 Wth regard to the respondent's comments on the 'dead
end' piece of line between the valve 60 and the
circular Iine 5, the board finds nowhere in the patent
specification support for the notion that this may
inply the presence of other parts of the mlking
plant. In the opinion of the board, the skilled person
nerely recognises this to be a possible problem zone
of the circuit and that this connection piece
therefore has to be m nim sed.

3256. D Y A



- 20 - T 0774/ 97

4.1.4 Havi ng regard to the above comments, it nust be
understood fromthe description and the draw ng of the
patent as granted that there is identity between the
meani ngs of the expressions "mlk |line systenf and
“circular line" used in Claim1l of the patent as
gr ant ed.

4.1.4.1 The respondent pointed out that Caim1l of the patent
as granted specifies in the preanble the feature that

(b) a punp (64) is included in said circular line for
circulating the mlk fromthe mlk tank (6)
t heret hrough (i.e. through the circular line),

and in the characterising portion the feature
t hat

(d) the punp [is suitable] for keeping the mlk in
noti on in the milk line system.

In this respect the appellant argued that, if the
meani ng of the terns "circular line" and "m |k |ine
systenf were to be the sane, features (b) and (d)
woul d have the sane information content. Since the
appel l ant had introduced feature (d) in the
characterising portion of Claim1l in order to

di stinguish its subject-matter fromthe prior art,

t hese ternms could not have the sane neaning.

The board cannot accept this argunent of the
respondent for the follow ng reasons:

Feature (d) has been isolated fromthe context of the

characterising portion of Claiml as granted. In fact,
t he second part of the characterising portion of
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Caim1l reads as foll ows:

(c) the punp (64) is provided for keeping the mlk in
notion in the milk line system preventing mlKk
residues fromsettling in the milk line system.

Thus, the information content of feature (c) goes
beyond the information content of feature (b), in so
far as feature c) also indicates the purpose (i.e.
preventing mlk residues fromsettling ...) of the
mlk circulation in the mlk line system(i.e. in the
circular line).

The amendnents to Caim1 as granted concern
features (a) and (c) referred to in the above
section 4.1.1, which were anended to

(a") the mlking plant is provided with a circular
line (5),

(c') the punp (64) is provided for keeping the mlKk
in nmotion in the circular line preventing mlKk

residues fromsettling in the circular line.

These anmendnments have a basis (Article 123(2) EPC) in
t hose passages of the description of the divisional
application as filed (see page 9, lines 14 to 33) and
of the parent application as filed (see EP-A-385 5309:
colum 12, lines 26 to 49) which correspond to the
features 11 to iv referred to in the above

section 4.1.2.

Having regard to the comments in the above
section 4.1.4 these anendnents cannot result in an
extension of the protection (Article 123(3) EPC)
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Wth respect to the allowabily of this anmendnent in
the light of Articles 123(2) and (3) EPC, the board

al so notes that anmendments solely serving to renove

i nconsi stenci es between the subject-matter of a claim
and the acconpanyi ng description do not per se
infringe said Articles, see e.g. T 271/84, QJ 1987,
405, section 2.

Therefore, the board finds that Claim1l of the main
request of the appellant does not contravene
Article 123 EPC.

The opposition division did not deal with the

opposi tion ground according to Article 100(a) EPC. The
board finds it inappropriate to decide this issue and
makes use of its power under Article 111(1) EPC to
remt the case to the first instance for further
prosecuti on.

For these reasons it is decided that:

3256. D

The request for referral to the Enlarged Board of
Appeal is refused.

The appeal is adm ssible.

The deci sion under appeal is set aside.

The case is remtted to the first instance for further
prosecution on the basis of the main request of the
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appel | ant.

5. The request for reinbursement of the appeal fee is
ref used.

The Regi strar: The Chai r man:

N. Maslin C. Andries
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