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Summary of Facts and Submn ssions

1206.D

These appeals are froman interlocutory decision of the
Qpposi tion Division concerning the mai ntenance of

Eur opean patent No. 0 335 584 in anended formon the
basis of a second auxiliary request submtted by the
patent proprietors in their letter of 29 April 1996 as
"first auxiliary request” and containing 8 clains. Said
patent was directed to a bl eaching conposition. The

I ndependent clains 1, 5 and 6 as nai ntai ned read:

"1. A bl eaching conposition obtained by including a

f oam depressing agent in an aqueous m xture of a

bl eachi ng agent and a foam ng synthetic detergent,

whi ch foam depressing agent is a silicone which is not
stabl e therein, packing the conposition in containers
and optionally then storing the containers.

5. A container having therein bl eaching conposition
according to any one of the preceding clains.

6. A process for the production of an aqueous

bl eachi ng conposition conprising an aqueous n xture of
a bl eaching agent and a foam ng synthetic detergent,
characterized by including a foam depressing agent
which is a silicone which is not stable in the m xture,
and packing the conposition in containers while foan ng
is inhibited by the presence of the foam depressing
agent . "

Bot h the opponent and the proprietors - hereinafter
call ed appellant | and appellants Il, respectively -

appeal ed fromthis decision.

Appel lant |1 had based its opposition on the ground that



1206.D

- 2 - T 0765/ 97

the patent in suit contained non-adm ssible anendnents
(Article 100(c) EPC) and on | ack of novelty and

i nventive step (Articles 100(a), 54 and 56). In the
noti ce of opposition the follow ng docunents were
cited:

(1) EP-A-0 021 581

(2) Sam a Haneedi, "Silicone foam control agents”,
HAPPI, vol. 25, 3, 1988, 39, 40;

(3) GB-A-1 019 353

(4) FR-A-1 579 168

(5) FRA-2 232 344

(6) EP-A-0 047 630.

During the opposition proceedi ngs both appellant | and
appel lants Il had subm tted experinental reports.

In its decision, the Opposition Division held that the
patent in suit as anmended conplied with the

requi renments of Article 123(2) and (3) EPC, since "a
desired al kaline pH' replacing "a required al kaline pH'
was not to be objected to, as both expressions were not
much different in scope (page 5, line 13 of the
application as filed; page 3, line 21 of the patent in
suit). In a passing remark it was al so said that the

i nvention was sufficiently disclosed in accordance with
Article 83 EPC. It was further held that the clained
subj ect-matter was novel over the cited prior art since
none of the docunents (2) to (6) disclosed an aqueous
bl eachi ng conposition. Docunent (1) did not disclose
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conposi tions containing a foam depressing agent. Thus,
the conpositions of the patent in suit differed from
those of docunent (1) by the presence of the species
resulting fromthe degradation of the foam depressing
agent. Assessnent of inventive step was, inter alia,
based on docunents (1) and (2). Docunents (3) to (6)
coul d not represent conmon general technical know edge;
the gist of the invention was based on the instability
of the silicone foam depressing agents towards bl each;
t he foam depressi ng agent avoi ded foam ng during
filling containers, but after storage, once the foam
depressi ng agent was degraded, the conposition
recovered its foam ng property.

Appel lant | argued in essence as foll ows:

The patent as anended violated Article 123(2) EPC as
did the patent as granted, since the clained

conposi tions now could be acidic, neutral and al kali ne,
whereas originally they could only be al kaline
according to the application as filed.

The patent in suit violated Article 83 EPC since it
contai ned no instructions how to execute the invention
under neutral and acidic conditions and since it was

i npossible to identify the deconposition products of
the foam depressing agent, in particular of the non-
stabl e silicones.

The cl ai ned subject-matter was anticipated by the state
of the art as disclosed in docunent (1).

The cl ai ned subj ect-matter was not inventive, taking
docunent (2) as the starting point for evaluating
inventive step in view of the disclosure of
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citations (3) to

(7) US-A-3 113 930,

this latter docunent having been submtted by
appellant I with the letter dated 21 Decenber 2001.

Appel lants Il argued in essence as follows:

Docunent (2) did not identify the liquid products
contai ning high foam ng anionic surfactants; further it
di d not indicate when or how the foam control m ght be
delivered. A distinction was nmade between a defoam ng
agent knocki ng down foam qui ckly and an antifoam agent
havi ng an enduring action. The decision of the
Qpposition Division ignored that sone defoaners m ght
after a period of tine still be capable of interfering
to sone extent with foam generation, because they did
not deconpose conpletely and thus preserved sone of
their foam depressing property, so that they were not
able to solve credibly the problemof the patent in
suit. However, according to the patent in suit, the

bl eachi ng conposition had to recover its foam ng
property. Docunent (2) therefore would not give useful
hints to the skilled person.

At the beginning of the oral proceedings, the Chairmn
requested that the parties clarified their requests, in
particular with respect to Articles 83 and 123 EPC,

t hereupon, appellants Il replaced all the requests by a
mai n and an auxiliary request; the set of clains of the
mai n request was identical with the set of clains as
mai ntained. Claiml1 of the set of 6 clains of the
auxiliary request was identical with claim®6 of the
mai n request; they also submtted an anended page 3 of
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the patent in suit valid for both requests, on which
the word "desired" was replaced by the word "required"
as originally disclosed (application as originally
filed, page 5, line 13; patent in suit, page 3,

line 21). Appellant | wthdrew the objections raised
under Articles 83 and 123 EPC

Appel l ant | requests that the decision under appeal be
set aside and that the patent No. 335 584 be revoked.

Appel lants Il request that the decision under appeal be
set aside, and that the patent be naintained, on the
basis of the main request, or alternatively, on the
basis of the auxiliary request, both submtted during
oral proceedings, together wth anmended page 3 of the
description, valid for both requests.

At the end of the proceedings the chairman announced
t he decision of the Board.

Reasons for the Decision

1206.D

Mai n request

Article 100(b)(c) EPC

Appellant 1l deleted the word "desired" fromthe
description and reinstated the word "required" as
originally used; this anendnent restored the initia
expression "required pH' (application as originally
filed, page 5, line 13; patent in suit, page 3,

line 21) which does not | eave roomfor interpretation;
the basis for the objection under Article 100(c) EPC
was thereby renoved.
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The Board is satisfied that the patent in suit neets
the requirenents of Articles 83. Since the respective
obj ection was withdrawn no further details need to be
gi ven.

Novel ty

Claiml

Caim1l concerns a bl eaching conposition obtained by

i ncl udi ng a foam depressi ng agent in an agueous m xture
of a bl eaching agent and a foam ng synthetic detergent,
whi ch foam depressing agent is a silicone which is not
stabl e therein, packing the conposition in containers
and optionally then storing the containers.

Appel lant 1 contested novelty as agai nst docunment (1)
whi ch di scl osed a bl eachi ng conposition containing,
inter alia, an aqueous solution of alkali netal
hypochl orite, ie a bleaching agent, and surfactants,
inter alia, am ne oxide, ie a foam ng detergent but no
foam depressing agent. It argued that this bl eaching
conposition could not be distinguished fromthe

bl eachi ng conposition of Caim1 since the foam
depressi ng agent, because of its instability, was no
nore present. A foam depressing agent representing a
techni cal feature which woul d di sappear could not be
retai ned for establishing novelty.

According to appellants Il the foam depressi ng agent
deconposed i nto degradati on products which could be
identified by known anal yti cal nethods such as gas

chr omat ogr aphy and mass spectroscopy. The residues
resulting fromthe degradation of the foam depressing
agent would anbunt to a distinctive feature in respect
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to the conposition disclosed by docunment (1).

There was no di spute about the follow ng findings
concerni ng the degradation products: docunent (1) did
not descri be degradati on products of the foam
depressi ng agent and degradation products of the

f oam depressi ng agent were present in the bleaching
conposition of daim1 which could be identified by the
above nentioned nethods. The residues are a function of
the fornmula of the foam depressing agent and thus nay
degrade in residues being different fromeach other and
may not be defined by a single expression enconpassing
all of them

In the Board' s judgenent the degradation products
represent a product feature which distinguishes the

bl eachi ng conposition fromthe bl eaching conposition of
docunent (1).

Therefore, the subject-matter of Claim1l neets the
requirenents of Article 54(1)(2) EPC

Clains 5 and 6

The subject-matter of Caim5 is directed to a

contai ner and refers back to Claim1l. |ndependent
Caim6 is directed to a process conprising the
addition of a silicone foam depressing agent, which is
not stable in the m xture.

Therefore the reasoning at point 1.2.1 applies nutatis
mutandis to the subject-matter of Clains 5 and 6. Hence
the subject-matter of Clains 5 and 6 neets also the
requirenents of Article 54(1)(2) EPC

I nventive step
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Claim1 concerns a bl eaching conposition obtained by

i ncludi ng a foam depressi ng agent in an agueous m xture
of a bl eaching agent and a foam ng synthetic detergent,
whi ch foam depressing agent is a silicone which is not
stabl e therein, packing the conposition in containers
and optionally then storing the containers.

Such bl eachi ng conpositions were di sclosed by

docunent (1) which concerned an aqueous thickened

bl eachi ng conposition contai ni ng aqueous hypochlorites
tending to flow off sloping surfaces too quickly to
ensure efficacious cleansing (page 1, lines 10 and 11).
Docunent (1) did not explicitly address the probl em
defined in the patent in suit. However, marketing,

st orage and usage of such conpositions were nentioned
whi ch inevitably enconpass the probl em of foam ng when
filling containers and of the recovery of the foam ng
property after storage (see page 7, line 1, page 8,
line 20; page 15, lines 18 and 20). Therefore,

docunent (1) is taken as the starting point for

eval uating inventive step.

In the light of docunment (1) the problemto be sol ved
can be defined as providing a further bleaching
conposi tion.

The exanples of the patent in suit (see table page 3)
prove that the technical problemas defined under 1.3.2
was sol ved.

The question remains to be deci ded whether or not the
solution to this technical probleminvolved an

i nventive step

The conposition according to Claiml differed fromthe
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conposition according to docunent (1) by the
degradati on products of the foam depressing agent. This
product feature however had no technical effect, and
thus did not contribute an inventive step.

Provi ding a further bleaching conposition differing
fromthe bl eaching conposition of docunent (1) by the
presence of degradati on products which however were
immaterial in terms of technical contribution did not

i nvol ve an inventive step. The Board can neither accept
the appellants I1's argunent that the clained bl eaching
conpositions derive their patentability fromthat of
the process for their preparation be it only for the
reason that the latter is not patentable either

(see points 2.2.1 to 2.2.10).

The subject-matter of Caim1l did not neet the
requi renents of Article 56 EPC, and hence the set of
clains of the main request is not allowable.

Auxi liary request

Novel ty

Caimlis identical wwth aim6 of the patent as
mai ntained ie Caim6 of the main request.

Claim1 concerns a process for the production of an
aqueous bl eachi ng conposition conprising, inter alia, a
silicone foam depressing agent, which is not stable in
t he bl eachi ng conposition.

The argunents put forward by both appellants were the
sane as set out at point 1.1.2.
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As already stated at 1.2.1 and 1.2.2, the Board

recogni zes the degradati on products of the foam
depressing agent as a distinguishing feature (see 1.2.1
and 1.2.2).

Hence, the subject-matter of Claiml neets the
requi renments of Article 54(1)(2) EPC

I nventive step

Caim1l concerns a process for the production of an
aqueous bl eachi ng conposition conprising, inter alia,
packi ng the bl eaching conposition in containers while
foamng is inhibited by the presence of a silicone

f oam depressi ng agent which is not stable in the

m Xt ure.

Such bl eachi ng conpositions were known from
docunent (1) (see 1.3.1) which the Board takes as the
starting point for evaluating inventive step.

The problem as defined in the patent in suit was to
avoid foamformation when filling containers as well as
foam ng out of the bottles, resulting in nessy bottles
not filled with the proper filling weight; noreover a
bl eachi ng conposition should be obtained which recovers
its foam ng property after storage (page 2, lines 12

to 21, 35 to 37).

In the light of docunment (1) the technical problem as
defined in the patent in suit need not be refornul ated.

The exanples in the table of the patent in suit
(page 3) prove that the technical problemas defined
under 2.2.2 was sol ved.
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The question remains to be deci ded whet her or not the
sol ution involves an inventive step.

Appel lants Il were of the opinion that silicones were
known to be stable and contested the statenents in the
deci sion of the Qpposition Division (page 7,

paragraph 2) and in the appellant |'s letter of

21 Decenber 2001 (page 5, paragraph 1, |ast sentence)
relating to the instability of silicones. Further, when
appl ying the probl em sol ution approach, according to

T 0442/ 93 (headnote 2) "... the technical problem
addressed by an invention nmust be so fornul ated as not
to anticipate the solution,....". The avoi dance of foam
was already a feature of the solution, but other
nmeasures could al so have been envi saged |i ke the

avoi dance of bubble formation during filling. None of
the cited docunents related to foamng in relation with
packagi ng. Only after conception of the invention the
skilled person, with the benefit of hindsight, would
have | ooked at docunments (2) to (6). Furthernore, sone
of these docunents related to nechani cal foam
destruction of the antifoam ng agents (see

docunent (3)(high speed m xer, page 2, right-hand
colum, line 114), docunent (5)(vigorous agitation,
page 1, line 13) and docunent (6) (vigorously agitated
solutions, page 1, line 9). As to docunent (4), even if
instability was nentioned, attention was drawn to the
time scale factor. A one week aging result, as
exenplified in docunent (4) (see tables I and II1), was
not relevant for the patent in suit since the consuner
gets the product only after a delay of two to four
weeks. Al so, no evidence was provided that the
instability of silicones in an al kaline nmedi um was
comon general know edge.
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The Board does not agree with the reasoni ng of
appel lants 1|1.

(a) In the introductory section of docunent (4) it was
said that foam depressing agents devel op their highest
activity at the nonent of addition or imedi ately after
addition for a short period of tinme but |ose their
efficiency after a |longer contact with the foam
generating nmedium this short-termactivity was known
to be useful when packing |iquid conpositions; the

f oam depressi ng agents under di scussion were silicones
(page 1, lines 9 to 15; page 2, lines 31 and 32). Hence
the use of silicones as foam depressing agents which
degrade was known. As they lose their activity after a
certain period of tine, the foam ng property reappears,
what was the objective of the patent in suit.

Appel lants Il had argued that the skilled person had

| ooked at docunents (2) to (6) with the benefit of

hi ndsi ght and that it was not allowable to introduce a
feature of the solution in the definition of the
probl em (see T 0442/ 93, headnote 2), in this case the
tenporary suppression of the foam ng property. In the
light of the disclosure of docunent (4) however, the
argunment of Appellants Il relating to hindsight does
not hold. The use of silicones for the purpose of the
probl em at stake derives unanbi guously from

docunent (4). Also the tenporary suppression of the
foam ng property was disclosed. T 0442/93 (headnote 2)
has no bearing on the present case.

Therefore, the incorporation of silicones as foam
depressing agents did not involve an inventive step.

(b) But also when relying on docunents (1) and (2) the
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Board arrives at the sanme conclusion. Faced with the
problemof filling a bl eaching conposition, as

di scl osed in docunent (1), in containers, the skilled
person certainly would have consul ted docunent (2)
which dealt, inter alia, with laundry detergents. It
was al so said that consuners perceive a certain |evel
of foamas a proof of cleaning, which was a hint to the
wi sh to have the foam ng property recovered (second
page, colum 2, paragraph 3); this is inline with
anot her aspect of the invention providing a foam
depressi ng agent di sappeari ng because of its
instability, thus allow ng the foam ng property to
reappear (patent in suit, page 2, lines 36 and 37).

The probl em of foam suppression was explicitly
addressed in docunent (2); defoaners were added to a
formul ati on during packagi ng when the objective was to
i mredi ately elimnate foam (docunent (2), colum 1

par agraph 4); silicones could be used as defoaners
(colum 3, paragraph 2, lines 12 to 14).

The question is whether the skilled person knew about
the instability of silicones which is a requirenent for
getting the foam ng property of the bl eaching
conposition to reappear after storage.

At the priority date of the patent in suit it was known
froma nunber of docunents that silicones deconpose in
al kal i ne systens.

The introductory portions of these docunents, each one
originating froma different author, disclose the
instability of detergents in detergent conpositions at
al kal i ne pH (see docunent (3) (colum 1, lines 13 to
22); docunment (4) (page 1, lines 1 to 32 in conbination
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with page 3, lines 24 to 26); docunment (5) (page 1,
lines 1 to 14); and docunent (6) (page 1, line 1
to page 2, line 5).

In the present case, the Board considers that the
concurring disclosures of the introductory portions of
docunents (3) to (6) together prove the existence of
common general know edge since the authors of these
docunents are different. Accordingly, it was commonly
known at the priority date that silicones could act as
f oam depressi ng agents which were not stable in an

al kal i ne conposition and, therefore, deconpose and
all ow the conposition to regain its foam ng property.

2.2.8 In view of the state of the art as evidenced by
docunents (3) to (6), it was obvious to use silicones
known as foam depressing agents from docunent (2) when
filling containers with bl eaching conpositions as
di scl osed by docunent (1); hence the clainmed solution
to the technical problem as defined under point 2.2.2
was obvi ous.

2.2.9 The test results of 4 February 1997 submtted by
appel lants Il conprised a conposition according to the
invention (wth silicone oil as foam depressing agent)
and a control sanple without silicone oil: the height
of foam generated by the conposition was determ ned
twi ce, once imedi ately and once after four weeks. In
case of the clained conposition, the foam ng character
had partially recovered after four weeks storage
whereas in case of the control sanple, the foam ng
power was di m ni shed. However, these results only
confirmwhat could be expected by a skilled person
after having read docunents (1), (2) and (4) and are
therefore not appropriate for proving an inventive

1206.D Y A
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st ep.

2.2.10 For these reasons, the subject-matter of claim1l does
not nmeet the requirenents of Article 56 EPC. Hence the
set of clains of the auxiliary request is not
al | onabl e.

O der

For these reasons it is decided that:

The deci sion under appeal is set aside.

The patent is revoked.

The Regi strar: The Chai r man:

G Rauh P. Krasa
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