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Summary of Facts and Submn ssions

0393.D

The Appellant (Proprietor of the patent) |odged an
appeal against the decision of the Qpposition D vision
by which the European patent No. 0 376 104 (European
patent application No. 89 123 326.4) was revoked under
Article 102(1) EPC

The oppositions filed by Qoponents 1 and 2 (now
Respondents 1 and 2 respectively) were solely based on
the ground that the clained subject-matter of the
patent in suit did not involve an inventive step as
indicated in Article 100(a) EPC. They were supported by
several docunents including:

(1) JP-A-52/005683 (English translation)

(3) DE-A-36 30 065 and

(7) G A Nowak, Die kosnetischen Praparate, 2.
Auf | age (1975), Verlag fur chem Industrie H
Zi ol kowsky KG Augsburg, pages 568 and 571

The Opposition Division held that the subject-matter of
the clains submtted during the oral proceedi ngs on

9 April 1997 as main and auxiliary request was novel,
but did not involve an inventive step.

Concerning inventive step, it held that, starting from
docunent (3) as the closest state of the art, and in

t he absence of any inprovenent, the technical problem
underlying the patent in suit was the provision of

al ternative aerosol conpositions having simlar
properties. Furthernore, it considered that in the
light of the cited prior art it would have been obvi ous
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to the skilled person to solve this problem by
repl aci ng the dichlorotetrafl uoroethane as used in
docunent (3) by the hydrocarbons as clained in the
patent in suit.

Oral proceedings before the Board were held on

27 Novenber 2001. Respondent 1, who had been duly
summoned, did not attend the oral proceedings. He
informed the Board by a letter dated 14 Novenber 2001
that he fully concurred with the subm ssions made by
Respondent 2.

Due to objections to the clains on file raised by the
Respondent 2 under Article 123(2) EPC and regardi ng

i nventive step during the oral proceedings before the
Board, the Appellant defended the patent in suit on the
basis of the clainms of the main request or of the
auxiliary requests I or II, all requests submtted for
the designated Contracting States AT, BE, CH DE, FR
GB, IT, LI, LU NL and SE during the oral proceedings
before the Board. He infornmed the Board that the patent
in suit had expired for the Contracting States ES and
GR

Claim1 of said nmain request read as foll ows:

"1l. An aerosol conposition not containing

chl or of | uorocar bons, which fornms a foamexhibiting a
crackl i ng sound upon defoam ng, when subjected to

di scharge from an aerosol container in the formof a
m st or foam

t he aerosol conposition being conposed of a concentrate
and a propell ant,
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the concentrate bei ng conposed of

- an aqueous solution optionally containing an
al cohol ,

- 0.03 to 5% by wei ght based on the aeroso
conposition of a surface active agent, and

- 0.01 to 10% by wei ght based on the aeroso
conposition of one or nore effective ingredients,
and

- optionally pentane, a powder, and/or other
conponents sel ected from pol yhydric al cohol s,
ket ones, ethers, esters of fatty acids, natura
animal or plant oils, thickeners, pignments; and

the propellant containing one or nore aliphatic

hydr ocar bons having a boiling point of -5°Cto +40°C in
an anmount sufficient to propel the conposition from an
aerosol contai ner;

wherei n the al cohol concentration of the aqueous
solution is at nost 60% by wei ght;

the anobunt of water in the agqueous solutionis 1 to 54%
by wei ght based on the aerosol conposition; and

the total anount of pentane contained in the
concentrate and the aliphatic hydrocarbon having a
boiling point of -5°C to +40°C contained in the
propellant is 20 to 80% by wei ght based on the aeroso
conposition.”

Furthernore, Caim1l of said auxiliary request |

0393.D Y A
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corresponded to Claim1l of the main request, except
that the concentrate optionally contained a powder in
an anount of at nost 10% by wei ght based on the aerosol
composi tion.

Caiml of said auxiliary request Il corresponded to
Caiml of the auxiliary request |, except that the
concentrate contained the powder as a nandatory
conmponent in an anmount of 0.03 to 10% by wei ght based
on the aerosol conposition.

Regardi ng i nventive step, the Appellant argued that,
starting fromdocunent (3) as the closest prior art,
the technical problemunderlying the patent in suit was
the provision of aerosol conpositions not containing
chl or of | uorocar bons but havi ng an i nproved
transparency. In support he referred to the test-
reports submtted by himon 5 Septenber 1997 and

24 Novenber 1998. Furthernore, he argued that in the
light of the cited docunents the solution of this
techni cal problem by the provision of the conpositions
as now cl ai mred woul d not have been obvious to the
skill ed person.

Respondent 2 (the Respondent) objected to the
adm ssibility of the present requests submtted during
the oral proceedings for being filed | ate.

Furt hernore, he considered that the clainmed subject-
matter did not neet the requirenents of Article 123(2)
EPC. In this context, he argued in particul ar

- that the negatively formul ated feature of the
cl ai med conpositions "not containing
chl or of | uor ocar bons" represented an unal | owabl e
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di scl ai ner,

- that the presence of pentane represented an
essential feature of the clained invention, and
therefore had to be a mandatory conponent of the
cl ai med conpositions, and

- that the expressions "the aerosol conpositions
bei ng conposed of a concentrate and a propellant”
and "the concentrate being conposed of" were not
supported by the application as filed, because it
solely disclosed that said aerosol conpositions
and said concentrate were mainly conposed of the

specified ingredients.

He al so held that the expression "exhibiting a
crackling sound ..... in formof a mst or foant in
Caiml of the present requests |acked clarity as
requi red under Article 84 EPC.

Concerning inventive step, the Respondent disputed that
the cl ai ned conpositions showed i nproved transparency
noting (i) that the test-reports provided by the
Appel I ant did not concern a proper conparison with the
cl osest prior art, (ii) that the photograph Il of the
second conparative test of the test-report filed on

5 Septenber 1997 showed that a conposition falling
under the scope of docunent (3) was transparent before
shaking, and (iii) that the products of the Exanples 18
and 22 of the patent in suit falling outside the scope
of the present clainms, but falling within the scope of
docunent (3), both showed a good transparency.
Therefore, the technical problemunderlying the patent
in suit as defined by the Appellant had al ready been
solved in the prior art, and a redefined technica
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probl em could only be seen in the provision of an

al ternative aerosol conposition. The solution of this
techni cal problem or the provision of a conposition
having an i nproved transparency as submtted by the
Appel I ant, by the cl ai med subject-matter | acked

i nventive step in view of docunent (3) in conbination
wi th docunents (1) and (7), since these |last two
docunents showed that hydrocarbons falling under the
scope of the clains of the patent in suit were suitable
substitutes for dichlorotetrafl uoroethane as used in
docunent (3) leading to transparent conpositions.

He al so argued that the use of chlorofluorocarbons was
undesirabl e since they had a negative influence on the
environnent. Their replacenent as suitable propellants
by hydrocarbons was well known in the art. It was
therefore obvious to the skilled person to do this

repl acenent regardl ess of any additional effect such as
transparency.

The Appel |l ant requested that the decision under appea
be set aside and that the patent be nmintained on the
basis of Clains 1 to 3 of the nmain request, or of
auxiliary request |I or of auxiliary request Il al
submtted at the oral proceedings on 27 Novenber 2001.

The Respondents 1 and 2 requested that the appeal be
di sm ssed.

At the end of the oral proceedings the decision of the
Board was pronounced.

Reasons for the Decision

0393.D
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The appeal is adm ssible.

Adm ssibility of the present requests

The Respondent objected to the adm ssibility into the
appeal proceedings of the main and auxiliary requests
as submitted during the oral proceedi ngs before the
Board for being late filed.

According to Rule 57a EPC, clains of a patent as
granted may be anended in opposition (appeal)

proceedi ngs, provided that the anmendnents are intended
to neet objections arising fromthe grounds for
opposition specified in Article 100 EPC. In the absence
of any tine limt for filing the anmendnents, the
questi on whether or not a proposed anendnent is

adm ssible into the proceedings is thus to be deci ded
by the Board in the exercise of its discretion, e.g.
taking into due account whether or not the anended
clainms give rise to fresh i ssues which the other party,
i .e. the Respondent - Opponent, can reasonably be
expected to deal with properly w thout procedura

del ay.

In the present case, the anendnents of Claim1l as
granted according to the nmain and auxiliary requests
were intended to neet objections arising from

Article 123(2) EPC, and to overcone objections
regardi ng inventive step. They were filed in direct
response to the objections raised by the Respondent
during the oral proceedings without giving rise to any
fresh issue. In these circunstances, the Board decides
that it is appropriate to admt the main and auxiliary
requests into the proceedi ngs.
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Mai n request

3.1

0393.D

Amendnents (Article 123(2) and (3) EPO

Present Cdaiml results fromconbining Claim1l as
granted with specific features having support in the
description of the application as follows:

- page 2, lines 10 to 13, and page 3, lines 10 to
14, concerning "not containing
chl or of | uor ocar bons",

- page 2, lines 35 and 36, and the conpositions of
the exanples (see in particular page 12, lines 5
to 7, page 24, lines 2 to 4, and the Tables 1 and
2) concerning "the aerosol conposition being
conposed of a concentrate and a propellant”,

- page 6, lines 14 to 19, and page 10, lines 31 to
35, regarding "the concentrate being conposed of ",

- page 6, lines 14 to 19, page 10, lines 31 to 35,
and page 11, lines 13 to 18, with respect to "an
aqueous sol ution optionally containing an al cohol"
as a conponent of the concentrate,

- page 6, lines 14 to 19, and page 8, lines 21 to
25, regarding "0.03 to 5% by wei ght based on the
aerosol conposition of a surface active agent" as
anot her conponent of the concentrate,

- page 6, lines 14 to 19, and page 10, lines 20 to
25, concerning "0.01 to 10% by wei ght based on the
aer osol conposition of one or nore effective
i ngredients" as a further conponent of the
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concentrate,

- page 10, line 31 to page 11, line 9, regarding
"optionally pentane, a powder, ...... , pignments”
as optional conponents of the concentrate,

- page 6, lines 14 to 19, page 6, lines 33 to 37,
and page 7, lines 7 to 12, with respect to
"wherein the al cohol concentration of the aqueous
solution is at nost 60% by wei ght",

- page 11, lines 19 to 21 with respect to "based on
the aerosol conposition” in relation to the
percent age of the anobunt of water in the aqueous
sol ution, and

- page 5, lines 2 to 8, concerning "the total anount
of pentane contained in the concentrate and the
al i phati c hydrocarbon having a boiling point of
-5°C to +40°C contained in the propellant is 20 to
80% by wei ght based on the aerosol conposition”

In this context, the Respondent argued that the
negatively fornul ated feature of the clained
conposi tions "not containing chlorofluorocarbons”
represented an unal | owabl e di scl ai ner.

However, the Board does not agree with this objection,
since it clearly follows fromthe application as filed,
that it was one of the objects of the invention to
provi de an aerosol conposition conprising ingredients
whi ch woul d not inpair the environnment (see page 2,
lines 10 to 13), and that this object has been achi eved
by avoiding the use of a detrinental chl orofl uorocarbon
(see page 3, lines 6 to 14, and the exanples).
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Therefore, the clained aerosol conpositions, which do
not contain chlorofl uorocarbons, actually represent a
preferred enbodi nent of the originally clained

i nvention. The feature of the clainmed conpositions "not
cont ai ni ng chl orof | uorocarbons” is thus specifically

di scl osed in and, consequently, adequately supported by
the application as filed.

Mor eover, the Respondent argued that it foll owed from
the application as filed that the presence of pentane
represented an essential feature of the clained
invention. In this context, he referred to page 4,
lines 28 to 30, stating:

"The pentane is contained as a nmain conponent of a
propel l ant, and can al so be contained as an effective
i ngredi ent as occasi on demands".

Therefore, pentane had to be indicated in Caim1l as
mandat ory conponent .

In the Board's judgnent, and in contradiction to the
Respondent's subm ssions in this respect, it can
however be clearly derived fromthe application as
filed that pentane is an optional conponent of both the
concentrate and the propellant. This follows in
particular from

- the statenent on page 6, lines 8 to 10, reading
"As a propellant, 100% by wei ght of n-butane, that
I's, n-butane solely can be used w thout any
probl ent,

- the statenents on page 6, lines 14 to 19, and
page 10, lines 31 to 35, indicating that the
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concentrate is mainly conposed of effective

i ngredients as prinmary conponents and conponents
such as pentane, an al cohol conponent, surface
active agents, a powder, and purified water to be
optional |y enpl oyed as occasi on denands as
secondary ones, and

- Exanples 15 and 16 relating to conpositions of the
cl ai med invention, which do not contain pentane at
all.

The Respondent's subm ssion that the expressions "the
aerosol conpositions being conposed of a concentrate
and a propellant” and "the concentrate bei ng conposed
of" in present Claim1l were not supported by the
application as filed cannot be accepted by the Board
ei t her.

It is true, that it has been stated in the application
as filed that the aerosol conpositions and the
concentrate are mainly conposed of the respective

i ngredients (see page 2, lines 35 and 36, and page 6,
lines 14 to 19). However, present CCaiml is restricted
to the preferred enbodi nents disclosed in all the
exanpl es of the application as filed referring to
conmposi tions which consi st exclusively of a concentrate
and a propellant, whereby the concentrate is

excl usively conposed of the ingredients explicitly
mentioned in the specification of the application as
filed (see page 6, lines 14 to 19, and page 10, line 31
to page 11, line 9). These preferred enbodi nents as now
clained are therefore clearly supported by the
application as filed as required by Article 123(2).

Thus, in view of these considerations and the fact that
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t he anmendnents only represent restrictions to the scope
of Caiml as granted, the Board finds that the
subject-matter of present Claiml neets the
requirenents of Article 123(2) and (3).

Clarity (Article 84 EPQC

The Respondent argued that the expression in Caiml

"exhi biting a crackling sound upon defoanm ng, when
subj ected to discharge from an aerosol container in the
formof a mst or foam"

was uncl ear thereby contravening the requirenent of
clarity pursuant to Article 84 EPC

However, that expression was al ready conprised in
Caiml as granted and, thus, does not result from any
anmendnent made during the opposition or opposition-
appeal proceedings. Furthernore, the Board observes
that Article 84 EPCis not a ground for opposition
within the sense of Article 100 EPC. Therefore, any
expression already conprised in a claimas granted nay
not be chall enged under Article 84 EPC. Nor does
Article 102(3) EPC provide a proper basis in the
present case for objecting to clarity since that
provision only all ows objections to be based upon
Article 84 EPC if they arise out of the anendnents nade
I n opposition(-appeal) proceedi ngs (see decision

T 301/87, Q) EPO 1990, 335, point 3.8 of the reasons).

I nventive step

For deci ding whether or not a clainmed invention neets
this criterion, the Boards of Appeal consistently apply
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t he probl em and sol uti on approach, which involves
essentially identifying the closest prior art,
determning in the |ight thereof the technical problem
whi ch the clainmed invention addresses and successfully
sol ves, and exam ni ng whet her or not the clai ned
solution to this problemis obvious for the skilled
person in view of the state of the art.

If the technical results of the clainmed invention
provi de sone inprovenent over the closest prior art,
the problem can be seen as providing such inprovenent,
provi ded this inprovenent necessarily results fromthe
clainmed features for all that is clained. If, however,
there is no inprovenent, but the neans of

i npl ementation are different, the technical problemcan
be defined as the provision of an alternative to the

cl osest prior art.

The Board considers, in agreenent wwth the parties,
that the closest prior art with respect to the
conmpositions according to Caim1l of the patent in suit
is the disclosure of docunent (3).

This docunent relates to an aerosol conposition, which
forms a foamgiving a crackling sound upon defoam ng,
conpri si ng:

(A) 2 to 30 parts by weight of a concentrate
containing (1) 3 to 60% by wei ght of an aqueous
sol ution of ethanol and/or isopropanol, (2) 0.01
to 10 parts by weight of a surface active agent
and/or 0.1 to 50 parts by eight of a powder, and
(3) 0.1 to 50 parts by weight of one or nore
effective ingredients, per 100 parts by wei ght of
t he aqueous solution (1), respectively, and
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(B) 70 to 98 parts by weight of a propellant
essentially consisting of
di chl orotetrafl uoroet hane and having preferably a
boiling point of -5 to 5°C

(see daim1l1; colum 1, line 62 to colum 2, |ine 8;
colum 3, line 68 to colum 4, |line 6; and colum 4,
lines 7 to 10).

Dependi ng on the intended application it is also
possible to add to the dichlorotetrafl uoroethane a

m nor anount of dinethylether, dichlorodifl uoronethane,
N,, CO, or air and/or one or nore of nunerous other
propellants (see colum 4, lines 10 to 23 and 35 to
37). In this context, sone suitable propellant m xtures
have been specified, such as those consisting of 100 to
75 parts by weight of dichlorotetrafl uoroethane and O
to 25 parts by weight of a liquefied petroleum gas (see
colum 4, lines 23 to 35). The only exanple of an
aerosol conposition containing a |liquefied petrol eum
gas (Exanple 2) concerns a conposition containing 80.0%
by wei ght of dichlorotetrafl uoroethane and 10. 0% by

wei ght of butane.

5.3 Regarding this prior art, the Appellant submtted that
the technical problemto be solved was to provide
aerosol conpositions having an inproved transparency.

However, in accordance with the established
jurisprudence of the Boards of Appeal, only such

I nprovenents can be recogni sed for defining the
techni cal problem underlying the patent in suit which
are actually achieved by substantially all the

enbodi nents enconpassed within the scope of the claim
In this context, it follows fromconparative Exanple 5

0393.D Y A
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of the patent in suit, which is called "conparative"
though falling within the clained invention, that by
using talc in an anount of 12% by weight in the
conposition an insufficient transparency has been
obt ai ned. Thus, having regard to said conparative
exanpl e, and the fact that high powder contents reduce
transparency, the Board finds that it is not credible
that an inproved transparency can be realised by
substantially all the enbodi nents enconpassed wthin
the broad scope of present Caim1l.

Thus, in view of these considerations and having regard
to the fact that the Appellant did not submt any

evi dence show ng that the alleged inprovenent could be
achi eved by the clained conpositions within the present
broad scope of Claim1l, the technical problem as
defined by the Appellant cannot be accepted by the
Board and consequently a refornulation of this alleged
techni cal probl em becones necessary to neet a |ess
anbi ti ous objective [see in this context, e.qg.
decisions T 20/81, Q) EPO 1982, 217, point 3 of the
reasons; and T 355/97 (not published in the Q) EPO,
point 2.6 of the reasons].

Therefore, in the Board' s judgnent, the technica
probl em underlying the patent in suit in the |[ight of
the cl osest state of the art can only be seen in the
provi sion of further aerosol conpositions capabl e of
form ng foans exhibiting a crackling sound upon

def oam ng.

The patent in suit suggests as the solution to this
probl em a conposition according to Cdaim1l which is
essentially characterised in that it is free of a

chl or of | uor ocarbon, and by the incorporation of pentane
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in the concentrate and/or an aliphatic hydrocarbon
having a boiling point of -5°Cto +40°C in the
propellant in a total anmount of 20 to 80% by wei ght
based on the aerosol conposition.

In view of the technical information in the patent in
suit, in particular in the exanples, the Board is

satisfied that the problem as defined above has been
sol ved. This was never chall enged by the Respondents.

The remai ni ng question is thus whether the prior art as
a whol e has suggested to a person skilled in the art
solving the technical problemindicated above in the
proposed way.

As indicated above (see point 5.2), docunent (3)

di scl oses the use of a propellant essentially

consi sting of dichlorotetrafl uoroethane and optionally
a mnor anount of a liquefied petroleum gas as one of
nunmer ous ot her suitable propellants. Therefore, it
cannot render the clainmed subject-matter relating to
conpositions free of chlorofl uorocarbons obvi ous by

I tself.

However, it was already known from docunent (7) that
either a m xture conprising dichlorotetrafl uoroethane
or propane and butane could be used as propellants in
f oam exhi bi ti ng aqueous aerosol conpositions (see
page 568, lines 7 to 10). Thus, that docunent teaches
t hat the hydrocarbons propane and butane having a
boiling point within the clainmed range of -5°C to 40°C
represent an equivalent alternative to the propell ant
di chl orotetrafl uoroet hane i n agqueous aero0so

conposi tions. Consequently, in the Board's judgnent,
docunent (7) gives a clear pointer to the skilled
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person that the technical problem defined above woul d
be sol ved by providing an aerosol conposition falling
under the scope of Caiml.

Thus, in view of docunents (3) and (7) the subject-
matter of Caiml of the main request does not involve
an i nventive step.

Auxi liary request |

6.1

6.2

0393.D

Amendnents (Article 123(2) and (3) EPO

Caiml of this request only differs fromdaim1 of
the main request in that the anmount of powder, which is
an optional constituent of the concentrate, is
restricted to at nost 10% by wei ght based on the
aerosol conposition. This anmendnent is supported by
page 9, lines 32 to 35, of the application as filed.

Thus, having regard to the considerations regarding
Caiml1l of the main request under points 3.1 to 3.5
above, and in view of the fact that the now indicated
upper limt of the anobunt of powder represents a
further restriction of the scope of Caim1l as granted,
Caiml of this request also neets the requirenents of
Article 123(2) and (3).

I nventive step

Concerning the subject-matter of Claim1 of this
auxiliary request, and having regard to the Appellant's
subm ssions, in the Board's judgnent, the technica
probl em underlying the patent in suit in the |ight of
the cl osest state of the art, i.e. docunent (3), can be
seen in the provision of aerosol conpositions formng
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foans exhibiting a crackling sound upon defoam ng and
havi ng an i nproved transparency.

As in the case of the main request, the patent in suit
suggests as the solution to this problem a conposition
which is essentially characterised in that it is free
of a chl orofl uorocarbon, and by the incorporation of
pentane in the concentrate and/or an aliphatic

hydr ocar bon having a boiling point of -5°Cto +40°C in
the propellant in a total anpbunt of 20 to 80% by wei ght
based on the aerosol conposition.

In view of the exanples of the patent in suit and the
test-reports submtted by the Appellant on 5 Septenber
1997 and 24 Novenber 1998, showi ng that the now cl ai ned
products and the obtained foans had a good
transparency, whereas conparable conpositions falling
under the scope of docunent (3) were opaque, the Board
is satisfied that the problem as defined above has been
credi bly solved. Furthernore, having regard to the
delimtation of the amount of optional powder in the
concentrates of the conpositions as now cl ai ned, the
Board sees no reason to doubt the achi evenent of a good
transparency.

In this context, the Respondent disputed that the

cl ai med conpositions would show an i nproved
transparency noting that the test-reports provided by
the Appellant did not concern a proper conparison with
the closest prior art, and that the products of
Exanpl es 18 and 22 of the patent in suit and the

phot ograph Il of the second conparative test of the
test-report filed on 5 Septenber 1997 showed t hat
conpositions falling under the scope of docunent (3)
had al ready a good transparency.
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However, according to said test-reports conparative
experinments have been carried out between conpositions
of the patent in suit and conpositions according to the
prior art docunent (3), which differ from each other
exclusively in that the propellants according to the
patent in suit are conposed of butane, or butane plus

I sopent ane, whereas the propellants according to said
docunent conprise dichlorotetrafl uoroethane (see the
first experinment of the test-report of 5 Septenber 1997
and the sanples of the test-report of 23 Novenber

1998). The nature of the conparison with the cl osest
prior art docunent is therefore such that the
transparency effect is shown to have its origin in the
di sti nguishing feature of the clained invention, nanely
the repl acenent of the dichlorotetrafl uoroethane by one
or nore hydrocarbons as defined in Claim1l of the
patent in suit in the clainmed anobunts. This is in
conformty with the case | aw of the Boards of Appea
(see, for instance, decision T 197/86, QJ EPO 1989,
371).

The second conparative test in the test-report of

5 Septenber 1997 makes use of a conparative sanple
prepared according to Exanple 2 of docunment (3), but
contai ning 12.5% by wei ght of butane and 77, 5% by

wei ght of dichlorotetrafl uoroethane, i.e. 90% by wei ght
in total. Therefore, this conparative sanple not only
differs fromconpositions as clainmed in the patent in
suit by way of the nature of its propellant, but also
With respect to its anmpbunt, which according to Caiml
of the patent in suit cannot exceed 80% by wei ght.
Therefore, according to the case | aw of the Boards of
Appeal as indicated above in the precedi ng paragraph,
this conparative sanple is not suitable for show ng
that the transparency effect finds its origin in the
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di sti ngui shing feature of the clained invention.

Mor eover, the Board observes that this conparative
sanpl e shows a separation in tw phases before shaking
(see photograph I1), and therefore does not correspond
to the technical teaching of docunent (3) in which it
is clearly stated that conpositions falling under its
scope have the form of uniformdi spersions (see

colum 5, lines 7 to 15, and the Table in colum 7).
Thus, also for this reason, this second conparative
test does not truly reflect the closest prior art. The
Board al so observes that, as follows fromthe
correspondi ng phot ographs, the conparative sanple has
an opaque appearance after shaking, whereas the
conposition of the clainmed invention renains
transparent.

Furt hernore, the Respondent's subm ssion that the
conposi tions of Exanples 18 and 22 of the present
patent would fall within the scope of docunent (3) and
woul d show that such conpositions already had a good
transparency cannot be accepted by the Board either,
since both conpositions do not contain a nmajor anount
of dichlorotetrafl uoroethane as required in accordance
with the technical teaching of said docunent (see
poi nt 5.2 above).

Therefore, these subm ssions as put forward by the
Respondent, who carries the burden of proof for the
facts he all eges, cannot be accepted by the Board in
t he absence of convincing evi dence.

7.5 The question now is again whether the cited prior art
woul d have suggested to a person skilled in the art
sol ving the above defined technical problemin the
proposed way.

0393.D Y A
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In this context, and in view of the above defined
techni cal problem the Respondent in defending |ack of
i nventive step only relied on docunent (3) in

conbi nation with docunment (1) and/or docunent (7).

As indicated under point 5.7 above, docunent (3) cannot
render the clai ned subject-nmatter obvious by itself
since it discloses the use of a propellant essentially
consi sting of dichlorotetrafl uoroethane and optionally
a mnor anount of a liquefied petroleumgas as one of
numer ous ot her suitable propellants.

Docunent (1) relates to self-propelling honbgeneous

| i qui d aerosol conpositions containing a |ower alcohol,
wat er, a | ower hydrocarbon having a boiling point of
-15°C to +40°C, carbon di oxide and at |east one of
particul ar substances, referred to as surface-orienting
subst ances (see page 5, |ast paragraph to page 6, first
par agraph). As one of the advantages of these
conpositions it has been indicated that they need not
be shaken before spraying and can be placed in
transparent containers (see page 7, sixth paragraph).
In view of this |last statenent, the Respondent

concl uded that the conpositions of docunent (1) had to
be transparent. However, even if this contention by the
Respondent woul d be accepted by the Board, and al t hough
it can be derived fromthis docunent that

chl or of | uor ocar bons coul d be repl aced by specific
amounts of a | ower hydrocarbon and carbon di oxi de as
propellants if conbined with the other particular

i ngredi ents of the conpositions (see page 2, second

par agraph to page 4, second paragraph, and page 4, |ast
paragraph to page 5, first paragraph), this docunent
does not provide an incentive to arrive at the clained
sol ution of the above defined technical problem since
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it teaches that the | ower hydrocarbons could only be
applied in | ow anobunts of at nost 12.0% by wei ght,
since otherw se a nonhonbgeneous phase would result and
the foam ng state woul d becone extrenely poor (see

page 8, |ast but one paragraph). The clai med sol ution
proposed by the clained invention, however, requires an
anount of at |east 20% by wei ght of | ower hydrocarbons.

Docunent (7), page 571, discloses as one of nunerous
propel l ants m xtures of propane and butane, in
particul ar for producing transparent perfune-gl ass-
aerosol s (see under "Propan-Butan"). However, this

di scl osure is very general and | acks any information
about the conposition of such transparent aerosols.
Therefore, it does not anount to any hint to the

skill ed person that propane/butane propellants could
provi de an inproved transparency wth aqueous aerosols
havi ng conpositions as defined in present Caiml.
Moreover, with respect to the nature and anounts of
propel l ants suitable for said undefined transparent
perfume-aerosols, it discloses mxtures of a propellant
12/114 with butane, in which the butane content is |ess
than 24% by volunme in order to reduce flammbility, or
a commercial product consisting of a m xture of
propel l ant 12/114 10:90 and 8. 5% by wei ght of butane
(see page 571, |ast paragraph). In view of the fact
that "114" is another nane for

di chl orotetrafl uoroet hane these specifically disclosed
propel | ants correspond therefore to the prior art as
di scl osed i n docunent (3) using propellants containing
chl or of | uorocarbons as mai n conponents. Thus, docunent
(7), page 571, rather |eads away fromthe clained

i nvention of the patent in suit.

Furthernore, the Board observes that the passage in
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docunent (7), page 568, second paragraph, does not show
any relationship with the passage on page 571 of the
sane docunent di scussed above in the preceding

par agraph, and that therefore their teaching cannot be
read in conbination as the Respondent did. The passage
on page 568 of docunent (7) as such is not relevant for
achieving the clained solution of the above defined
techni cal problem since it does not provide any

i nformati on about the possibility of using propellants
not contai ni ng chl orof | uorocarbons for producing
transparent aqueous aerosol conpositions.

In this context, the Board observes that a skilled
person in view of the disclosure of the cited docunents
coul d have used a | ower hydrocarbon as a propellant in
the clai med anbunts. However, according to the

establi shed case | aw of the Boards of Appeal for

determ ning lack of inventive step, it is necessary to
show t hat considering the teaching of the rel evant
prior art as a whole, w thout using hindsight based on
the know edge of the clained invention, the skilled
person woul d have arrived at the clainmed solution of
the technical problemto be solved. However, as

i ndi cat ed above, a skilled person, when trying to sol ve
t he present technical problemunderlying the patent in
suit, would not have any reason to use a | ower

hydr ocarbon as defined in present CCaiml in the

cl ai med anounts in order to provide an inproved
transparency.

Finally, having regard to the Respondent's subm ssion
that the replacenent of the environnental ly undesirable
chl or of | uorocar bons by the | ower hydrocarbons as
claimed in the present patent was obvious to the
skill ed person independently fromany additional effect
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such as transparency, it is the Board' s position that
in view of the commercial advantages of aeroso

products having an attractive appearance, the

i nprovenent of the transparency of aerosol conpositions
as established in the Iight of the closest prior art
cannot be dism ssed as a nere "bonus effect", but nust
be considered as the essential effect of the clained

i nvention formng the basis of the objective problem as
defined in applying the problem and sol uti on approach.
Therefore, this allegation inplying the non-use of a
proper problem and sol uti on approach cannot be accepted
by the Board.

7.12 I n conclusion, the Board finds that the subject-nmatter
of present Caim1l involves an inventive step in the
sense of Article 56 EPC

Clains 2 and 3 relate to particul ar enbodi nents of the
subject-matter of Claiml1l. They are therefore al so

al | owabl e.
8. Since the subject-matter of the clains of the auxiliary
request | is allowable for the reasons set out above,

there is no need for the Board to decide on the further
auxiliary request I1.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
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order to maintain the patent on the basis of the
Clains 1 to 3 of auxiliary request | submtted at the
oral proceedi ngs on 27 Novenber 2001 and a description
yet to be adapted.

The Regi strar: The Chai r man:

N. Maslin R Freinmuth
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