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Summary of Facts and Subm ssi ons

3034.D

Eur opean patent No. 0 428 236 was granted on 10 May
1995 on the basis of European patent application
No. 90 203 038.6.

The patent was opposed by the Respondent on the grounds
of lack of novelty or lack of inventive step

(Article 100(a) EPC). In support of his argunents, the
Respondent referred into alia to

(M) US-A-2 671 279

(designation of the prior art docunents in accordance
with the decision under appeal).

The patent was revoked by a decision of the Qpposition
Di vision dated 12 May 1997 on the ground that the
subject-matter of Claim1 was not novel having regard
to the prior art known from (V1).

The Appel l ant (Patentee) | odged an appeal against this
deci sion on 3 July 1997 paying the appeal fee on the
sane day. The Statenent of G ounds of Appeal was filed
by Tel efax of 10 Septenber 1997.

Together with the Statenent of G ounds of Appeal the
Appel  ant subm tted an anended Caim 1 and requested
that the decision under appeal be set aside and the
patent be maintained on the basis of the anended
Caiml and Cains 2 to 9 as granted. Wth the letter
dated 9 July 1998 the Appellant requested that the case
be remtted to the first instance for further

exam nati on
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The anended Claim 1l reads as foll ows:

”1_

Drier (1) for elongated strips (8) of carrier
material, conprising at | east one row of nozzles
(6, 7), each nozzle extending in the transverse
direction of the strips (8) and each nozzl e being
provided with a feed opening at at |east one side,
each of the feed openings being connected to a
feed duct (10) extending adjacently to the nozzles
(6, 7) and a fan (9) connected to the feed duct
(10) for supplying a drying gas m xture to the
feed duct (10), the feed duct (10) extending at

| east partially either above or below the rows of
nozzles (6, 7), and the fan being | ocated either
above or below the |evel taken by the row of

nozzl es

characterized in that

the fan is | ocated such that the gas m xture

| eaving the fan (9) is supplied to the feed duct
(10) without passing through bends, the feed duct
(10), extending substantially free of deflection,
has at |east partially an L- or U shaped cross-
section and that a part of the section extends
above and/or bel ow the nozzles (6, 7)."

In the above-cited CQaim1 the follow ng obvious

anmendnents have been made by the Board:

"transverse" for "transversed"

"connected to the feed duct (10)" for "connected to a
feed duct (10)";

"supplying a drying gas m xture" for "supplying a dry
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gas m xture"; and

"the feed duct (10)" for "the duct (10)".

In a communi cation dated 16 June 1998 the Board set out
its provisional opinion that aim1l in the anended
version is novel over the disclosure of (V1) and that

it could be considered appropriate to remt the case to
the Opposition Division for further prosecution.

The Appellant's argunments set forth in support of his
request can be summari zed as foll ows:

The feature of the anended Caim1l that the feed duct
constitutes an el ongated el ement guiding the gas stream
free of deflection is specified in colum 2, |lines 53
to 57 and in Figure 1 of the drawing of the patent in
suit.

Caim1l has furthernore been anended such as to clearly
indicate that the "L- or U shaped sections” are cross-
sections. Figure 2 in connection with colum 2, lines
49 to 57 of the patent in suit discloses to the skilled
person that the feed ducts 10, 16 conprise U or L-
shaped cross-sections.

According to (V1) hot air supplied by fan 32 fl ows

t hrough passage 34 to pl enum chanber 35, thus under-
going a first deflection. From pl enum chanber 35 the
air is guided through a second deflection into the duct
21, 22, 23 or 24 and finally through a third deflection
onto the fabric to be dried. The conponents 34 and 35
of (V1) cannot, therefore, be designated as feed ducts
guiding a gas stream free of deflection.
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In Figure 2 and the pertinent description of the
patent, reference sign 10 designates the whole feed
duct above and bel ow the nozzles 6, 7 whereas reference
sign 16 designates additionally the part of the feed
duct extending laterally and bel ow the nozzles. In the
case that the two parts of the feed duct are separated
by the dividing wall shown in Figure 2, each part
clearly fornms an L-shaped cross-section.

The underlying problemas outlined in colum 1, lines 3
to 17 of the patent consists in reducing the flow
resistance in the feed duct. Since deflections of the
flowin the feed duct such as a U-turn and an S-turn
shown in the relevant prior art are expressly to be
avoi ded, the term"L- or U shaped section"” cannot
relate to L- or U shaped turns in the feed duct but has
clearly the neaning of "...cross-section”

The Respondent requests that the appeal be di sm ssed.
I n support of his request, he argued essentially as
fol | ows:

Neither Figure 1 nor Figure 2 of the patent in suit
shows any structural feature of the feed duct 10 which
has a simlarity to a U-shape. It is absolutely

concei vabl e that the feed duct 10 depicted only in part
in Figures 1 and 2 conprises a deflection. Besides,
according to the description there are further

defl ections designated as "small defl ections” which,
however, are not defined and cannot be recogni zed in
the drawi ngs. Fromthe feature "U shaped” which as

i ndicated in the patent causes slight bends, nobody can
derive a straight extension of the feed duct.
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In colum 2, lines 51 to 53 of the patent the feature
"U shaped section" is nentioned in connection with the
feed duct 10. Fromthis, the skilled person cannot
concl ude that "section" means "cross-section". The
cross-section which is clearly visible in Figure 2 is
not in the least simlar to a U shape.

The skilled person can by no neans recogni ze

unanbi guously fromthe patent specification as a whole
that the term"section" has the neaning "cross-
section”. Since this termwhich is undoubtedly a key
concept of Caim1l as granted is not disclosed, the
skill ed person cannot carry out the invention.

In the German translation of Claiml as granted the
term"L-oder U-form ger Abschnitt” is used which cannot
have the neaning of "...cross-section". In the event of
patent infringenent proceedi ngs before a court in
Germany the judge relying on the German transl ation of
the clains will pass sentence of infringenent based on
the disclosure of citation (V1). If, however, the term

"L- or U shaped section" is interpreted as "...cCross-

section"” this constitutes at |east in conparison with
the German translation of Cdaim1 an "aliud" which is
obj ecti onabl e under Article 123(2) EPC.

Reasons for the Deci sion

1. The appeal is adm ssible.

2. Article 123 EPC

Caimlon file differs fromCaim1l in the version as

3034.D Y A
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granted in that in the characterizing portion of the
claimthe foll ow ng anendnents were nade:

(a) The wording "...the duct (10) has at least..." has
been replaced by the wording "...the feed duct
(10), extending substantially free of deflection,
has at least..."

(b) The term"L- or U shaped section" has been
replaced by the term"L- or U shaped cross-
section”

In respect of the anmendnent under (a) the Board refers
to the passage in page 4, lines 8 to 12 of the origina
description corresponding to colum 3, lines 7 to 12 of
the patent in suit

"...so0 that, comng fromthe fan, the path to be
followed by the drying air mxture conprises only two
bends, nanely one bend to enter the nozzle fromthe
feed duct and one bend in order to be sprayed fromthe
nozzle onto the strip 8..."

and to the passage frompage 3, line 35 to page 4,
line 2 of the original description corresponding to
colum 2, lines 53 to 57 of the patent in suit

"The configuration of this feed duct 10 is such that it
Is a continuation or extension of the volute of the
fans 9 so that the gas m xture leaving the fans 9 is
supplied to the feed duct 10 wi thout passing through
bends".

Thus, the feed duct 10 is devoid of bends up to the
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respective position fromwhich the gas is deflected to
enter laterally a nozzle row via a nozzle feed opening.
This nmeans that there are no U shaped or L-shaped turns
in the length of the feed duct since such turns woul d
constitute bends. In colum 3, lines 12 to 19 of the
patent in suit the followng reference is nade:

"It is noted here that due to the U shape of the feed
duct a part of the gas flow does not flowin an
entirely straight Iine between the outfl ow opening of
the fan and the entrance aperture of the nozzles. The
variation is small, however, and the bends thus created
in the path are so slight that they cause little flow
resi stance. "

These defl ections are clearly caused by the transition
froma non-U shaped cross-section of the fan outfl ow
opening to the U shaped cross-section of the feed duct
whi ch requires sone flow particles during the
transition to follow a slightly curved path. These

defl ections cannot, in the Board' s opinion, be regarded
as bends such as U-turns of S-turns which in the sense
of the underlying technical problem(see colum 1,
lines 5 to 17 of the patent in suit) have to be

avoi ded.

It follows fromthe above references that the person
skilled in the art, reading the whol e docunent woul d
interpret the term"an L- or U shaped section” as "an
L- or U shaped cross-section". It is shown clearly in
original Figure 2 of the patent in suit that both the
upper feed duct and the [ ower feed duct each have an L-
shaped cross-section. According to original Claim3
corresponding to Caim2 as granted a conmon feed duct
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may be provided. The upper and the | ower feed ducts
will then clearly conbine to forma common feed duct
havi ng a U shaped cross-section.

Caim1l therefore conplies with Article 123(2) EPC

No obj ection has been raised under Article 123(3) EPC
and the Board is also satisfied that the anmendnents to
Claim1 do not extend the protection conferred so that
also Article 123(3) EPC is conplied wth.

The Respondent raised the ground for opposition under
Article 100(b) EPC for the first tinme on 4 Novenber
1996 after expiry of the nine-nonth period provided for
filing notice of opposition. The Respondent argued that
the invention cannot be carried out by a person skilled
in the art since the nmeaning of the term "section”
being crucial to Cdaim1l is not disclosed in the patent

in suit.

Since the Board has conme to the conclusion that the
term"L- or U shaped section"” was originally disclosed
as "L- or U shaped cross-section" (see section 2 above)
it follows that the patent in suit discloses the
invention in a manner sufficiently clear and conpl ete
for it to be carried out by a person skilled in the
art. The objection under Article 100(b) EPC is

t her ef ore unf ounded.

The Qpposition Division revoked the patent in suit on
the ground that aiml in the version as granted

| acked novelty over the disclosure of (V1).

(V1) describes a drier for elongated strips (20) of
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carrier material, conprising at |east one row of
nozzles (21, 22, 23, 24), each nozzle extending in the
transverse direction of the strips, and each nozzle
being provided with a feed opening at at |east one
side, each of the feed openings being connected to a
feed duct (34, 35) extending adjacently to the nozzles
and a fan (32) connected to the feed duct for supplying
a drying gas mxture to the feed duct, the feed duct
extending partially above the rows of nozzl es.

The fan is | ocated such that the gas m xture | eaving
the fan is supplied to the feed duct (34, 35) through a
bend (see the fl ow defl ection between the passage (34)
and the air supply chanber (35)). Furthernore, there is
no di sclosure of the feature that the feed duct
conprises an L- or U shaped cross-section and that a
part of this section extends above and/or bel ow the
nozzl es.

Hence, (V1) does not describe the features according to
the characterizing portion of Claiml that the fan is

| ocated such that the gas m xture leaving the fan is
supplied to the feed duct w thout passing through
bends, that the feed duct extending substantially free
of deflection has at |east partially an L- or U shaped
cross-section and that a part of the section extends
above and/or bel ow the nozzl es.

Caiml on file conplies therefore with the requirenent
of novelty (Article 54 EPC) with regard to (V1).

According to Article 111(1) EPC, after having
determ ned the allowability of the appeal, the Board of
Appeal may either exercise any power within the



- 10 - T 0756/ 97

conpet ence of the departnent which was responsible for
t he deci sion appealed or remt the case to that
departnent for further prosecution. In the exercise of
such discretion, the particular facts of the case to be
deci ded have to be taken into account.

In the present case the decision has been based on the
ground that the subject-matter of Cdaiml is known from
(V1). The remaining cited prior art, including the

al l eged public prior use, has not yet been exam ned.

The other criteria of patentability, in particular the

I ssue of inventive step, also remain to be decided

upon.

The Board considers that in cases |like this, taking
account in particular of the Appellant's request to
remt the case to the first instance for further
exam nation, the first instance should conplete the
exam nation on the basis of the remaining cited prior
art.

6. The Board therefore sets aside the decision of the
first instance and avails itself of its power under
Article 111(1) EPC in order to refer the case back to
the Opposition Division for further prosection on the
basis of Clainms 1 to 9 indicated under section |V
above.

O der

For these reasons it is decided that:

3034.D



- 11 - T 0756/ 97

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

N. Maslin C. T. WIson
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