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Summary of Facts and Subm ssi ons

0222.D

Eur opean patent application No. 92 912 024.4, based on
I nternational Application PCT/US92/03878, filed on

15 May 1992 and published under No. WO A-92 20729,
relating to "Bl owi ng agent and process for preparing
pol yur et hane foant, was refused by a decision of the
Exam ni ng Division taken at an oral proceedings held on
11 Septenber 1996 and issued in witing on 20 Novenber
1996. The deci sion was based on two sets of clains,
formng a main and an auxiliary request, respectively,
both filed at the oral proceedings. The main request
consists of a set of Clains 1 to 4, of which Claiml
reads as foll ows:

"“A process for producing a closed cell, rigid

pol yur et hane foam whi ch conpri ses m xi ng an i socyanat e-
contai ni ng conpound with a polyol in the presence of 2
to 25 wei ght per cent based on the conbi ned wei ght of

t he i socyanat e-cont ai ni ng conpound and the pol yol, of
1, 1-di fl uoroet hane as the sole blowi ng agent and in the
substanti al absence of water so as to mnimse
generation of carbon dioxide, the polyol having an

equi val ent weight of 90 to 270, being selected froma
pol yester polyol, a polyether polyol or pol yhydroxy-
term nated acetal resin and the bl ow ng agent being

bl ended with the polyol prior to contacting the polyol
W th the isocyanate-containing conpound.”

Clains 2 to 4 are dependent clains directed to
el aborations of the process according to Claim 1.

The auxiliary request consists of a set of Clains 1 and
2, aiml of which reads as foll ows:
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"A process for producing a closed cell, rigid

pol yur et hane foam whi ch conpri ses m xi ng an i socyanat e-
cont ai ni ng conmpound with a polyol in the presence of 5
to 25 weight per cent, based on the conbi ned wei ght of
t he i socyanat e- contai ni ng conpound and t he pol yol, of
1,1-di fluoroethane as the sole blow ng agent and in the
substanti al absence of water so as to mnimse
generation of carbon di oxide, the polyol having an

equi val ent wei ght of 90 to 270, being selected froma
pol yester polyol, a polyether polyol and containing 3
to 8 active hydrogen atons per nol ecul e and the

I socyanate i ndex being from1l to 4."

Caim2 is a dependent claim directed to an
el aboration of the process according to Caim1l.

According to the decision, whilst the subject-matter of
Caiml1l of the main request was distinguished fromthe
cited state of the art, in particular the docunents:

D1: US- A-4 997 706; and

D3: FR-A-1 247 044,

by certain features, the technical problemarising in
relation to D3, which was the closest state of the art,
and di scl osed water-free conpositions, was to provide a
process for the production of thermally highly

i sol ati ng pol yurethane foans in which only bl ow ng
agents were utilised which had no effect on the ozone

| ayer depl etion process. The replacenent of the

chl orine containing fluoroal kanes of D3 by

1, 1-difl uoroethane, which fornmed the sole distinction
from D3 was, however, obvious in view of the genera
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know edge, acknow edged in the application itself, of
the harnful influence of chlorine and brom ne atons,
whi ch the skilled person would therefore avoid, and of
the fact that 1,1-difluoroethane was described in D3 as
a potential blow ng agent for closed cell polyurethane
foam The conparative exanples in the application in
suit, which allegedly showed the 1, 1-difl uoroethane

bl owi ng agent to be nearly as good as the best known

bl owi ng agent, were of no assistance, because: (i) the
tests had not been carried out by way of conparison
with D3; and (ii) only tests based on identi cal
concentration ranges for the isocyanate could give a
meani ngf ul conpari son between different bl ow ng agents.
The further features characterising Claim1l of the
auxiliary request were also known from D3.
Consequently, the clained subject-matter did not

i nvol ve an inventive step.

On 16 January 1997, a Notice of Appeal against the
above decision was filed, together with paynent of the
prescribed fee.

In the Statenment of G ounds of Appeal, which was filed
on 20 March 1997, the Appellant submtted in essence
the foll owi ng argunents:

(a) Wilst it was agreed that D3 had been the cl osest
state of the art for the assessnent of novelty,
t he docunent was over 30 years ol d, not concerned
with the sane problem as that of the application
in suit, and proposed a conpletely different
solution. It was, consequently, not the closest
state of the art for the assessnment of inventive
step. On the contrary, the art had reverted in
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recent years to the use of water as at |east one
of the blow ng agents, as was clear, for instance
from D1, which, unlike D3 had been acknow edged as
prior art in the application.

(b) The problemfaced by the application in suit was
to produce a rigid, closed cell polyurethane foam
whi ch avoi ded the use of environnmental ly damagi ng
chl orof | uorocarbons, but at the sane tine achieved
practically the sanme performance in terns of its
heat insulating characteristics as the closed cell
f oans prepared using established
chl or of | uorocar bon bl ow ng agents. The results
given in the application in suit showed that the
i nsul ati ng performance obtai ned by sel ecting, as
the sole blow ng agent, 1, 1-difluoroethane (HFC
152a) was al nost as good as the industry standard
(fluorotrichl oronethane), and significantly better
t han chl orodi f| uor oet hane, when neasured at
anbi ent tenperature. This was surprising since the
t hermal conductivity of 1,1-difluoroethane was
hi gher than that of both fluorotrichloronethane
and chl orodi fl uor oet hane, but gave a nore highly
i nsul ati ng foam

(c) Furthernore, whereas the insulating perfornmance of
pol yur et hane foans bl own with
fluorotrichl oronet hane deteriorated as the
t enperature was reduced bel ow 0°C, the performance
of foams blown with 1,1-difl uoroethane increased,
and was superior at -20°C, which nmade it usefu
for insulating freezers. The inproved properties
wer e thought to be achieved by substantially al
the cells being closed and the structure being

0222.D Y A
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fine. The foans disclosed in D3, in contrast, did
not have fully closed cells.

The Appel | ant requested that the decision under appea
be set aside and a patent granted on the basis of the
clains set forth in main request or the auxiliary
request .

Reasons for the Deci sion

0222.D

The appeal is adm ssible.

Text of the application

Al though the "fair copies” of the clains filed with
the Notice of Appeal contain a typing error
("comprising" instead of "conprises” in Claim1l of the
mai n request), it is clear that the clains to be
considered in the appeal are the sane as those formng
the main and auxiliary requests underlying the
deci si on under appeal (section |I., above). The present
decision is, consequently, based on the wording of the
latter clains.

Arendnent s

The deci sion under appeal did not raise any objection
t hat the anmendnents which had been incorporated in the
clains of the main and auxiliary requests failed to
neet the requirenents of Article 123(2) EPC. Nor does
the Board see any reason to raise such an objection.
Consequently, it is held that the anended cl ai ns8 neet
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the requirements of Article 123(2) EPC.

Novel ty

The clains of both requests were found, in the
deci si on under appeal, to be distinguished fromthe
rel evant disclosures of D1 and D3, the reasons given
bei ng acceptable to the Board. Consequently, the
subject-matter of the clains of the main and auxiliary
requests is held to be novel.

| nventive step; the closest state of the art;

Mai n request

The Appel |l ant has di sputed the choice, in the decision
under appeal, of D3 as closest state of the art and
pointed instead to D1 as being a nore rel evant
starting point. This is reflected by the specific
acknow edgnent of D1 in the description of the
application in suit, and the absence of any reference
to D3 (page 4, lines 24 to 37).

The Boards of Appeal have held on nore than one
occasion that an objective definition of the technical
problemto be solved should normally start fromthe
techni cal problem actually described by the Applicant.
Only if it turns out than an incorrect state of the
art was used to define the technical problemor that
the technical problemdisclosed has in fact not been
sol ved, can an enquiry be nmade as to which ot her
techni cal probl em objectively existed (T 882/92 of

22 April 1996, Reasons for the decision, point 4.1,



5.1

0222.D

-7 - T 0747/ 97

referring to T 246/91 of 14 Septenber 1993 and to
T 495/91 of 20 July 1993, none published in QJ EPO).

Since, furthernore, the Applicant has evidently
considered D1 as the relevant state of the art for the
derivation of the technical problem the Board is
prepared, in view of the case | aw above, to consider
the matter initially fromthis point of view

According to D1 there is provided a closed-cell rigid
pol ynmer foam having inproved heat insulation
properties, which is prepared froma foam form ng
conposition containing up to about 20 wei ght percent,
based on the total weight of the conposition, of a
physi cal bl ow ng agent conprising a polyfluorocarbon
conpound containing no chlorine or brom ne atons
(Cdaim1l). The absence of chlorine or bromne atons is
desirabl e as such conpounds generally have very | ow or
zero ozone depletion potentials relative to
fluorotrichl oromethane (colum 4, lines 53 to 56). The
pol yfl uorocar bon conpound may be one or nore sel ected
from anongst others, 1,1-difluoroethane (Caim?2).
The cells of the foammay contain a gas m xture that
conprises up to 60 nole percent of the

pol yfl uorocar bon conpound and the renai nder carbon
dioxide (Claimb5; colum 6, lines 7 to 28). The

pol ymer may be a pol yurethane or a pol yi socyanurate
(Adaim9). It may be prepared by a nethod in which an
i socyanat e- cont ai ni ng conmpound is m xed and allowed to
react with an active hydrogen containing conpound in

t he presence of the physical blow ng agent (C aim 12;
colum 7, lines 38 to 48). The active hydrogen-
cont ai ni ng conpound may be a polyol, and preferably
has an equi val ent wei ght of 90 to 200 (colum 7,
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lines 38 to 53). The polyol (s), blow ng agent and

ot her conponents except for polyisocyanates may be
bl ended, and this m xture then contacted with the

pol yi socyanate (colum 9, lines 53 to 56).

According to Exanple 1, a polyurethane foam derived
froma crude pol yneric nethyl ene di phenylisocyanate
and a fully fornul ated pol yol system conprising a
sucrose-glycerine initiated pol yether polyol and about
3% wat er, which contains a cell gas m xture conprising
about 50 nol e percent carbon di oxi de and about 50 nol e
percent of tetrafluoroethylene as physical bl ow ng
agent (6.0 wei ght percent based on the conposition),
has a smaller increase in thermal conductivity after
aging for 40 days, than a simlar foamin which the
physi cal bl owi ng agent is fluorotrichl oronethane
(colum 11, lines 22 to 28; colum 12, Tables | and

).

Thus, D1l is primarily concerned with the loss, with
aging, of thermal insulation properties (nmeasured as
an increase in thermal conductivity, nWM), of a
rigid polymer foam especially one of polyurethane.

The smal l est increase in thermal conductivity is
achi eved, according to the relevant exanple of D1,
when the physical blow ng agent is "R-134a"
(1,1,1,2-tetrafl uoroethane) which is better than the
i ndustry standard physi cal bl ow ng agent, "R-11"
(fluorotrichl oronet hane), when used in conjunction
wi th a carbon di oxi de bl ow ng agent precursor.

Conpared with this state of the art, and follow ng the
approach taken in the application in suit, the
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techni cal problemarising may be seen as the provision
of a further rigid, closed cell polyurethane foam

whi ch avoi ds the use of environnental ly damagi ng

chl or of | uorocar bons, but at the sane tinme achieves
practically the sane performance in terns of its heat

i nsul ating characteristics as the closed cell foans
prepared using established chl orofl uorocarbon bl ow ng
agents.

The sol ution proposed according to Claim1l of the
application in suit is to replace the
tetrafl uoroet hane/ carbon di oxi de m xture according to
D1 by 1,1-difluoroethane as sole blowi ng agent in the
substantial absence of water so as to mnimse the
generation of carbon di oxide, the polyol having an
equi val ent weight of 90 to 270, and being blended with
t he polyol prior to contacting with the isocyanate
cont ai ni ng conpound.

In order to establish whether the stated probl em has
been credibly solved, it is necessary to conpare the
results achi eved according to the application in suit
wi th those according to the closest state of the art
(T 248/ 85, QJ EPO 1986, 261). Furthernore, according
to the established case | aw of the Boards of Appeal,
advant ages not supported by sufficient evidence cannot
be taken into consideration in determning the
underlyi ng problem and hence in assessing inventive
step (T 20/81 QJ EPO 1982, 217).

In the present case, no evidence has been offered
based on a direct conparison with D1. In particul ar
no meani ngful conparison of the |oss, with aging, of
thermal insulation properties is derivable, since the
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application in suit fails to specify the extent of
aging of the sanples tested. Nor are the pol yurethane
f oam conpositions of D1 otherwi se identical with those
of the application in suit. Consequently, no direct
conparison with D1 of the performance of the
conpositions according to the application in suit is
possi bl e.

Quite apart fromthis, the ternms of the technica
problemcall for "practically the sane perfornmance..
as established chl orofl uorocarbon bl ow ng agents”. The
| atter correspond, however, to "R-11", which is not

t he nost advant ageous bl owi ng agent taught according
to D1 ("R-134a"), but rather the conventional bl ow ng
agent with which the teaching of D1 is itself
conpared. This is, in turn, structurally nore renote
fromthe 1, 1-difluoroethane bl owi ng agents accordi ng
to the application in suit than "R-134a".
Consequently, the conparison inplied by the terns of
the stated problemis not strictly with the "cl osest
state of the art" identified by the Appellant.

On the contrary, the Appellant relies rather on
conparative data presented in the exanples of the
application in suit itself, which do not, however,
cont ai n unanbi guous i nformation concerning | oss of
properties with aging, but rather absolute val ues of
thermal conductivity (K-factor) for particular foans.
Wi | st these data represent a still closer conparison
than D1, to the extent that the relative perfornmance
of different blow ng agents in the absence of carbon
di oxi de i s conpared, nevertheless the conparison is
still not with the relevant bl ow ng agent "R-134a"
taught as advantageous in D1, but rather with the
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bl owi ng agent "R-11", to which it refers as
conventional. Consequently, this conparison is, again,
not strictly with the "closest state of the art"”
identified by the Appellant.

Even if it had been, however, the conparisons of the
thermal conductivities (K-values) of foans prepared
using, as sole blow ng agent, on the one hand

1, 1-difl uoroet hane and, on the other hand, "R-11"
(fluorotrichloronethane), are deficient in that
differing polyol/isocyanate ratios, and therefore
different isocyanate indices have been used for the
di fferent bl ow ng agents.

Thi s deficiency was specifically criticised in the
deci si on under appeal, which stated that, "...Only
tests based on identical concentration ranges... can
gi ve a neani ngful conparison between different blow ng
agents" (Reasons for the decision, point 2.2.3, |ast
sent ence) .

The Board is, however, unable to trace, in the

subm ssions of the Appellant, any nention of this
criticism which was crucial to the ultimate refusal
of the application, let alone a refutation. In the
absence of any counterargunents, therefore, the Board
has no alternative but to accept that the criticism
was justified.



5.4.4.3

5.4.5

5.4.6

5.4.7

0222.D

- 12 - T 0747/ 97

The attenpt of the Appellant to heal this deficiency
by referring, in the Statenent of G ounds of Appeal,
for the first time to a conpletely different effect,
nanely of a relatively favourabl e change of K-factor
with the rel evant bl owi ng agent at | ow tenperatures
(section Ill1.(c), above) cannot alter the situation,
since such an effect, even if present, represents a
conpari son which is, for the sane reasons as given
previously (section 5.4.2, above), not with the

cl osest state of the art. Furthernore, it is in any
case not supported by so nuch as a shred of evidence.

Consequently, there is no convincing evidence

avai lable to the Board, that the clainmed neasures
provide an effective solution of the stated problem
whet her as stated in relation to "R-134a", or in
relation to conventional blow ng agents such as
"R-11".

It is therefore necessary to re-fornulate the problem
in less anbitious ternms, nanely, "to provide a further
rigid, closed cell polyurethane foam which avoids the
use of environnmental |y damagi ng chl orof | uor ocar bons,
but regardl ess of whether it achi eves the sane
performance in terns of its heat insulating
characteristics as the closed cell foans prepared
usi ng established chl orofl uorocarbon bl ow ng agents”.

The solution of the refornmulated problemis in any
case the sane (section 5.3, above). Nor does the Board
have any reason to doubt that the clainmed neasures
provi de an effective solution, since the rel evant

bl ow ng agent, like the others preferred according to
D1, does not contain any chlorine or brom ne atons.
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G ven the established principle that the answer to the
question as to what a person skilled in the art would
have done depends on the result he wished to obtain

(T 939/92, QJ EPO 1996, 309; Reasons for the decision
point 2.5.3), the fact that, in the present case, the
skilled person is deened to be seeking alternatives to
t he process of D1 regardl ess of whether the desired
thermal insulation characteristics are achieved or not
(section 5.4.5, above), it is evident that al nobst any
measure may be regarded as obvious, since, if the

rel evant result need not be achieved, any avail able
measure is equally useful (or useless) and therefore
arbitrary.

In this connection, the 1, 1-difl uoroethane bl ow ng
agent used in the solution of the stated problemis a
sel ection fromthe pol yfl uorocarbon conpounds broadly
defi ned under the headi ng "physical blow ng agent" in
Claim1l1l of D1, the relevant conpound being
specifically nentioned in the list of preferred such
species in D1, and in fact being the first on the |ist
(claim2; colum 5, lines 19 to 28). Consequently, the
choice of the relevant blow ng agent is practically
the first option which presents itself to the eye of

t he skilled reader

Furthernore, the amount of this bl ow ng agent, based
on the whole foam conposition (1 to 20 wt% preferably
0.5to 15 wt% is virtually coterm nous with that
formng the solution of the technical problem and
that in Exanple 1, at around 6.0%clearly falls within
it. Consequently, it is difficult for the skilled
reader, followi ng the teaching of D1, to utilise the
physi cal bl owi ng agent in an anmount falling outside
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the range form ng the solution of the stated problem
and, if the exanples are followed, inpossible to do
SoO.

Wi | st the pol yurethane foans specifically exenplified
in D1 admttedly enpl oy the pol yfluorocarbon conpound
bl owi ng agents together with carbon dioxide as
"precursor", this is not a requirenent in the general
case as defined in Caiml of D1, which nerely refers
to a "physical blow ng agent"” wi thout any reference to
t he presence of a precursor. This is corroborated by
the fact that CAaim9 of D1, which provides the
[imtation that the foamis a pol yurethane or

pol yi socyanurate foam is dependent only on Claim 2,
which itself recites the preferred pol yfl uorocarbon
conpounds w thout any reference to carbon di oxide or
ot her precursor, and is, furthernore, dependent on
Claim1.

The argunent of the Appellant, that Dl required the
presence of carbon dioxide, and hence water, in the
case that the foamwas a pol yurethane foam is not
supported by the rel evant disclosure of D1. In
particul ar, the passage referring to the use of a gas
m xture conprising carbon dioxide in the rel evant
context states, "In a preferred enbodi nent of this

i nvention when the rigid polyner foamis a

pol yur et hane or polyi socyanurate polyner, especially
prepared in the presence of a bl ow ng agent precursor
such as, for exanple, water providing carbon dioxide
gas: the initial gas conposition within the cl osed

cells of the foamconprises...." (colum 6, lines 7 to

12; enphasis by the Board).
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Hence, the use of carbon dioxide as a conponent of the
bl owi ng agent is only a preferred feature, even in the
case of a pol yurethane foam and the use of

1, 1-di fl uoroet hane as physical blow ng agent, in the
absence of precursor, i.e. as sole blow ng agent, is
thus an option arising as the remaining alternative

wi thin the disclosure of D1.

As to whether the skilled person would, in practice,
choose this option, there is nothing in the state of
the art in the proceedi ngs which would specifically
exclude this. On the contrary, according to the
remai ni ng docunent D3, a process of preparing a
stable, rigid, polyoxyal kyl ene-pol yol based

pol yur et hane foam consi sts essentially of m xing:

a. a pol yoxyal kyl ene-pol yol addition product
containing 2 to 6 hydroxy groups, having a
nol ecul ar wei ght between 270 and 1200 and an
equi val ent wei ght between 90 and 300;

b. a tetra(hydroxyal kyl) al kyl ene di am ne havi ng a
nol ecul ar wei ght between 220 and 400 and an
equi val ent wei ght between 55 and 100;
c. an organi c polyisocyanat e;
d. a surface active agent; and
e. a solvent bl ow ng agent,
letting the tenperature of the mxture rise during the

resulting reaction to above the boiling point of the
sol vent bl owi ng agent, the vaporisation of which
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produces a rigid polyurethane foam the NCO OH

equi valent ratio of the mxture being fromO0.8/1 to
1.2/1, the equivalent ratio of b/a being between
0.75/1 and 6.0/1, the nean of the equival ent weights
of a. and b. conbi ned bei ng between 80 and 130
(CAaim1l). The solvent blow ng agent nay be, apart
fromfluorotrichl oronethane, a fluorinated conpound
such as CH;-CHF, (Claim2i). The process is designed to
avoi d the necessity of adding water, since this tends
to rel ease vapours which destroy the cellular
structure of the product (page 2, left colum,

lines 13 to 35; right colum, lines 3 to 9). Thus, in
addition to indicating the use of the relevant bl ow ng
agent, the sinmultaneous desirability of operating in

t he absence of water neans, in practice, that the

rel evant bl owi ng agent will be used as the sole

bl owi ng agent, as in the application in suit.

The argunent of the Appellant, that D3 is "not
concerned with the sane problemt (section IIl.(a),
above) is not convincing, since D3 is al so concerned
with the production of a rigid pol yurethane foam and
is concerned nore specifically with avoiding the
negati ve effect on thermal insulation properties
caused by the presence of water as a carbon dioxide
bl owi ng agent precursor (section 5.6.3.3, above). It
is thus concerned with a problemclosely akin to that
of the application in suit. Nor is it relevant that
the solution provided by D3 is "conpletely different”
fromthat of the application in suit in that it
requires the presence of a selected diamne in nore
than catalytic quantities (Statenent of G ounds of
Appeal , paragraph 2., last two sentences). As
explained in this citation (page 1, right col um,
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first full paragraph to page 2, left columm, line 12)
the structure of these amnes is chosen so as to
overcone the drawbacks associated with the use of

vol atil e am ne catalysts as well as ensure adequate
catalytic activity without formation of urea bonds.
This is achi eved by am nes which react through

hydr oxyl groups, which fromthe point of view of their
reactivity are not different fromordi nary conponents
havi ng primary hydroxyl groups, such as conponent a.
Mor eover, although these amnes are identified as
bei ng tetra(hydroxyal kyl ) al kyl ene di am nes, they are
in fact reaction products of epoxy conpounds with

al kyl ene di am nes (page 3, left columm, third ful

par agraph) and correspond thus to the hydroxyl -

term nated am nes acknow edged in the application as
originally filed as being suitable as polyether

pol yols for carrying out the clainmed process (page 7,
lines 7 to 17). It follows that for a skilled person
the nitrogen containing conpound b. does not
represent, in the framework of the reactive system (a.
to c.) a conmponent fundanentally different from
conponent a. and that, consequently, the specific
process features disclosed in this citation would be
considered by the skilled person for the solution of

t he above-defined technical problem In any case, the
sol ution proposed according to the application in suit
does not exclude the use of such diamnes in the

rel evant quantities.

The ot her argunent of the Appellant, that D3 coul d not
be regarded as rel evant because it was over 30 years
old, is not convincing, since nere age i s not
necessarily a disqualifying factor. Were, as here, a
requi renment unconnected with the techni cal advant ages
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or di sadvant ages specific to the process (the
necessity of avoiding the use of ozone depleting
conpounds as bl ow ng agents) is subsequently inposed
by Iaw, and applies with equal force to the whole
state of the art, the likelihood is that the skilled
person will include, in his review of the state of the
art, processes which historically my have becone
super seded, but which neverthel ess neet the newy

i nposed requirenment, and thus becone rel evant
teachings. Since furthernore, D3 is concerned with a
closely simlar problem its teaching cannot be
regarded as irrel evant.

The argunent of the Appellant, that the foans
according to D3 did not have fully closed cells, is
not convincing, since D3 specifically seeks to avoid
the destruction of the closed cells caused by the
presence of water (section 5.6.3.3, above), the
exanpl es of D3 achieving proportions of closed cells
of between 84% (Exanple 1) and 88. 9% (Exanple 4),
which is high, in any case in conparison with D1, in
whi ch no such proportion is specified.

In the light of such a teaching, the skilled person
woul d t hus have good reason to operate the process
according to D1 in the absence of water, and hence of
carbon di oxide in the bl ow ng agent.

The remai ni ng neasure formng the solution of the
stated problem nanely the choice of polyether polyo
wi th an equi val ent wei ght of 90 to 270, corresponds to
a standard practice in the art, and is al so nentioned
as a preferred enbodi nent of D1 (colum 7, lines 37 to
53).
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Consequently, there is no feature of the solution of
the reformul at ed probl em which departs fromthe
framewor k of the disclosure of D1, and the only such
feature which is not preferred according to D1, is the
characterising feature of D3.

In summary, the solution of the stated problem arises
in an obvious way, starting from D1.

Auxi |l i ary request

Claiml is narrower in scope than that of the main
request in that (i) the lower limt anmount of 1, 1-

di fl uoroethane is 5 wt% instead of 2 w % based on the
whol e conposition, (ii) the polyol is selected froma
pol yet her polyol and a pol yester polyol having 3 to 8
active hydrogen atons, and (iii) the isocyanate index
is 1lto 4.

No further effect has, however, been denonstrated, or
even all eged, for these further features. Hence, the
statenent of problemis the sane (section 5.4.6,
above) and the solution differs only in that it

i ncludes the further restrictions (i), (ii) and (iii).

The restriction represented by feature (i) does not
result in a significant encroachnent on the extrenely
w de range permtted for the anount of bl ow ng agent
used, and in any case does not exclude the quantity
used in Exanple 1 of Dl1. As regards feature (ii), this
corresponds to standard polyols conventionally used in
the preparation of such foans, such as the gl ycerine-
sucrose derived polyether of Exanple 1 in D1. Finally,
the isocyanate in index fully enbraces the preferred
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range of 1.0 to 2.0 in D1 (colum 7, lines 32 to 37).

Consequently, there is no basis for comng to a
different conclusion in relation to Claim1l fromthat
already arrived at in respect of the main request.

In summary, the solution of the refornul ated problem
is, according to both the main and auxiliary requests,
obvious starting fromDl as cl osest state of the art.

The finding that the technical problemas described by
t he Appel |l ant has not been credibly sol ved

(section 5.4.5, above) has, as one of its further
consequences, that there is no obligation to start
fromthe statenment of problemgiven in the application
insuit itself (section 5., above), or, therefore, to
take, as the closest state of the art, the docunent
associated wth its derivation, in this case D1. On
the contrary, it is appropriate, in such a case, to
seek for a nore relevant state of the art than D1,
bearing in mnd that the closest state of the art is
al ways that state of the art fromwhich the nost
effective attack on the subject-matter of the
application or patent in suit can be nounted. In this
connection, the choice, in the decision under appeal,
of D3 as closest state of the art appears to the Board
to be entirely appropriate.

The argunents of the Appellant, that D3 does not
concern "the sane problenmt and that it cannot be
regarded as rel evant because it is over 30 years old,
are not convincing to the Board, for reasons already
given (sections 5.6.3.4; 5.6.3.5, above).
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Hence, the Board concurs with the choice of D3 as a
relevant starting point in the art for the assessnent
of inventive step.

Since, furthernore, the Appellant has not contested
the logic of the decision under appeal in its analysis
of the relationship of the clainmed subject-matter to
the disclosure of D3 fromthe point of view of
inventive step, the Board has no alternative but to
concur with the conclusion reached on this matter,

whi ch was that the subject-matter of Claim1l of both
the main and auxiliary requests | acked an inventive

st ep.

In summary, the subject-matter of Claiml of both the
mai n and auxiliary requests does not involve an
inventive step in the sense of Article 56 EPC, whet her
starting fromD1, or from D3.

Since none of the Appellant's requests can be granted,
t he appeal nust be di sm ssed.

these reasons it i s decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:
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E. Gorgmai er C. Gérardin
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