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Summary of Facts and Subm ssi ons

0994.D

The respondent is proprietor of European patent
No. O 348 653 (application No. 89 108 820.5).

The single independent Claiml as granted, in the form
of the feature analysis, reads as foll ows:

"1l. Shower cubicle conprising

a) a shower base (12),

b) a peripheral frame (16, 18),

Cc) side walls (17, 19) conprising a door and desi gned
to enclose at | east two contiguous sides of said
cubi cl e and

d) at |l east one water sprinkler (24, 28, 29)
connected, via a mxing unit or separate taps
(23), to pipes (21, 22) supplying hot and cold
wat er,

e) sai d shower cubicle, in at |east one corner (13)
of the shower base (12) conprising an upright
colum (20) supporting said sprinkler (24, 28,
29),

characterized in that

f) said colum (20) is in the formof holl ow nenber
housi ng the pipes (21, 22, 25) supplying hot and
cold water, as well as the m xed water, and m Xi ng
unit or the control taps (23),
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control taps for said m xing unit being operable
frominner and outer sides of said colum,

the sprinkler (24, 28, 29) on the cubicle franme
being oriented towards the inside of the cubicle
in a direction facing away fromthe door panel
(19) of the peripheral frame (16, 18), and

a thernmoneter (26) indicating the tenperature of
the m xed water having the display | ocated on the
out side of the cubicle.™

Thi s patent was opposed by the appellant (opponent) on

the ground of |ack of inventive step in view of the

follow ng prior art docunents:

D1:

D7:

DE- A-3 400 962,

DE-A-2 707 622,

DE- A-3 137 406,

DE-B-2 717 648,

EP-A-0 178 453,

EP- A-0 035 044,

DE- A-3 329 830,

FR-A-2 375 858,

GB-A-776 064,
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D10: DE-A-3 600 945.

By a decision dispatched on the 5 July 1993, the
Qpposition Division rejected the opposition. Conparing
the features of Claiml1 with the cited prior art the
Qpposition Division held that none of the cited
docunents D1 to D10 disclosed features (g) or (i) which
enable a user to manually set the water tenperature
before entering the shower cubicle. The Opposition
Division cane to the conclusion that it would not be
obvious for a person skilled in the art to conbine the
teachi ng of docunents D1 to D10 and to thereby arrive
at the invention of Caiml.

Noti ce of Appeal was | odged against this decision on
6 Septenber 1993. In his Statenent of the Appeal the
appel | ant requested that the contested decision be set
aside and the patent be revoked in its entirety. In
support the appellant introduced into the appea
proceedi ngs two new docunents,

D11: US-A-2 527 852, and

D12: US-A-1 785 636.

The respondent requested di sm ssal of the appeal.

Oral proceedings were subsidiarily requested by both
parties.

By its decision T 810/93, dated 15 March 1995, the
Board consi dered docunents D11 and D12 sufficiently
relevant to justify exercising its discretion under
Article 111(1) EPC to refer the nmatter back to the
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Qpposition Division to consider the whole matter
afresh, including the admssibility of these late filed
docunents.

In its decision, the Board referring to T 47/ 94 of

16 January 1995 (not published) found it neither
necessary nor appropriate to appoint oral proceedi ngs
before the Appeal Board nerely for the question whether
to remt the case to the Qpposition Division or not.

Thereafter, and w thout further notification or
invitation to the parties for comments in witten form
or during oral proceedings, subsidiarily requested by
both parties, the Qpposition Division rejected the
opposition by its decision of 7 Decenber 1995. The
Qpposition Division held that the late filed

docunents D11 and D12 did not prejudice the maintenance
of the patent unanended and i nvoked its powers under
Article 114(2) EPC not to admt these |late-filed
docunents into the proceedi ngs.

On 6 February 1996 the appell ant | odged an appea

agai nst this decision. He argued that the manner in
whi ch the case had been handl ed by the Opposition
Division after the Board had remtted it was contrary
to the provision of Article 113(1) EPC since the case
was decided without inviting the parties to file their
observati ons.

Referring to T 892/92, Q) EPO 1994, 664 the appel |l ant
stated that the proceedings before the first instance

suffered froma substantial procedural violation.

Both parties forwarded the sane requests as in the



VI,

0994.D

- 5 - T 0679/ 97

previ ous appeal proceedi ngs.

By its decision T 120/96, dated 6 February 1997, the
Board set aside the decision of the Qpposition Division
dated 7 Decenber 1995 and remtted the case to the
first instance for the two follow ng reasons:

Firstly, referring to decision T 892/92, it was pointed
out that Article 113(1) EPC required that an express
opportunity to present observations be given to the
parties by the Qpposition Division after remttal to it
of a case by the Board of Appeal for further
prosecuti on on the basis of new evidence, even if

subm ssions with respect to this new evi dence have

al ready been made during the precedi ng appeal

proceedi ngs. The immedi ate term nation of the

opposi tion proceedings following the remttal was not

i n accordance with the provision of Article 113(1) EPC
and, therefore, constituted a substantial procedura
violation within the neaning of Rule 67 EPC

Secondly, it was found that the appellant's origina
subsidiary request for oral proceedi ngs, which has
never been withdrawn or anended, becane once nore
effective after the remttal, so that the OQpposition
Di vi si on shoul d not have taken a deci sion adversely
affecting the appellant, w thout giving himan
opportunity to present his case orally (Article 116(1)
EPC) .

In its decision issued shortly after the second
remttal, on 18 April 1997, the Qpposition Division,
referring to Appeal Board decisions T 951/91, T 892/92,
T 1002/92, T 255/93, T 731/93 and T 114/94 as well as
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to E-111, VI and X of the Cuidelines, again decided not
to admt docunents D11 and D12 into the proceedings

wi thout giving the parties an opportunity to comment in
witten or oral formon this issue and rejected the
opposi tion as unfounded under Article 102(2) EPC.

On 17 June 1997 the appellant | odged an appeal agai nst
t he above deci sion and paid the prescribed fee on the
sanme day. The Statenent of G ounds of Appeal was filed
on 6 August 1997.

During the oral proceedings held on 4 January 1999,
after a discussion of the question whether docunents
D11 and D12 should be admitted into the proceedi ngs, or
be disregarded (Article 114 EPC), the respondent filed
a newCaiml as his auxiliary request. This new
Caim1l reads as foll ows:

"1. A shower cubicle corner structure, suitable for
fastening to permanent corner walls (10, 11) of the
roomin which said shower cubicle is install ed,
conpri si ng:

a) a shower base (12),

b) a peripheral frame and

Cc) two side walls including an access door (16, 17,
18, 19), designed to enclose two contiguous sides
of said cubicle,

d) at |l east one water sprinkler (24, 28, 29)

connected, via a pipe (25) and a m xing unit or
separate taps (23), to pipes (21, 22) supplying
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hot and cold water,

sai d shower cubicle, in one corner (13) of the
shower base (12) conprising an upright columm (20)
supporting said sprinkler (24, 28, 29) and housing
said pipes (21, 22, 25) as well as said m xing
unit or control taps (23),

characterized in that

f)

9)

h)

said colum (20) is in formof a holl ow nenber

has fastened thereto the adjacent vertical sides
of said two side walls (17,19) and is |ocated at
the front corner of the shower cubicle corner
structure, whereby the sprinkler (24, 28, 29) on
the cubicle frane is oriented towards the inside
of the cubicle in a direction facing away fromthe
door panel (19) of the peripheral frame (16, 18),

said control taps for said mxing unit being
operable fromthe sides of said holl ow nenber
positioned inside and outside of said shower
cubicle, and

a thernmoneter (26) indicating the tenperature of
the m xed water having the display | ocated on the
out side of said holl ow nenber (20)."

The argunents presented by the appellant in witing and

orally were substantially as follows:

The way in which the case had been dealt with by the

first

i nstance was contrary to Article 111(2),

Article 113(1) and Article 116(1) EPC and suffered from
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three substantial violations within the neani ng of
Rul e 67 EPC

As to the late introduction of D11 and D12 the
appel l ant argued that it had been difficult to trace
sai d docunents owing to their "age" and stressed that
they constituted cogent and weighty state of the art at
the tinme of filing of the patent in suit and should on
the ground of their relevance be admtted into the

pr oceedi ngs.

As for inventive step the only distinction between the
subject-matter of Claim1 according to either the main
or auxiliary request and the disclosure of D12 was the
provi sion of the characterising features (g) and (h) of
Caim1l according to said requests, respectively. These
features were known from D11. The appell ant stressed
that the subject-matter of Claim1l according to the
main and auxiliary request |acked an inventive step in
vi ew of the obvious conbination of the disclosure of
docunents D12 and D11.

In response to the appeal, the respondent argued
essentially as follows:

The i ntroducti on of docunents D11 and D12 into the
proceedi ngs shoul d not be all owed

- because of their |late subm ssion allegedly due to
the difficulty of finding docunents of this date -
1930 and 1950 respectively; the lateness of filing
such ol d docunents in itself constituting an abuse
of the procedure, and
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- because of their insufficient rel evance.

As to the question of inventive step the respondent
admtted that the features by which the main claim
according to both requests differed from D12 were known
fromDl11l. However, he pointed out that D12 related to a
conbi nati on of bath and shower and D11 to a
conventional shower cabinet w thout a hollow col um
while the patent in suit related to a self supporting
shower cubicle. The appellant trying to conbine
references D11 and D12 failed to denonstrate why the
skilled person was invited to conbine these two
references. D12 was already known in the art at the
filing date of D11, but the inventor of D11 did not
take into consideration or even renotely suggest the
possibility that the features (g) and (i) m ght be
applied to a corner colum instead of positioning said
features in a full wall on the cabinet.

The conbi nation of D12 and D11 suggested by the
appel l ant thus resulted froman ex-post facto analysis
of these docunents which did not anticipate the

conbi nation of features of the main claimaccording to
the requests on file.

Xl V. The appel | ant requested that the decision under appea
be set aside and the patent be revoked and that the
appeal fee be reinbursed.

The respondent requested that the appeal be dism ssed,
by way of auxiliary request with the proviso that the
patent be maintained on the basis of Caim1l, filed
during oral proceedings, and Clains 2 to 10, together
wWith the description and the draw ngs as granted.

0994.D Y A
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Reasons for the Deci sion

1

2.2

2.3

0994.D

The appeal is adm ssible.

Violation of Articles 111(2), 113(1) and 116(1) EPC

If the Board of Appeal remts the case for further
prosecution to the departnent whose decisi on was

appeal ed, that departnent shall - pursuant to

Article 111(2) EPC - be bound by the ratio decidendi of
the decision of the Board of Appeal in so far as the
facts are the sane.

In case T 120/96 the ratio decidendi, i.e. the reason
why this Board referred the case back to the Qpposition
Di vision was, that it considered that the Qpposition

Di vision had conmtted a substantial procedural

vi ol ation by not observing Articles 113(1) and 116(1)
EPC in so far as it did not give the parties an
opportunity to present further argunents and did not
conmply with the opponent's request for ora

proceedi ngs, and that after the referral the Qpposition
Di vi sion should carry out these omtted procedural
steps. This was explained in detail in points 2.2 and
2.3 of that decision, these two grounds being the only
pur pose of the deci sion.

Notwi t hstandi ng this rati o decidendi the Qpposition

Di vi sion has again issued a decision inmediately after
the referral w thout any intervening comrunication
announci ng the resunption of the proceedings, |let alone
any invitation to nmake subm ssions or any clarification
concerning the oral proceedi ngs requested by the
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appel | ant (opponent).

The reasons of the inpugned decision start as follows:

"1l. In the absence of explicit instructions to the
contrary, when an Qpposition Division further
exam nes or prosecutes a case after remttal from
a Board of Appeal, it remains bound by the
requi renents of the Quidelines for Exam nation.”

Apart fromthe fact that no | egal basis is given for
this affirmati on the Opposition Division did not even
exam ne whet her the Board's decision contained such

i nstructions, but based its decision on the assunption
that it did not. Such a manner of handling a case neets
Wi th consi derabl e | egal concern.

The Qpposition Division should be aware of the | ega
situation that in a case of remttal the question is
not whether the Board's decision contains any explicit
instructions or not, but what is the ratio decidendi of
t he deci sion of the Board by which the Opposition
Division is bound according to Article 111(2) EPC, in
so far as the facts are the sane. This requirenent was
fulfilled. Since the first decision of remttal the
facts have not changed. Therefore, the Opposition

Di vi sion was bound by the ratio deci dendi of the

deci sion of the Board. In paragraph 2 of the reasons of
t he i npugned decision the Opposition Division refers to
Article 114(2) EPC and the Cuidelines for Exam nation
E-VI, 2 concerning the problemof late-filed evidence.
This again is of no relevance in the present case. The
rati o deci dendi of the decision of the Board was not
whether the late filed evidence shoul d be disregarded
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or not, but only that the Qpposition Division should
give the parties the possibility of maki ng subm ssions
after the referral.

The sane applies to paragraph 3 of the reasons of that
deci sion where the Qpposition Division considers

whet her the right of the opponent to be heard (not "to
a hearing") according to Article 113(1) EPC was
fulfilled with respect to the docunents D11 and D12.
These eval uations are again not to the point.

As al ready expl ai ned above, the ratio decidendi of the
deci sion of the Board, in T 120/96 was that
Article 113(1) EPC had to be interpreted in that way,

"that an express opportunity to present observations be
given to the parties by the Opposition Division after
remttal to it of a case by a Board of Appeal for
further prosecution on the basis of new evidence, even
i f subm ssions with respect to this new evidence have
al ready been made during the precedi ng appeal

proceedi ngs. The term 'opportunity' in this article can
only be given effective nmeaning by applying the
principle of good faith and the right to a fair

heari ng.

However, it is obvious in the light of these principles
that no such opportunity can exists where, as in the
present case, a remttal by a Board of Appeal for
further prosecution on the basis of new evidence is

i medi ately, i.e. without any intervening conmunication
announci ng the resunption of proceedi ngs, followed by
the rejection of the opposition. For such opportunity
to exist, it is therefore necessary that the parties be
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expressly asked whether or not they wi sh to present,
within a fixed period of tinme, their coments, or if,
as in the present case, the parties have al ready nade
detai |l ed subm ssions during the precedi ng appea
proceedi ngs, whether or not these subm ssions should be
regarded as conplete.”

The quotation shows that the ratio decidendi of the
deci sion of the Board concerned the possibility of
maki ng subm ssions after a referral, in general, and
not the question whether the requirenments of

Article 113(1) EPC were observed with regard to a
speci fic docunent.

Wth respect to the violation of Article 116(1) EPC it
has to be recapitulated that this Board, in its first
decision of remttal - T 810/93 - had decided not to
appoi nt oral proceedings follow ng the reasoni ng of
decision T 47/94 which had held that for discussing
only the question of remttal the appointnent of ora
proceedi ngs was neither necessary nor appropriate in
view of the fact that the requesting party would in any
case have the opportunity of having oral proceedi ngs
before the Qpposition Division.

The Qpposition Division did not take into account the
opponent's auxiliary request for oral proceedings.

In its second decision - T 120/96 - the ratio deci dend
of the Board's decision with respect to Article 116(1)
EPC was in substance clearly expressed as foll ows:

. In this context, the Board finds that the
appel lant's request for oral proceedings during forner
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proceedi ngs had been revived on remttal and was
therefore legally effective, but, contrary to Article
116(1) EPC, had not been taken into account by the
Qpposition Division. ........ Consequently, the
appel l ant's original requests, anong themhis

subsidi ary request for oral proceedi ngs, which have
never been wi thdrawn or anended, becane once nore
effective after remttal, so that the Opposition

Di vi si on shoul d not have taken a decision adversely
affecting the appellant, w thout giving himan
opportunity to present his case orally (Article 116(1)
EPC) . "

The Qpposition Division, however, did not conply with
it and stated that there had been no further request
for oral proceedings before it, but only before the
Appeal Board, which, follow ng decision T 114/94 (not
publ i shed) had no effect in further proceedi ngs before
the Opposition Division.

The Board points out to the Opposition Division that if
there is no resunption of the proceedings after the
remttal no requests for oral proceedings can be
forwarded. Furthernore, the Board enphasizes that the
Qpposition Division is not permtted to argue agai nst
the ratio decidendi of the decision of the Board; but
according to Article 111(2) EPC is bound by it.

Al though this is a very serious case of a substantia
procedural violation the Board, in view of the interest
of the parties to have the case finally deci ded has
judged it necessary to exercise the powers of the
Qpposition Division and to proceed with the appea
itself (Article 111(1) EPC).
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Adm ssi on of docunents D11 and D12

Wi | st the Board recognises that the introduction of
new docunments after the expiry of the nine nonth
opposition period mght in certain cases be

obj ecti onabl e (dependi ng especially upon the degree of
rel evance), in the present appeal proceedings the
Board, after considering the parties argunents - those
presented in the oral proceedings included -, decided
to admt docunments D11 and D12 into the appea
proceedi ngs having regard to their rel evance

(Article 114(1) EPC).

Novel ty

After exam nation of the cited prior art the Board is
satisfied that the subject-matter of Caiml1l and of the
alternative aim1l is novel. Since this has never been
di sputed, there is no need to further detail ed
substantiation on this matter.

I nventive step

The Board considers docunent D12 as the closest state
of the art in the case. The features specified in the
preanble of Claim1l1l as granted are known fromthis
docunent .

According to the introductory part of the patent
specification (colum 1, [ine 48 to colum 2, line 9)
the technical problemunderlying the invention is seen
in the provision of an inproved shower cubicle in which

(1) it is possible to have a centralised site for
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the water-supply pipes, for the various control
means and for the other cubicle accessories,
i nside the shower cubicle frane,

(i) the m xed water sprinkler is nounted on the
shower cubicle structure and is positioned so
that the water jet is facing in a direction
which is wall away fromthe side walls of the
cubi cl e,

(iii) one or nore water sprinklers can be variously
positioned and directed with respect to one
anot her, and

(iv) sonme accessories can be nmade accessible both
fromthe inside and fromthe outside of the
shower cubi cl e.

A cl oser study of docunent D12 reveals that this
docunent di scl oses besides the subject-matter of the
precharacterising portion of Caim1l the characterising
features (f) and (h) of said claimso that the probl ens
i ndi cated above as (i), (ii) and (iii) of the patent
specification have thus already been sol ved by the
prior art shower cubicle.

Wth regard to the aforenentioned teaching of D12 the
remai ni ng problemto be solved by the present invention
is the one specified in point 6.2(iv) above.

Regarding this problem it is desirable to provide
conponents for accessories controlling supply of the
m xed water so that a user would be able to set the
wat er tenperature before entering the shower cubicle.
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This partial problemis overcone by features (g) and
(i) in the characterising portion of Caim1l.

Since the elimnation of deficiencies which cone to
light during use is a constant preoccupation in
technical circles, the aimset by the present invention
cannot be regarded as contributing to the inventive
merits of the solution.

If the person skilled in the art working on the

i nprovenent of shower cubicles does not possess the
techni cal know edge to overcone such difficulties, he
can be expected to consult the relevant prior art for
conponents which are able to neet the requirenents.

Such consul tation would reveal docunent D11 relating to
a shower cubicle provided with a thernoneter indicating
the tenperature of water flowng froma mxing unit on
a display |located on the outside of the cubicle, said
unit being provided with control taps operable from

i nner and outer sides of said cubicle, through a single
conduit to the spray head.

The skilled person would be Ied by D11 to provide the
shower cubicle as disclosed in docunent D12 with a
thernmoneter and taps as known from D11 and thus to
achi eve that the water tenperature can be set before
entering the shower cubicle, (the problemto be
solved). It would accordingly be obvious for the
skill ed person to conbine these teachings to arrive at
the solution as set forth in the subject-matter of the
claim which accordingly |acks an inventive step as
required in Article 56 EPC.
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Therefore, Caim1l is not valid having regard to
Article 52(1) EPC

Wth respect to Caim1l according to the auxiliary
request it nust be stressed that all the features of
the preanble are known from docunent D12. There is
clearly disclosed therein a shower cubicle corner
structure, suitable for fastening to permanent corner
wal |l s of the roomin which said shower cubicle is

i nstal |l ed.

To nodify the |location of the thernoneter "on the
outside of said hollow colum (2)" as specified in
feature (h) of this Cdaiml seens to be a sinple matter
of choice. Since no further substantially

di stinguishing features are contained in the
characterising part of Claim1l1 of the auxiliary request
conpared with that of Claiml of the main request, this
Caimlis |likew se deened to lack an inventive step in
its subject-matter for precisely the reasons stated in
poi nt 6 above.

Caim1 of the auxiliary request also is not valid
having regard to Article 52(1) EPC

The further argunents submtted by the respondent in
support of inventiveness are not sufficiently
persuasive to reverse the above concl usi on of

obvi ousness.

The respondent is of course correct when he all eges
that the nere fact that a skilled person woul d not
encounter unsurnmountable difficulties in providing a
characterising feature of a clai mdoes not |ead
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(necessarily) to the conclusion that there is no

i nventive step. However, when the feature is known from
a docunent in the sanme specialised field, and when it
sol ves the sane problem then the fact that the skilled
person woul d not encounter unsurnountable difficulties
in applying this known feature to a known device froma
second docunent does denonstrate that the docunents are
not conflicting and that an inventive step is |acking.
The probl em sol ved does not have to be stated expressis
verbis in the prior art.

Regardi ng the respondent's argunentati on agai nst the
rel evance of docunents D11 and D12 due to their age the
Board points out that the age of docunents known for a
long tine before the filing date nay only be an

i ndication of inventive step if a need for the solution
of an unsol ved probl em had existed for the whole tine
bet ween the date of the docunents and that of the

i nvention. However, since the purpose of features
relating to the control taps and the thernoneter of the
shower cubile according to docunent D11 is the sane as
in the pursuant invention it cannot be denied that the
probl em of D11 and that of the patent do not differ
fundanental ly and that the afore-nentioned features of
D11 thus already offered the skilled person a teaching
for the solution of the problem

For these reasons the patent cannot be nmi ntai ned.
Rei mbur senent of the appeal fee
Pursuant to Rule 67 EPC, reinbursenent of the appea

fee shall be ordered where the Board of Appeal deens an
appeal to be allowable, if such rei nbursenent is
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equi tabl e by reason of a substantial procedura
vi ol ati on.

Al three requirenents are fulfilled here. The appea
is allowable, a substantial procedural violation took

pl ace which was the reason for the appeal and therefore
the rei nbursenent is equitable.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The patent is revoked.

3. The rei nbursenent of the appeal fee is ordered.
The Regi strar: The Chai r man:
N. Maslin F. Brosanl e
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