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Summary of Facts and Subm ssi ons
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This is an appeal fromthe refusal by the exam ning

di vi sion of European patent application

No. 92 830 335.3. The reason given for the refusal was
that the subject-matter of claim1 did not involve an

i nventive step having regard to the followng prior art
docunent :

D1: US-A-5 057 711

In a first comrunication i ssued pursuant to

Article 96(2) and Rule 51(2) EPC, the exam ning
division listed four prior art docunents D1 to D4, al
of which had been categorised as 'A" (technol ogi ca
background) in the European search report, and
continued in the follow ng terns:

"The nethod defined in Caim(sic) appears to be
essentially simlar to that known from each of D1, D2,
D3 and D4. Attention is drawn in particular to Figure 8
of D1 in which a succession of 2 precharge phases (peak
8 M\, to bring the output node to an internediate
value, followed by a third swtching phase (peak 14 mA)
are indicated. Wiilst the equality of tinme derivatives
cl ai med cannot be elucidated fromDl, this stipulation
is considered to correspond to an obvi ous idealization
(or even sinplification) of the teaching of DI. Caiml
is accordingly found to lack an inventive step in the
sense of Article 56 EPC and is hence unal | owabl e under
Article 52(1) EPC.

The detail ed arrangenent defined in independent
apparatus Claim6 would not appear to be routinely
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derivable fromthe prior art, and this Caimis hence
in principle allowable. For further proceedings the
applicant is accordingly invited to file just new

nmet hod Cl ains, together with a reasoned statenent
expl ai ni ng why the clained nethod may be considered to
represent a non-obvi ous devel opnent or departure from
the teaching of the prior art cited.

D1, D2, D3 and D4 all represent relevant prior art in
the sense of Rule 27(1)(b) EPC and shoul d hence be duly
acknowl edged in the description. D1 in particular would
provide a suitable basis for the preanble portion of a
two-part Caim[Rule 29(1) EPC."

The applicant (now appellant) responded by filing a
clarified claiml delimted with respect to D1 and by
traversing the obvi ousness objection, pointing out that
claiml1l was to be interpreted as specifying a positive
control of the tinme derivative of the current - a
feature which was not taught in D1. The exam ni ng
division did not issue a second conmmuni cation or

ot herwi se contact the applicant before issuing the
refusal decision, the subject of this appeal.

On appeal the appellant anended claiml to clarify
further the characterising feature of "controlling said
precharging current to maintain a constant tine
derivative". This claim which in view of the order
below is the only claimwhich needs to be considered in
this appeal, is now worded as fol |l ows:

"1l. A nethod for reducing the switching noise caused
by a buffer circuit capable of generating a current for
bringing to a pre-established voltage an output node in
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function of a certain logic signal applied to an i nput
node of the buffer, which conprises precharging said
out put node to an internedi ate voltage between a pre-
exi stent voltage of said output node and a different
pre-established voltage before bringing the output node
to said different preestablished voltage, characterized

by

controlling said precharging current to naintain a
constant tine derivative of a first sign of the
current, during a first time interval of precharge and
a constant current tinme derivative of opposite sign of
the current during a second tine interval of precharge;

controlling the current bringing the output
voltage to said different pre-established voltage to
mai ntain a constant tine derivative during a successive
third tinme interval .’

The appel lant's argunents can be sunmari sed as foll ows:

Procedural aspects

The i nmedi ate decision to refuse represented
uncustomary and unjustified haste. The appellant's
"failure' to cancel all nethod clains, while submtting
an articul ated statenent of the reasons for arguing
what appeared to be a m sunderstandi ng of the technica
gist of the invention by the examner in his first

commruni cation, could not be equated to not naking "any
real effort to deal with the objections” which is the

characterisation in the Guidelines for exam nation at

the EPO (G- VI, 4.3) of the exceptional situation in

whi ch an application should be refused w thout warning
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after a first conmunication. As a consequence of this
precipitate refusal the appellant had been obliged to
appeal w thout having been given an opportunity to
consi der the reasons why the exam ner did not consider
appel l ant's argunents sufficient to overcone his
original objection and to knowi ngly respond to precise
contenti ons.

I nventive step

The phrase "a sinplified idealization of the teaching
of D1" used in the decision under appeal was obscure.
The contention that the constancy of the tine
derivatives of the precharge current and of the
subsequent current that actuates the change of state of
the node was derivable in this way from DL was a cl ear
mani f estati on of hindsight.

The objective of DI was to reduce the peak | evel of the
current involved in a transition between out put node
states. The present invention, based on the insight
that the D1 nethod still involved noi se-generating
abrupt changes of current, was an inprovenent on D1 and
proposed instead a positively exerted control of the
time derivative of the chargi ng and di scharging current
so as to maintain it constant in well-defined intervals
of time, thus snoothing discontinuities in the current
profile associated with a node transition. The
exam ni ng di vision had not indicated which part of the
teaching of D1 would induce a person skilled in the art
to devise and inplenent such a control

The inplications drawn in paragraph 9 of the decision
under appeal renmined totally obscure. It was not
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under st ood why the exam ning division reckoned the
charging in DL to be a process "under control of the
time derivative" since D1 did not inplenent neans for
exerting a positive control to keep the tine derivative
constant. The diagrans of Figure 8 of D1 clearly showed
that the current underwent abrupt changes that woul d
correspond to | arge (peaking) values of the tine
derivative of current. |If the argunent of the exam ning
di vision was that the D1 process obeyed sonme intrinsic
time constant paraneters, this would not anount to

I mpl ementing a positive control of the absolute val ue
of the time derivative to a constant val ue of the kind
i npl enmented in the present application by the activated
one of the two bl ocks designated TD and PU in Figure 2.
The operation of these bl ocks was described in detai

at page 30 of the description, which inplenentation had
not been comented on in the sole comunication sent
pursuant to Article 96(2) and Rule 51(2) EPC

Hence the conclusion contained in the said paragraph 9
of the decision under appeal that the subject-matter of
claiml1l did not involve an inventive step was

unf ounded.

The appel | ant requests that the decision under appea
be set aside and that the application be processed to
grant. In addition the appellant requests reinbursenent
of the appeal fee.

Reasons for the Deci sion

1

0932.D

The appeal is adm ssible.
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Exam nati on procedure (Articles 96(2), 113(1) EPC)

In the judgenent of the board the pre-decision

exam nation procedure did not neet the m ni num | ega
standard set by the EPCin Article 96(2) and

Rul es 51(2) and (3). The single comruni cation contai ned
a single relevant sentence purporting to show t hat
claim1 was obvious in view of D1: "Attention is drawn
in particular to Figure 8 of DL in which a succession
of 2 precharge phases (peak 8 md), to bring the output
node to an internediate value, followed by a third

swi tchi ng phase (peak 14 mA) are indicated". (The next
sentence refers to "equality of tinme derivatives" which
is a feature of claim4 but not of claiml).

Rule 51(3), by virtue of the phrase "where appropriate”
all ows the exam ning division discretion to issue a
first conmmunication which is | ess than conprehensive
and the Cuidelines for exam nation at the EPO at C VI,
3.6 indicate sone situations where this nay be
appropriate. This interpretation of the EPC by the
gui del i nes was approved in decision T 98/88 dated

15 January 1990 (not published in Q3 EPO at

reasons 6.1. Hence the fact that the exam ning
division's first comunication did not, in the
judgenent of the board, conprise a reasoned statenent

i n support of the objection of obviousness did not of
itself constitute a procedural violation. However,
follow ng a constructive response fromthe applicant
whi ch traversed the obvi ousness objection, pointing out
that claim1l was to be interpreted as specifying a
positive control of the tinme derivative - a feature

whi ch was not taught in D1 -, it was incunbent on the
exam ni ng division under Article 96(2) to send a second
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conmuni cati on contai ning a reasoned statenent as to why
the objection under Article 56 EPC was mai ntained. In
making this finding the board is not departing fromthe
established jurisprudence of the EPO Boards of Appea
whi ch recognises that it is within the discretion of an
exam ning division to issue a refusal decision after a
singl e comunication. In the circunstances of the
present case however, as outlined above, it ought to
have been clear to the exam ning division that an

i mredi ate refusal - limting the sumtotal of rel evant
reasoni ng i n an exam nation procedure leading to a
refusal for |ack of inventive step of claim1l to the
single sentence cited in paragraph 2.1 above - was not
a reasonabl e exercise of this discretion. The limts on
the exam ning division's discretion in this respect
were explained in decision T 951/92 QJ EPO 1996, 53,

t he headnotes of which state:

“"I. In the context of the exam ning procedure under
Articles 96 and 97 EPC, Article 113(1) EPC is intended
to ensure that before a decision refusing an
application for non-conpliance with a requirenent of
the EPC is issued, the applicant has been clearly
i nformed by the EPO of the essential |egal and factua
reasons on which the finding of non-conpliance is
based, so that he knows in advance of the decision both
that the application may be refused and why it may be
refused, and so that he nmay have a proper opportunity
to comment upon such reasons and/or to propose
anmendnents so as to avoid refusal of the application

1. |If a communication under Rule 51(3) EPC and
pursuant to Article 96(2) EPC does not set out the
essential |egal and factual reasoni ng which would | ead
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to a finding that a requirenment of the EPC has not been
net, then a decision based upon such a finding cannot
be issued wi thout contravening Article 113(1) EPC,

unl ess and until a comunication has been issued which
does contain such essential reasoning. If a decision is
i ssued in the absence of a communi cation containing
such essential reasoning, Article 96(2) EPC is also
contravened, since in order to avoid contraveni ng
Article 113(1) EPC it was "necessary" to issue a
further comunication (follow ng decision T 640/91, QJ
EPO 1994, 918)."

The precipitate refusal deprived the applicant of his
right under Article 113(1) EPC to be afforded an
opportunity to comment on the reasons for the exam ning
di vision's objection since these reasons were not
adequately articulated in an Article 96(2)

comruni cation. As has been enphasi sed repeatedly in the
establ i shed jurisprudence of the EPO Boards of Appeal a
substanti al denial of this fundanental procedural right
al ways constitutes a substantial procedural violation.

The appellant's conpl aint that he had been obliged to
appeal w thout having been given an opportunity to
consi der the reasons why the exam ner did not consider
the appellant's argunents sufficient to overcone his
original objection (cf. point V.1, last sentence) is
wel | founded in view of the fact that the decision
under appeal contains reasons essential to the decision
whi ch were not communicated to the applicant prior to

t he decision, as explained at points 2.5 and 2.6

i mredi ately foll ow ng.

At point 6 (top of page 3) of the decision under
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appeal, D1, Figure 8 is said to show a "fourth tine
interval in which the current tails off from 14mA back
to OmMA" and the next paragraph goes on to give reasons
why this "fourth interval', "whilst not expressed in
the aimis inplicit since ....finite." This extends
significantly beyond the reasoning of the

Article 96(2), Rule 51(2) conmunication.

Poi nt 7 of the decision under appeal refers to "The
constancy of the tine derivatives stipulated in
Claim1", and states that the "applicant was however
informed (c.f. paragraph 2 of the conmmunication dated
09.04.96) that this stipulation is considered to
correspond to a sinplified idealization of the teaching
of D1". In fact the passage in the conmunication
referred to relates to "equality of tine derivatives".
Constancy and equality of the tine derivatives are

di stinct features, the forner being a feature of
claiml and the latter of claim4. Hence, objectively,
the constancy of the tine derivatives which is a key
feature of claim1l was addressed for the first tine in
the refusal decision itself.

In the judgenent of the board, the appearance of these
new reasons in the decision under appeal underlines the
I nadequacy of the reasoning in the communication in
contravention of Articles 96(2) and 113(1) EPC

i nvol ving a substantial procedural violation, as noted
i n paragraph 2.3 above.

Interlocutory revision (Article 109 EPC)

G ven that the applicant had correctly pointed out in
the grounds of appeal that he had not been given an
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opportunity prior to issue of the refusal decision to
comrent on adequately articul ated reasons underlyi ng
the inventive step objection, the appeal was nmanifestly
wel | -f ounded within the neaning of Article 109(1) EPC
and it was therefore, in the judgenent of the board,

I ncunbent on the examning division to set its decision
asi de and resune the truncated exam nati on procedure.
Hence the failure by the exam ning division to do so
constituted a further substantial procedural violation
and has led to unnecessary delay in conpleting the

exam nation procedure.

Remttal (Article 111(1) EPC)

In order to restore the applicant's right to defend at
two instances the present claim1, which nakes it
abundantly clear that the current charging is
positively controlled so as to have a constant tine
derivative - thus effectively precluding the claim
interpretation on which the refusal was based -, the
board deens it appropriate to set the decision under
appeal aside and to remt the case to the exam ning
division for further prosecution while refraining from
comment on the substantive issues.

Rei mbursenent of the appeal fee (Rule 67 EPC)

Since the applicant was obliged to file this appeal to
obtai n the procedural right which he had been denied
viz, the right to comment on the reasons for refusal,
the board judges that reinbursenent of the appeal fee
I's equitable.
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For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the departnent of first
i nstance for further prosecution.

T 0677/ 97

3. The appeal fee shall be reinbursed.
The Regi strar: The Chai r man:
M Ki ehl W J. L. \Wheeler
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