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Summary of Facts and Subm ssi ons

2853.D

Eur opean patent application No. 92902973.4 was filed by
t he Appellant as an international application and
publ i shed under the international publication nunmber
W92/ 10098.

During the PCT Chapter Il phase in response to a
witten opinion of the International Prelimnary
Exam ning Authority the Appellant filed on 6 Novenber
1992 an anended set of cl ains.

In the regional phase before the EPO t he Appel | ant
proceeded with the clainms in relation to which the
final international prelimnary exam nation report had
been drawn up.

The Exam ning Division issued on 30 January 1995 a
first communication referring to the deficiencies
mentioned in the international prelimnary exam nation
report. These were | ack of novelty and | ack of
inventive step. The Appellant was additionally
requested to indicate the basis in the application as
filed for the anendnents made.

In response the Appellant filed, on 1 April 1995
amendnents to the clains. As regards the support for
the new clains the Appellant referred to pages 49 to 51
of the description.

In a second communi cation dated 14 August 1995, the
Exam ning Division raised objections regarding the
amendnents to the clains filed on 1 April 1995. The
conmuni cation inter alia contained the foll ow ng
par agr aphs:
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"The list of conmpounds cited on pages 49-51 of the
description refers to the conmpounds used in the
conmpound m xtures for which data are reported in the
tabl es of the experinental part of the application.
Hence, they may only be considered together with the
conbi nati ons of conpounds which are disclosed in these
experinments. The extension of these conbinations to any
possi bl e conmbi nati on of conmpounds follow ng fromthe
expl anatory lists on pages 49-51 adds novel

conbi nati ons of conpounds to the original conbinations
of conpounds as exenplified in the description.

Hence, these anmendnents introduce subject-matter which
ext ends beyond the content of the application as filed
contrary to Article 123(2) EPC. "

On 18 Cctober 1995 the Applicant filed again an anmended
version of the clains.

Claim 1 of these clains reads as foll ows:

(nunbering of the conpounds in accordance with pp. 49-
51 of the description of the application as originally
filed and also in accordance with the decision of the
Exam ni ng Division).

"1. Conposition conprising

(a) a herbicidally effective anbunt of a sul fonam de
conpound sel ected from

2. 5-Methyl-N(2,6-difluorophenyl)-1, 2, 4-
triazolo-[1, 5-a]-pyrimdine-2sul fonam de,
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3. 5,7-Dinethyl-N(2-nitrophenyl)-1,2,4-triazol o-
[ 1, 5-a] - pyri m di ne- 2- sul f onam de,

5. 5-Methyl-7-ethoxy-N-(2, 6-dichl oro- 3-
nmet hyl phenyl ) -1, 2, 4-triazol o-[1, 5-a] -
pyri m di ne- 2- sul f onam de,

6. N (2,6-D fluorophenyl)-3-chloro-4, 6-
di met hyl i m dazol o-[ 1, 2- a] pyri m di ne- 2-
sul f onam de,

7. N (5 7-Dnethyl-1,2,4-triazolo-[1,5-3a]-

pyri m di ne-2-yl)-2,6-di chl orophenyl
sul f onam de,

9. 5-Methoxy-7-fluoro-N-(2,6-difluorophenyl) -
1,2,4-triazolo-[1,5-c]pyrimdine-2-
sul f onam de; and

(b) an antidotally effective anount of a conpound
sel ected from

1. 4-Pentenenitrile, 2-methyl-2-[(4-
nmet hyl phenyl ) t hi o],

2. Acetic acid, (diphenylnmethoxy)-, nmethyl ester

2853.D Y A
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10.

11.

12.

13.

14.
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Benzenenet hanam ne, N-[4-(dichl oronet hyl ene) -
1, 3-di t hi ol an- 2yl i dene] - &- net hyl -,
hydr ochl ori de,

Phosphor ot hi oi ¢ acid, 0, 0-diethyl-0-(3-
nmet hyl phenyl ) ester,

5- Thi azol ecar boxylic acid, 2-chloro-4-
(trifluoromethyl)-, (phenylnethyl ester)

Pyrim di ne, 4, 6-dichl oro-2-phenyl -,

Benzeneacetonitrile, &-{[(1, 3-dioxol an-2-
yl ) met hoxy] i m no} -,

Acet am de, N, N-Bi s(2-propenyl)-4, & dichloro
(al so N, N-di al I yl di chl oroacet am de),

Oxazol i di ne, 3-(dichloroacetyl)-5-(2-furanyl)-
2, 2-di met hyl -,

Ci s/ Trans- pi perazi ne, 1, 4-bis(dichloroacetyl)-
2, 5-di net hyl ,

1- Oxa- 4- azaspi ro[ 4. 5] decane, 4-
(dichl oroacetyl)- (al so 4-dichl oroacetyl -1-
oxa- 4-azaspiro-(4,5) decane),

Oxazol i dine, 3-(dichloroacetyl)-2, 2, 5-
trimethyl

Oxazol i di ne, 3-(dichloroacetyl)-2,2-di nethyl -
5- phenyl ,
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15. Acetam de, 2,2-dichloro-N (1, 3-dioxol an-2-yl -
nmet hyl ) - N- 2- pr openyl ,

16. Ethanone, 2,2-dichloro-1-(1, 2,3, 4-tetrahydro-
1- et hyl - 2-i soqui nol i nyl ,

17. 1, 3-Di oxol ane, 2-(dichloronethyl)-2-nethyl -,

18. 5-Chl oro- 8- (cyanonet hoxy) qui nol i ne,

19. 1- Met hyl hexyl - 2- (5-chl or o- 8-
gui nol i noxy) acet at e,

20. 0-(Met hoxycarbonyl)-2-(8-qui nolinoxy)acetam de
oxi me, and

21. 4-(Dichloroacetyl)-2, 3-di hydro- 3- net hyl - 2H-
2, 4- benzoxazi ne. "

Regar di ng support for the new clains the Appellant,
st at ed:

"all remai ni ng conpounds are supported by the original
description and clains as follows:"

The subsequent paragraphs of the Appellant's subm ssion
showed two |ists of references to pages and |ines. At
the end of each list it is stated "and correspondi ng
passages in the description”.

By a decision dated 15 January 1997 the application was
refused under Article 97(1) EPC for failure to neet the

requirenments of Article 123(2) EPC.

More particularly, the Exam ning Division held that the
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Applicant nerely del eted subject-matter fromthe clains
formng the basis for the Exam ning Division's |ast
conmuni cation and therefore the last-filed set of
claims contai ned the sane deficiencies regarding
Article 123(2) EPC as it did before.

The formulas of herbicides 2, 3 and 9 in anended
claims 1 and 6 did not correspond to the fornulas of
sai d herbicides as set out in the description as
originally filed.

In the Exam ning Division's view there was al so no
support for the remai ning herbicides in conbination
with the clained |ist of antidotes, nanely herbicides
5, 6 and 7. Each of these herbicides was only
originally disclosed in conmbination with specific
antidotes and not with the full list of the clained
anti dotes.

Arguing that the Applicant had submtted anmendnments on
several occasions during the exam nation procedure, the
Exam ning Division further held that the Applicant had
exhausted its right to provide further amendnents.

The Appellant filed an appeal against this decision. He
took the view that the refusal of the application
constituted a quasi-abuse of the entitlement to a

pat ent securenment process in accordance with, at |east,
applicabl e | egal stipulations. The decision was
unsubstanti ated and taken prematurely. Mreover, since
the application was reviewed during the PCT Chapter |
procedure and at |east three times during the European
phase and since it appeared that no further anmendnents
were required, there was no reason to state in the

deci sion that the Applicant had exhausted its right to
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provi de further amendnents.

The Appellant, by referring to particul ar passages in
the application text, took the view that each of the
her bi ci de/antidote pairs objected to by the Exam ning
Di vision could be clearly and unanbi guously derived
fromthe application docunments as originally filed.

Caim1l1l of the main request, filed with a |etter dated
2 May 2000, on which the present decision is based,
differs fromclaiml formng the basis for the decision
under appeal only in that antidote fornula 21 in

claims 1 and 6 has been corrected to read

"4-(Di chl oroacetyl) -2, 3-di hydr o- 3- net hyl - 2H 1, 4-
benzoxazi ne". The correction has been based by the
Appel I ant on page 50, lines 12/13, of the application
as originally filed.

The Appel |l ant requested that the decision under appeal
be set aside and that the patent be granted on the
basis of the clainms of the main request or auxiliary
request both filed with the letter dated 2 May 2000 or
that the application be remtted to the Exam ning

Di vi si on.

The Appellant al so requested the reinbursenent of the
appeal fee.

Reasons for the Decision

1

2.

2853.D

The appeal is adm ssible.

The Board can agree to the Appellant's subm ssion that
claiml1l of the main request relates to a conposition
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conpri si ng:

(a) a herbicidally effective amount of a sul fonam de
conmpound sel ected fromherbicides 2, 3, 5 6, 7 and 9,
each di scl osed under the sane reference nunber in the
description as filed on page 50, line 19 to page 51,
line 10 and

(b) an antidotally effective anount of a conpound
selected fromthe antidotes 1 to 6 and 8 to 21, each
di scl osed under the sanme reference nunber in the
description as filed on page 49, line 2 to page 50,
line 14.

Taking into account that

(i) claiml1 of the application as originally filed
relates to a conposition according to which the
her bi ci des of a general fornmula | are conbined
with antidotes of a general formula Il or
antidotes taken froma long Iist of individually
named conpounds, and

(i) claiml of the main request contains a |ist of six
her bi ci de conpounds falling under the said general
formula | and contains a list of twenty antidote
conmpounds falling under said general formula Il or
being nmentioned in the long Iist of antidotes,

even in the light of the fact that the nunber of
possi bl e conbinations is |ower than in original
claiml, it is clear that the amendnents to claim1 of
the main request do not amobunt to a sel ection of

i ndi vi dual conbi nations (see T 7/86, Q) 1988, 381 ff,
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particularly point 5.1 of the reasons).

Contrary to the situation regarding claim1, claim2 of
the main request relates to individual pairs of

conbi nations of herbicide 2 with each of the twenty
antidotes |isted.

Since claim?2 of the main request, corresponds to
claim38 as originally filed, which depends on

claims 30 to 36 or 37 originally filed, and since
original clains 30 to 36 or 37 nmention explicitly each
i ndi vi dual antidote of present claim1, the twenty

i ndi vidual pairs of herbicide 2 with each of the

anti dotes can be regarded as disclosed in the
application as filed.

The addition of a co-herbicide according to claim3 of
the main request was disclosed in original claim4l.
The conbination of present claim3 wth present claim?2
corresponds to claim49 as originally filed.

The co-herbicides of claim4 of the main request were
di sclosed in original clainms 46 and 48, with the
exception of isoproturon and primsulfuron, which are
di sclosed in the description as filed on page 51 as co-
herbi cides E and F. The specific conbi nation of
herbicide 2 with the co-herbicides acetochl or,

nmet ol achl or, butylate, EPCT, alachlor and butachl or can
be derived froma conbination of original claim49 with
clainms 46 and 48.

As far as the conbinations of herbicide 2 with co-

herbi cide E and with co-herbicides F by dependence of
claim4 on claim?2 are concerned, claim4 results in a
general i sation of exanples 12 and 16 of the application



2853.D

- 10 - T 0674/ 97

as fil ed.

Exanpl es 12 and 16 di scl ose the conbi nation of the
above herbicide and co-herbicides only in the presence
of specific antidotes, nanely antidotes 3 and 18
(exanple 12) and 9, 10 and 13 (exanple 16).

However, according to claim4l as originally filed, any
type of herbicide, co-herbicide or antidote, provided
they fall under the definitions given in that claim
can be conbined in the conpositions. Therefore, the
skilled person is clearly taught that any of the
antidotes of claiml as filed can be conbined with the
conbi nation of herbicide 2 with co-herbicides E or F
(see decision T 680/93 of 29 Novenber 1994, not
published in Q) EPO, point 2 of the reasons).

Consequently claim4 does not extend the content of the
application as filed.

Claim5 of the main request is supported by the
originally filed claim46.

The di scl osure of the specific conbinations of
herbicide 2 with the co-herbicides acetochl or,
nmet ol achl or, al achl or and butachlor is given by
claim49 as filed via its dependence on cl ai m 46.

Claim6 of the main request relates to a nmethod for
reduci ng phytotoxicity to crop plants due to herbicidal
conpounds 2, 3, 5, 6, 7 and 9 (sane list as in claiml
of the main request), alone or in conbination with one
or nore co-herbicides (sane list as in claim4 of the
mai n request), which conprises applying an antidote
selected fromantidote 1-6, 8-21 (as in claim1l of the
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mai n request).

The steps of the nethod are based on claim57 as filed.

Claim7 of the main request indicates that the
herbi cide used in the method is herbicide 2. This claim
is supported by original claim74.

The conbi nati ons of herbicides, co-herbicides and
antidotes involved in the nmethods according to clains 6
and 7 of the main request are the sane as the

conbi nations involved in the conmpositions according to
claims 1 to 4. Therefore, the argunentation put forward
inrelation to the conpositions according to clains 1
to 4 applies also to the nmethod according to clains 6
and 7.

Clainms 8 and 9 of the main request correspond to
claims 75 and 76 as fil ed.

Finally, the Board can only conclude that the
anmendnents nmade to the clains of the main request do
not extend the content of the application as originally
filed, thus satisfying the requirenments of

Article 123(2) EPC

Accordi ngly, the decision under appeal relating only to
this issue has to be set aside.

Since the remaining requirenents such as novelty and

i nventive step under Articles 54 and 56 EPC shoul d
first be the subject of exam nation and decision by the
Exam ning Division, the Board decides to remt the case
to the first instance for further prosecution.
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According to Rule 67 EPC, the reinbursenent of appeal
fees shall be ordered in the event that the Board of
Appeal deens an appeal to be allowable, if such

rei nbursenent is equitable by reason of a substanti al
procedural violation.

The Appel |l ant has requested a rei nmbursenent of the
appeal fee, arguing in essence that the application was
refused prematurely and that the decision under appeal
was not substanti at ed.

There woul d be premature refusal and as a consequence a
substantial violation of procedure if the Appellant's
right to be heard under Article 113(1) EPC, i.e. that a
deci sion of the EPO may only be based on grounds or

evi dence on which the parties concerned have had an
opportunity to present their comments, had not been
respect ed.

In the circunstances of the present case, however, the
requirenments of Article 113(1) EPC were fulfilled in

t he decision of the Exam ning Division. The appeal ed
deci sion was entirely based on grounds, facts and

evi dence which were already known to the Appellant from
the official communication of the Exam ning D vision
dated 14 August 1995 (see paragraph Il above).
Fol l owi ng this comuni cation the Appellant nodified the
clainms but the subject-matter objected to under

Article 123(2) EPC was still present in the anended
clainms and the Appellant did not respond to the

Exam ning Division' s objection regarding a |ack of

di scl osure for "novel conbinations of conpounds” added
"to the original conbinations of conpounds as
exenplified in the description".
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I n accordance with the comuni cati on dated 14 August
1995, the text of the decision under appeal explicitly
mentions that the anmended clains do not neet the
requirenments of Article 123(2) EPC and clearly

i ndi cates the reasons why the Exam ning D vision raised
the objections. In this respect it is to be noted that
t he Exam ning Division put particular enphasis in both
the said | ast communi cation and the deci sion under
appeal on a | ack of disclosure for all conbinations of
t he cl ai ned herbicides and anti dotes.

Accordingly, the requirenent for the decision set out
in Rule 68(2) EPC that a decision of the European
Patent O fice, which is open to appeal, shall be
reasoned, was also fulfilled in the decision under
appeal .

Furthernore, in view of the fact that the Appellant has
nodi fied the clains several tinmes during the

exam nation procedure, his right to make amendnents of
his own volition, set out in Rule 86(3) EPC, has been
observed by the Exam ning D vision.

Therefore, no substantial procedural violation on the
part of the Exam ning Division can be recogni sed and
there is no reason for the reinbursenment of the appeal
fee.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2853.D Y A
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2. The case is remtted to the Exam ning Division for
further prosecution on the basis of the clains of the
mai n request filed with the Appellant's letter dated
2 May 2000.

3. The request to reinburse the appeal fee is refused.

The Regi strar: The Chai r man:

A. Townend P. A M Lancon
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