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Summary of Facts and Subm ssi ons

2000.D

Eur opean patent No. 0 466 726 was granted with ei ghteen
clains on 8 Novenber 1995 on the basis of European
pat ent application No. 90 904 909. 0.

Claim1l of this patent reads as foll ows:

"1. A cage structure (120) which is for use at a site
where the structure (120) will be filled with sand,

soil and other building material, wherein the cage
structure (120) is nmade up of pivotally interconnected
open nesh work panels (90-96, 128, 130, 132) which are
connected together under factory conditions so that the
cage (120) can take a flattened formfor transportation
to site where it can be erected to take a formin which
panel s (90-96, 128, 130, 132) thereof define side and
end wal |l s and an open top through which the cage
structure can be filled and under said factory

condi tions said panels (90-96, 128, 130, 132) defining
the cage side and end walls are pivotally

i nterconnected edge to edge and are relatively fol dable
tolie face to face in the flattened formfor
transportation to site, and can be relatively unfol ded
to bring the cage (120) to the erected condition

W t hout the requirenent for any further interconnection
of the side and end walls (90-96, 128, 130, 132) on
site, characterised in that the side walls each
conprise a plurality of side panels (128, 130)

pi votally connected edge to edge and fol ded concertina
fashion one relative to another, and the side walls are
connected by partition panels (132) which are pivotally
connected thereto, the cage structure being adapted to
be erected on site by pulling it apart by the end walls
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and when it is noved fromthe flattened formto the
erected condition the side panels (128, 130) unfold and
define with the end walls and partition panels (132) an
el ongated wall structure having a row of cavities (126)
to be filled with said building material and of which
each partition panel (132) is commobn to the pair of
cavities (126) adjacent the partition panel (132)."

The patent was opposed by the appellant on the grounds

of insufficient disclosure of the invention "according

to claim?2" (Article 100(b) EPC), and on the grounds of
| ack of inventive step Article 100(a) EPC, referring to
the prior art which can be derived from docunents

Dl1: (GB-A-845 863

D2: EP-A-0 202 552

D3: WD A-90/ 12160

D4: Patent Abstracts of Japan, volune 6, No. 249 &
JP- A- 57146835

D5: DE-A-1 609 814

D6: EP-A-0 124 157

D7: CA-B-968 726

US-A-4 011 728

D9: US-A-4 572 705.

The objection pursuant to Article 100(a) EPC was based



- 3 - T 0652/ 97

primarily on docunent D2 as the closest prior art, in
contrast to docunent Dl referred to in the patent
specification, and the subject-matter of claim1l as
granted had to be considered as | acking an inventive
step in view of the conbination of

D2 and D4, or

D2 and D5, or even

D2 and De6.

L1l The Opposition Division cane to the conclusion that the
subject-matter of claim2 was sufficiently clearly
defined that the skilled person would be able to carry
out the invention.

Furthernore, the Qpposition Division, stating in
point 5 of its decision dispatched on 14 April 1997
t hat

"D2 is, however, no nore relevant than D1 from whi ch
the contested patent starts”,

came to the conclusion that the subject-matter of the
patent in suit was not obvious in the light of the
avai |l abl e prior art and rejected the opposition.

I V. An appeal against this decision was | odged on 11 June
1997, the appeal fee being paid on the sane day, and

the Grounds of Appeal being filed on 12 August 1997.

In his subm ssion received on 21 April 1998 the
appel l ant has introduced into the appeal proceedings a

2000.D Y A
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further docunent

D10: CH A-59 925 and

with his letter filed on 25 May 1999 two further
docunent s

D11: GB-A-28 168 and

D12: "Serrazanetti Broschure" entitled "Gabbion
speciali di vete netallica" in Italian and with a
translation in English.

V. During the oral proceedings held before the Board on
16 June 1999 the parties fornmulated their requests as
fol | ows:

the appell ant requested as main request that the
deci si on under appeal be set aside and the case be
remtted to the first instance for further prosecution,
by way of auxiliary request that the patent be revoked;
additionally he requested rei nbursenent of the appea
fee,

the respondent requested that the appeal be di sm ssed.

VI . I n support of the above requests, the appellant argued
essentially as follows:

1. Mai n request
In the decision under appeal, inventiveness of the
clainms and particularly of claim1 has been

confirmed by starting fromdocunent Dl instead of

2000.D Y A
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D2 on which a major part of the appellant's
argunents during the opposition procedure was
based. The only comment on docunent D2 in the
contested decision is to be found in Section 5
thereof, stating that D2 is no nore relevant than
D1. Due to the absence of an adequate reasoning as
far as the aforenmentioned substitution of D1 for
D2 is concerned, the contested decision does not
conply with the provision of Rule 68(2) EPC and
constitutes a substantial procedural violation.

2. Auxi |l i ary request

2.1 Wth reference to the issue of late-filed
docunents D10 (dated 1911), D11 (accepted 1909)
and D12 (published 1910), the difficulties of
finding and getting copies of said old docunents
whi ch are not recorded on patent data bases shoul d
be taken into account. These docunments should be
adm tted because of their relevance.

2.2 The invention as defined in claim1l of the patent
in suit differs fromthe disclosure of docunent D2
only in that the side walls of the cage structure
are made of a plurality of side panels pivotally
connected edge to edge and fol dable in concertina
fashion. This feature appears to be conpletely
anticipated by the teaching of docunent D4.

The idea of providing a cage structure which is
qui ckly fol dabl e and unfol dabl e is already
disclosed in D2. The only problema skilled person
is therefore confronted with is that of finding a
different way of folding a box- or cage-like

2000.D Y A
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element in a way as to allow a | onger elenent to
be easily transported.

Figures 5 to 8 of docunent D4 give the i medi ate
idea that a |l engthy extensible container is there
provided with a plurality of cavities having side
panels folded in a concertina fashion.

In view of the fact that the objective technical
probleminherent in D2 is solved wwth the features
of the structure as disclosed in D4, that D2 and
D4 are strictly related to the specific field
common to the invention clainmed in the contested
patent, and that all the features of claiml

t hereof are known fromthe one or the other of
sai d docunents and that they nostly overlap each
other, there are no reasons left on which the

i nventiveness of the main claimof the contested
pat ent coul d be based.

Docunent D10 di scl oses a gabion structure
conprising a base wall, four side walls and a |id,
Figures 6 and 8 of this docunent show ng that the
side walls of the gabion can be folded in a
concertina fashion; D10 thus confirnms, that it was
customary to fold edge structures flat so as to
make them easily transportable and quickly
erectable on site.

Docunents D11 and D12 disclose nmulticellular

el ongat ed cage structures, preferably constructed
on site, which conprise all features set forth in
claim1l of the contested patent. Moreover,
docunent D11 (see Figure 3) and brochure D12 (see
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pages 10 and 11) disclose rows of hexagonally
shaped gabi ons, said docunents thus formng at the
date of filing the contested patent a part of
common general know edge in this specific field.

Taking into account the teaching of D10 and the
broad know edge of cage structures made of hinged
panel s, as shown for exanple in D1 and D2, and of
el ongated cage structures, as shown in D11 and
D12, it is stressed that claim1 of the patent in
suit does not involve an inventive step and
therefore does not neet the requirenents of
Articles 52(1) and 56 EPC

VII. The counterargunents presented by the respondent
(patentee) can be summari sed as foll ows:

1. The Opposition Division made reference (in
paragraph 5 of the contested decision) to docunent
D2 indicating that D2 discloses a collapsible cage
structure which is erected by pulling apart the
end walls. It expressed the view, however, that D2
was no nore relevant than D1 from which the patent
in suit proceeds and in this respect the
Qpposition Division was correct.

2. In D1 and D2 the fornms of the cages are slightly
different. In D2 the cages have the side and end
wal I s permanently hingedly connected, whereas in
D1 the cage includes a base to which the side and
end wal | s are permanently connected. In each case
the cages are erected on site, and then, contrary
to what is alleged by the appellant, further
operation is needed to |lock the cages in erected

2000.D Y A
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condition. In D2 such | ocking neans conprise the
bars 16 and 17, whereas in Dl the edges of the
sides and ends are connected by fixing neans.
However, in each case, the resulting structure is
a cage which is then filled with a suitable

mat eri al .

The first instance was right in considering D2 to
be not nore relevant than D1 and the appellant's

mai n request should be rejected and the refund of
t he appeal fee should be refused.

2.1 The invention defined in claim1l of the patent in
suit differs fromD2 in that the side walls of the
cage structure are nmade of a plurality of side
panel s pivotally connected edge to edge and
foldable in a concertina fashion. This is a major
and inventive difference over D2. It is wong to
say that this feature appears conpletely
anticipated by the teaching of docunent D4.

D4 is not a concertina type structure but rather
is alattice work made up of individual boxes
connected by ropes and arranged to form
intersecting channels to be filled with concrete
to provide a reinforced area.

The i nventiveness of the invention conpared to D2
and D4 is thus apparent and the part of

appel lant's argunents for rejection of the patent
based on the conbi nation of D2 and D4 shoul d be
ref used.

2.2 Regarding docunents D10, D11 and D12 it is

2000.D Y A
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subm tted that these docunents shoul d not be
i ntroduced into the proceedi ngs because

(i) they are filed too late in the proceedi ngs
and

(iit) they are no nore relevant than the prior art
already in the case.

Docunment D10 relates to a single gabion or box and
there is no suggestion that the boxes could be

hi nged together to define a wall structure
according to the present invention.

Docunments D11 and D12 concern woven structures the
el ements of which are connected w thout the use of
double walls by intertw ning the neshes during
manuf acture. There is no suggestion in these
docunents of a pivotal interconnection and/or of
folding said elenents in the manner clainmed in
claim1l of the patent in suit.

Reasons for the Deci sion

1

2000.D

The appeal is adm ssible.

Mai n request

As can be seen fromthe facts set out above, the
decision to reject the opposition was issued w thout

gi ving reasons as to why inventiveness of the clains
and particularly of claim1 had been confirned by
starting fromdocunent D1 rather than from docunent D2
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on which a major part of the appellant's argunents
during the opposition procedure had been based.

The appellant is right in asserting that the only
conment on D2, nanely in Section 5 of the Qpposition

Di vision's decision stating that "D2 is no nore

rel evant than D1", does not provide an adequate
reasoning for the substitution of D1 for D2 and that
the decision on appeal thus conflicts with the
principle enshrined in Rule 68(2), which states that
"deci sions of the European Patent O fice which are open

to appeal shall be reasoned...".

The principle enshrined in Rule 68(2) EPC is of
fundanental inportance for ensuring a fair procedure
bet ween the European Patent O fice and parties
conducti ng proceedings before it and inplicitly rules
that the European Patent O fice can only properly issue
a decision against a party if the grounds upon which
such a decision is based have been adequately reasoned.

In the present case, throughout the opposition
proceedi ngs the appellant founded his |ine of reasoning
for lack of an inventive step of claim1 entirely on D2
in conbination with D4 or D5 or even D6. By sinply

di sregarding D2 in favour of D1, the Opposition
Division failed to provide grounds which woul d have

al | owned a subsequent understandi ng of why the

appel lant's view was not to be shared and the
opposition thus to be rejected.

The requirenment of Rule 68(2) EPC can only be said to
be net when the chain of reasoning in the decision is
conpl ete, which neans that no rel evant evi dence present
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in the proceedi ngs and possi bly having an influence on
the result of the reasoning, has been omtted. In the
Board's view, this requirenent was not net here. The
appel l ant had absolutely no reason to expect the
Qpposition Division's decision to be reasoned on
anything other than his major argunent or at least to
explain only this argunment is not convincing. |ssuing

t he deci si on under appeal against the appellant w thout
providing himw th any reasoni ng upon his main argunent
under conflicts with 68(2) EPC and constitutes a
substanti al procedural violation.

Auxi | i ary request

The Board does, however, not find it necessary to refer
the case back to the first instance, but has decided to
apply Article 111(1) EPC and, exercising the powers of
the Opposition Division responsible for the decision
under appeal, to continue with the opposition
proceedi ngs itself.

Adm ssibility of the late-filed docunents

Docunents D10, D11 and D12 which the appell ant
submtted for the first time during the appea
proceedi ngs have been exam ned by the Board accordi ng
to Article 114(1) EPC and the exam nation has reveal ed
the foll ow ng:

Docunent D10 rel ating to col |l apsi bl e gabi on di scl oses
features of the preanble of the granted claim1 only,
while the subject-matter of said claimdiffers from D10
by the features of its characterising portion. In D10
there i s suggested a sinple gabion or box and there is
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not the | east suggestion that the boxes could be hinged
together to make an assenbly which can be fol ded
concertina fashion and unfol ded to define a wal
structure as is the case in the present invention.

Docunents D11 and D12 di scl ose substantially the sane
subject-matter relating to netal revetnents for
protecting banks, slopes and the |ike. These docunents
are silent about the precharacterising features of
claim1l of the patent in suit which state that "the
case is made up of pivotally interconnected open nesh
wor k panel s" and that "the panels defining the cage
side and end walls are pivotally interconnected edge to
edge and are relatively foldable to lie face to face in
the flattened formfor transportation to site". Nor do
t he docunents D11 or D12 di sclose the characterising
feature of claim1l of the patent specifying "panels

pi votal |y connected edge to edge and fol ded concertina
fashion one relative another”. According to D11 (see
page 1, lines 18 to 22 and claim1l) and D12 the
revetnment's el enments are connected wi thout the use of
double walls by intertw ning the nmeshes during
manuf act ur e.

In the light of the above findings the Board has
established that late-filed docunents D10, D11 and D12
are not nore relevant than the docunments filed in tine
and do not disclose matter which could change the

out come of the decision. Therefore, it was decided to
di sregard them pursuant to Article 114(2) EPC

Novel ty

The Board is satisfied that the subject-nmatter of
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claiml is novel over each docunent nentioned during
the proceedi ngs. Since this has never been disputed by
the appellant there is no need for further detailed
substantiation of this matter.

I nventive step

It is established jurisprudence of the Boards of Appea
that the objective assessnment of inventive step has to
be preceded by the determ nation of the technica
probl em whi ch the invention addresses and sol ves and
that the technical problemis to be fornulated in the
light of the closest state of the art.

Therefore, in order to apply this approach for

obj ectively assessing inventive step, it is essentia
to establish the closest prior art. Generally, this
requires that the clained invention should be conpared
with the art concerned with a simlar use which
requires the mninmum of structural and functiona

nodi fi cati ons.

The subject-matter of claim1l of the patent in suit
relates to a cage structure specified in the preanble
of claiml.

In the opposition and appeal procedure contradictory
assertions were nade by the parties in that the
appel | ant consi dered docunent D2 to formthe cl osest
prior art while the respondent referred to docunent D1
as the starting point for the invention.

The Board finds that the precharacterising feature of
claiml stating that the panels "can be relatively
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unfol ded to bring the cage to the erected condition

Wi t hout the requirenent for any further interconnection
of the side and end walls on site” is mssing in both
D1 and D2 and that docunent Dl noreover does not cover
the precharacterising feature of claim1l stating that
"panel s are connected together under factory

condi ti ons".

Therefore, in the Board' s judgenent, follow ng the
principle nentioned in point 3.4.1 above, docunent D2
represents a closer state of the art than D1 does.

In the light of this closest prior art, the technica
probl em underlying the present invention nmay be seen in
seeking to provide a cage structure sinply erectable on
site to provide a structural block in a rapid and

efficient manner.
According to the invention, this technical problemis
sol ved by the follow ng characterising features of

claim1;:

(a) the side walls each conprise a plurality of side

panel s

(al) pivotally connected edge to edge and

(a2) folded concertina fashion one relative to
anot her, and

(b) the side walls are connected by partition panels
whi ch are pivotally connected thereto,

(c) the cage structure being adapted to be erected on
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site by pulling it apart by the end walls and

(cl) when it is noved fromthe flattened formto
the erected condition the side panels unfold
and

(c2) define with the ends walls and partition
panel s an elongated wall structure having

(c3) arowof cavities to be filled with said
buil ding material and of which each
partition panel is common to the pair of
cavities adjacent the partition panel.

In view of results specified in colum 3, lines 20 to
57 and descri bed by way of exanple with reference to
the drawi ngs of the patent specification, the Board is
satisfied that the above-defined problemis solved.

On the question of whether or not the state of the art
woul d | ead the person starting fromthe teaching of D2
to a cage structure according to claim1l1 the follow ng
I S observed:

The argunentation of the appellant that docunent D2 in
conbi nation with docunent D4 or D5 or D6 antici pates
the inventive step of the subject-matter of claim1 of
the patent in suit does not convince the Board.
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In D2 the cage structure has the side and end walls
permanent |y hingedly connected. The structure is
erected on site and then further nmeans are needed to
| ock the cages in erected condition - such | ocking
means conprise the bars 16 and 17 which are necessary
torigidify the structure.

The present invention differs fromD2 by the

conmbi nation of characterising features (a) to (c3)
according to point 3.4.3 above and resides in the
particular idea that the side walls are pivotally
connected edge to edge as well as to the partition
wal |l s, so that the structure can fold concertina
fashion and unfold to forman el ongated wal |l .

The idea in D4 is to forma surface over a slope to be
reinforced by a lattice work made up of individua

boxes connected by ropes and arranged to form

i ntersecting channels to be filled with concrete to
provide a reinforced area. The appellant referring to
Figures 5 to 8 tal ks about substituting the ropes of D4
with a couple of side panels hinged to each other or
that the ropes could be shortened so as to bring the
upper and | ower walls of adjacent square forns close to
each other, whereby the panels could be foldable in
concertina fashion. The appellant is exercising his

I ngenuity beyond reason at this point, because as
expl ai ned above D4 is providing a specific form of
structure to cover an area and to nodify D4 in the way
suggested woul d have been to conpletely destroy the
basi c i dea of D4.

Docunent D5 is renote fromthe contested patent in that
according to this docunent rigid angle |Iinks between
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reinforcing bars are capable of being folded to a
predeterm ned degree to vary a di stance between the
reinforcing bars to suit concrete structure, but there
is no folding and unfol ding concertina fashion as in
the present invention.

The technical field of docunent D6 relating to a
concertina-like coll apsible screen for heat insulation
Is also renote fromthat of the concerned patent. The
skill ed person would not consider a teaching in so
renote a field to seek a solution to the probl em set
out above.

The fact that with hindsight "simlarities" can be
found between parts of docunments D4, D5 and D6 and the
opposed patent does not present evidence that it was
obvi ous for the skilled person starting from

docunent D2 to arrive at the present invention.

3.4.6 The other docunents cited in the proceedi ngs give
i kewi se no hint of the subject-mater of claim1. Their
teaching could therefore neither per se nor in
conbination with the teaching of the docunents
di scl osed in the foregoing paragraphs |lead the skilled
person to a cage structure according to this claim

3.4.7 In view of the above, the Board concludes that the
subject-matter of claiml1l as granted invol ves an

i nventive step wthin the neaning of Article 56 EPC.

3.4.8 For these reasons the auxiliary request cannot be
al | owed.

4. Rei nbur senent of the appeal fee

2000. D
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The rei nbursenent of the appeal fee shall be ordered
where the Board of Appeal deens an appeal to be

all owabl e, if such reinbursenment is equitable in view
of a substantial procedural violation.

In the case under consideration the first requirenent
is not net because the Board deens the appellant's main
and auxiliary requests to be not allowable. Therefore,

t he appeal nust be dism ssed and the request for

rei mbursenent of the appeal fee thus has to be

rej ect ed.

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

S. Hue

2000. D

C. T. WIson



