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Summary of Facts and Subm ssi ons

0308.D

The nention of grant of the European patent

No. 0 458 378, in respect of European patent
application No. 91 201 063.4, filed on 3 May 1991 and
claimng GB priority of 22 May 1990 (GB 9011412) was
publ i shed on 5 January 1994 (Bulletin 94/01). daiml
read as foll ows:

"Cat al yst conposition, suitable for use in a process
for the isomerization of G-al kyl aromatics conpri sing
a Goup VIIl netal and an al kali netal containing
zeolite and a binder material as support, the anpunt
of alkali metal being between 2 and 3 % by wei ght on
the zeolite, which is preparable by a process,
wherein an al kali containing zeolite is prepared and
extruded together with a binder material, the
resulting extrudate is calcined, |oaded with a
conpound of a Goup VIII netal and further calcined,
foll owed by reducing the Goup VIIl netal."

Claim 2, a dependent claim was worded, after
correction of a typographical error, as follows:

"Cat al yst conposition as clainmed in claim1, wherein
the alkali nmetal containing zeolite is prepared by
adjusting the alkali |evel by ion-exchange within a
pre-sel ected range."

Claims 3 to 12 were dependent clains, directed to
el aborations of the catal yst conmposition according to
claim1.
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Claim 13, an independent claim read as foll ows:

"Process for the isonerization of GCs-al kyl aromatics
wherein the G-al kyl aromatics are contacted with a
catal yst conposition as clainmed in any of clainms 1-
12."

1. Notice of Qpposition was filed on 8 Septenber 1994 on
t he grounds of Article 100(a) EPC in conjunction with
Articles 54 and 56 EPC. The opposition was supported
inter alia by the follow ng docunents:

D1: DD- C- 121 320 and

D2: DE-B-1 920 546 as well as the later filed but
adm tted docunents

D3: DE-B-1 545 418

D4: GB-A-1 383 871

D5: John Ward, "Ml ecul ar Sieve Catal ysts", Applied
| ndustrial Catalysis, Vol. 3 1984, pages 271-76

D6: H H John: "Die Herstellung dealumnierter
Zeolithe und i hre Eignung bei katal ytischen
Reakti onen”, Martin-Luther-Universitat
Hal | e/ Wttenberg Okt. 1970, pages 39, 81-84,
238.

By a deci sion, announced at oral proceedings held on
15 April 1997 and issued in witing on 24 April 1997,
the Opposition Division revoked the patent. The

deci sion was based on a set of clainms 1 to 12, filed
on 14 March 1995 formng a nmain request and on an

0308.D Y A
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auxiliary request which was a nodification of the
mai n request expressed only in outline form

Claim1 of the main request differed fromclaim1 as
granted by the insertion of the words "... is brought
within the given range by ion-exchange with anmoni um
salt" in place of the phrase "is prepared ...".

Claim2 as granted had been cancelled and granted
claims 3 to 13 renunbered into clainms 2 to 12.

Claim1l1l of the auxiliary request differed from
claiml1l of the main request in that the term
"zeolite" was replaced by the term"nordenite" by

i ncorporating dependent claim2 of the main request
into claim 1.

According to the decision, claiml of the main
request and of the auxiliary request were novel but

| acki ng an inventive step. The technical problem
arising fromDl1l, which was considered to represent
the closest prior art, was that of providing a

catal yst conposition which was sel ective for xyl enes
when used in a process for the isonmerization of G-
al kyl aromatics and which led to lowloss in G-
aromatics. The solution, to alter the alkali content
of the zeolite by neans of ion-exchange with an
amoni um salt, represented a different approach from
the teaching of D1, which was to achi eve the alkal
content by treatnent with a strong acid foll owed by
partial neutralization with al kali hydroxide or
carbonate in order to increase the pore size. The
scope of claim1 of both requests enconpassed | arge
pore, medium pore and small pore zeolites. The latter
had, however, been admtted by the proprietor not to
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be suitable for the isonerization of G- alkyl
aromatics. Hence the problem addressed by the patent
in suit was only partly solved and the subject-matter
of claim1 | acked an inventive step.

As regards the auxiliary request, in particular
whil st the Patentee had criticised the experinments of
the Opponents (filed on 14 January 1997), which were
i ntended to show that when using "small pore"
nordenite worse results were obtained follow ng the
treatnment according to the patent in suit than
followi ng the teaching according to D1 and al t hough
he had argued that the skilled person would not use
such a small pore zeolite, nevertheless it had not
been proved by the Proprietor that a specific
nordenite woul d automatically be fixed upon by the
skilled person, since the patent in suit did not
contain any such teaching. Furthernore, the
conparati ve exanples submtted by the Patentee on

14 March 1995 were not reliable because the catal yst
used in the conparison had a sodiumcontent falling
outside claiml of the patent in suit, so that there
was nore than one variable in operation. In sumary,
the scope of claim1l included nordenites which would
not solve the technical problemas well as those used
in D1, so that the subject-matter of this request

| acked an inventive step.

On 16 June 1997, a Notice of Appeal against the
decision was filed, the prescribed fee being paid on
the sane day. In the Statenent of G ounds of Appeal
filed on 14 August 1997, the Appellant (Patentee)
referred for the first tine to the foll ow ng
docunent :
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D7: David A Whan, "Structure and catalytic activity
of zeolites", Chemistry in Britain, 1981, pp
532-535.

Wth a letter received on 17 March 1998, the
Appellant filed four further auxiliary requests in
addition to the main request and the auxiliary
request (now first auxiliary request) filed during
opposi ti on proceedi ngs.

The Respondent (Opponent) disagreed, in subm ssions
filed on 20 Novenber 1997 and 18 June 1998,
respectively, with the argunents of the Appellant and
cited, in the latter subm ssion, the follow ng
docunent for the first tine

D8: V. R Chunbhal e, A J. Chandwadkar and B.S. Rao:
"Characterization of siliceous nordenite
obtai ned by direct synthesis or by
deal um nation", Zeolites 1992, Vol. 12, 63.

The Appel |l ant argued in substance as foll ows:

(a) The mmin reason for denying an inventive step
had not been that an obvi ousness position
existed with respect to the prior art but rather
that the technical effect taught by the clained
subject-matter did not extend to all enbodi nents
covered by the claim This was, if anything, an
obj ection under Article 84 EPC which was not
itself a ground for opposition.

(b) It was in any case general know edge what types
of zeolites would be useful in isonerizing
Cs-al kyl aromatics, w thout nention thereof
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(c)

(d)
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bei ng necessary in the patent specification, and
in particular that the spaces within the
crystallites had to have di nensions cl ose of
those of the reactant or product nol ecul es.
Partially blocked zeolites w th anorphous
inmpurities or cations such as those tested by

t he Respondent were self-evidently unsuitable.

Furthernore, it had been shown that clean
nordenites perfornmed better in a catal yst
conposition after having been treated according
to the patent in suit. It had even been shown,
as energed fromthe experinents of the
Respondent, that a bl ocked nordenite treated
according to the patent in suit would performto
sone extent whereas an untreated such bl ocked
nordenite would not performat all. Consequently
t he advantage of the clainmed subject-mtter had
i ndeed been shown for all nordenites.

The Appellant's test report had been

di sregarded, because two variabl es but not one
had al | egedly been used, although in a
prelimnary opinion the Qoposition D vision
seened to have accepted an inventive step in the
light of this test report. On the other hand in
the case of the Respondent's test report, the
starting materials had not been specified and

t he plati num had been added at a different stage
as conpared with the clained subject-matter

Thus, this latter test report did not prove
anything with respect to the claimed subject-
matter. Further, the inpugned decision did not
take into consideration the Appellant's

conpari son between the test reports of both
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parties, whereas the onus had in any case been
on the QOpponent to provide a conplete set of
rel evant tests.

(e) This unequal treatnment of the subm ssions of the
Appel lant, and in particular the absence, from
the m nutes of the oral proceedings held on
15 April 1997, of the relevant associ ated
subm ssions of the Appellant amounted to a
substantial procedural violation.

(f) Quite part fromthe above, when using the
probl em sol uti on approach, the clainmed subject-
matter was not made obvious by D1, D3 and D4. D1
was directed to a process to debl ock a bl ocked
nordenite by nmeans of a strong acid but did not
enphasi ze the cl ained anount of alkali netal to
be used, and thus addressed a different problem
In D3 the zeolite was preferably entirely in the
Hformand the addition of the Goup VIII neta
in the manner as clainmed was not nmentioned. D4
shoul d have been regarded as nearest prior art.
The post-dopi ng of the shaped extruded and
calcined m xture of zeolite and bi nder as
defined in claim1, however, provided an
i nproved technical effect over D4, as had
al ready been denonstrated during exam nation
proceedi ngs in the subm ssions dated 18 February
1993.

V. The Respondent argued substantially as foll ows:
(a) The clains of all requests were not inventive

because the problemto be solved over D1, nanely
to achieve a high ATE for ethyl benzene content

0308.D Y A
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(I ow et hyl benzene content in the product) of

t he product and a | ow | oss of GC-al kyl aromatics
during isonerization was not solved by all of

t he enbodi nents covered by claim1. The snal

and m ddl e size zeolites covered by claiml
woul d not provide an inproved (surprising)
conversion rate. The Appellant had at nbst shown
a technical effect for open, large pore zeolites
when treating themw th amoni um salt. However
the clainmed invention did not exclude small pore
or medi um pore zeolites and the patent
specification did not differentiate the zeolites
with respect to their pore sizes.

The test report submitted by the Appellant on

9 May 1995 coul d not be taken into consideration
as several paraneters had been varied (see

T 197/ 86, QJ EPO 1989, 371). The Appellant had
not provided any experinents show ng that the
effect had its origin in the distinguishing
feature of the invention.

The sol uti on was obvi ous when considering D1 and
D3 or D1 and D4. In D1 as nearest prior art
docunent only small pore zeolites were acid
treated to wi den the pores, which acid treatnent
was not necessary when treating |arge pore
zeolites. D3 was directed to a catal yst for

i somerizing ethyl benzene and used a treatnent
with ammonium salts for |arge pore zeolites. D4
related to the same technical field and used an
acid treatnment or an ammoniumsalt treatnent to
regul ate the alkali content. Al so when starting
fromD3 as nearest prior art it would have been
obvious to control the alkali content as clained
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when considering D4. An obvi ous sol ution was
al so provi ded when starting from D4 and
conbining its teaching with that of D3 and/or
D1.

By letter of 24 Septenber 1998 the Respondent
wi t hdrew t he Opposition.

The Appel |l ant requested that the decision under

appeal be set aside and that the patent be maintained
in amended form based on a main request based on a
set of clains 1 to 12 filed on 14 March 1995 with
letter dated 9 March 1995 and five auxiliary requests
filed on 17 March 1998.

In addition, the Appellant requested rei nbursenent of
t he appeal fee since the detailed argunments and

expl anations presented by the Appellant during oral
proceedi ngs were not considered by the Qpposition

Di vi si on.

for the Deci sion

The appeal is adm ssible.

Wth the wthdrawal of the opposition during the
appeal proceedi ngs the Respondent ceased to be a
party to the appeal proceedings in respect of the
substanti ve issues.

Adm ssibility of late filed docunents D7 and D8

D7 is a review article on zeolites and concerns the
crucial issue of the role of the pore size in
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catal yst activity and was filed by the Appellant in
response to the finding in the decision under appeal
that the technical effect taught by the clained
subj ect-matter did not extend to enbodi nents of
certain pore sizes covered by claim1. Its

i ntroduction has not been opposed by the forner
Respondent and in view of its relevance to issues
al ready raised the Board sees no objections to its
i ntroduction into the proceedi ngs under

Article 114(1) EPC. It will consequently be taken

i nto consi derati on.

D8 was filed by the fornmer Respondent and is
primarily concerned with the aspect of the Si G/Al ,G
rati os which are not central to the subject-matter of
the patent in suit and was furthernore published in
1992, i.e. after the relevant priority and filing
dates. It is thus prima facie irrelevant to the
subject-matter of the patent in suit and will be

di sregarded under Article 114(2) EPC.

Adm ssibility of the main request

Claim1l of the main request differs fromclaim?1 of
the granted patent in that an ion-exchange with an
ammonium salt is used to bring the al kali netal
within the clainmed range. The finding, in the
deci si on under appeal, that this anendnent net the
requi renents of Articles 123(2) and (3) EPC has not
been chal | enged by the fornmer Respondent, and the
Board has no reason to take a different view.
Consequently the anendnents are held to be adm ssible
according to Article 123 EPC.

Novel ty (main request)
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The finding, in the decision under appeal, that the
cl ai med subject-matter was novel has al so not been
di sputed and the Board sees no reason to take a

di fferent view Consequently the clainmed subject-
matter is held to be novel.

The patent in suit; the technical problemand its
solution (main request)

The patent in suit relates to a catal yst conposition
suitable for the isomerization of GCy-al kyl aromatics,
by which a high ATE (approach to equilibrium val ue)
for ethyl benzene (which means that there is a high
conversion of ethyl benzene into the nore desirable
xyl ene products) conbined with a | ow1oss of G- al kyl
aromatics (xylenes) is obtained (page 2, lines 39 to
41) .

Such a catal yst conposition is, however, known from
D1 which, according to the decision under appeal,
represented the closest prior art.

D1 discloses a catal yst conposition, suitable for use
in a process for the isonerization of G- alkyl
aromatics, conprising a Goup VIIlI netal and an

al kali metal containing nordenite which has been
treated with a strong acid which is afterwards
neutralized so that 20 to 60% by equi val ent of the
potential cation positions remaining after acid
treatnment is replaced with alkali ions (claim1). The
nordenite can be m xed and extruded with an al um num
oxi de hydrate binder, the extrudate being cal cined
and | oaded with a platinumnetal conmpound (claimb5).
The treatnment with acid instead of an ammoni um sal t
results in widening the pores of the nordenites by
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renovi ng anor phous parts or structural bl ocks and

al um num atons out of the lattice (page 4, second

par agraph). According to the exanples, the
application of such catalysts to the isonerization of
Cs-al kyl aromatics containing ethyl benzene results in
a reduction of the anpbunt of ethyl benzene and a

hi gher anmount of xylenes (Tables 1 and 2).

Conmpared with this state of the art, the techni cal
probl em may be seen in the provision of a catalyst to
be used in a process for the isonerization of GCs-alkyl
aromatics, whereby a higher ATE for ethyl benzene is
achieved with minimal |oss of GCy-aromati cs.

The sol ution proposed according to claim1l is that
the al kali content is brought within the given range
by using an ion exchange with an amoni um salt.

It has not been disputed that the exanples and
conparati ve exanples of the patent in suit show a

si mul t aneous i nprovenent of the ATE val ue and
reduction of loss of Gy-al kyl aromatics as the al kal
netal content of the nordenite is adjusted, using the
rel evant nmechani sm of ion exchange w th amoni um
salt, into the relevant range of 2 to 3% by wei ght of
the zeolite; all other variables being held constant
(Exanples 2 to 4 and conparative Exanples A and B)
This represents a conparison with a variant |ying
closer to the clainmed subject-matter than D1. Nor has
it been contested that the relevant ATE and G- al kyl
aromatic | oss val ues exenplified according to the
claimed subject-matter are favourable conpared with

t hose obtai ned according to D1.

As regards the Appellant's conparative tests, filed
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on 14 March 1995, furthernore, these showed an even
nore strikingly inproved rel evant ATE value for the
catal yst prepared according to the patent in suit,

conpared with that of a replication of the catalyst
according to D1 (appendix to subm ssion, Table I11).

The former Respondent's criticismof these tests on
the basis that the replication of the catalyst
according to D1 resulted in an alkali netal content
of the latter of 1.72, which fell outside the

rel evant range of 2 to 3% according to the patent in
suit and thus fornmed a second variable, is not

convi ncing, since (a) the deviation is small and (b)
it was in any case already known that such a
reduction in the alkali nmetal content of the zeolite
woul d generally result in a higher ATE value, albeit
at the cost of greater |osses of G-al kyl aromatics
(patent in suit, page 2, lines 24 to 26).

Consequently, the fact that the conparative catal yst
had a slightly |Iower alkali netal content would be
expected to increase its relevant ATE val ue and hence
reduce the margin of inprovenent displayed by the

cl ai med subject-matter. Since, however, a still
greater increase in ATE value was recorded according
to the conparative tests, the latter are, if anything
a nore convincing denonstration of the superiority of
the catal yst according to the patent in suit.

From the above, it follows that the Appellant's

vol untary conparative experinents filed on 14 March
1995, are as close as possible to D1 and pl ausi bly
showed that the relevant technical effect has its
origin in the distinguishing amonium salt treatnent,
so that they are also in line with the requirenent
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referred to in decision T 197/86 (supra).

The further criticism that the relevant effect would
not be achieved with small, nedium or bl ocked | arge
pore nordenite zeolites was evidentially only
supported by conparative tests submtted by the
former Respondent on 14 January 1997. Since, however,
none of these tests was carried out according to
claiml of the patent in suit, as the calcination-
Group VII'lI netal |oading-calcination step sequence
was omtted, the |atter neverthel ess al so being
crucial for obtaining the relevant effect, as shown
by the uncontested experinental report filed during

t he exam nation proceeding (subm ssions filed on

18 February 1993), the fornmer Respondent's
experinments are consequently irrelevant. Thus, the
case of the fornmer Respondent in this respect anounts
to nothing nore than an unsupported all egation that
certain unspecified types of nordenites woul d be

i neffective.

Whilst it is true that the Appellant indicated that
the effect was not obtained with bl ocked pores, since
t he ammonium salt treatnment would not effectively
unbl ock them nevertheless this was stated in the
context that a zeolite which was unsuitable woul d not
be used (subm ssions filed on 20 February 1997 during
t he opposition proceedi ngs, page 3, |ast paragraph of
section 1 "As to the technical effect of the clained
subj ect-matter").

The subm ssion that the unsuitability of zeolites of

i nappropriate pore size would have been well known to
t he skilled person has furthernore been corroborated,
in the appeal, convincingly in the Board' s view by
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reference to D7, a review article in a journal wdely
circulated to professional chem sts according to
which "the nost inportant feature of zeolites is that
the spaces within the crystallites have di nensions

cl ose to those of the reactant or product nol ecul es”
(see page 537, left colum). In the latter

connection, it was well known from D5, a standard
text, that natural nordenite zeolites which were
partially bl ocked by anorphous inpurities or cations
would only result in an effective dianeter of about

4 A, which was clearly not suitable for the relevant
pur pose (D5, page 276, first paragraph). Thus, it is
evident that it belonged to the general know edge of
the person skilled in the art to start froma zeolite
of proper pore size having regard to the clained

subj ect-matter

For the rest, the former Respondent's argunents
concerning the effectiveness of the solution of the
techni cal problemrest on an assertion, based on a
conparison with the teaching of D1, that the results
of using a catalyst with small pores according to D1
woul d be better than applying the anmoni um salt
exchange according to the patent in suit to a snall
medi um or bl ocked pore nordenite zeolite. In this
connection it is, however, conspicuous that the pore
size of the zeolites used according to D1 is nowhere
stated or otherw se nade avail able. Indeed this was a
maj or criticism by the Appellant, of the
Respondent's conparative experinents filed on

14 January 1997, since these were nerely a copy of
what was said in D1 and thus equally did not admt of
bei ng checked (Appellant's subm ssions filed on

20 February 1997). This criticismhas not been
ref ut ed.
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Hence, the former Respondent's assertion rests on a
conparison made with a synthetic nordenite zeolite of
unspecified origin and, nore particularly,

unspeci fied pore size. The relationship of such a
nordenite to that used according to D1 on the one
hand and to the nordenites according to the patent in
suit on the other is therefore in principle,

i ndeterminate. It cannot therefore, serve as an
appropriate basis for putting in question the

ef fectiveness of the clained subject-matter for
nordenites of any particular pore size. In other
words the conparison offered is fundanmentally

i ncapabl e of supporting the assertion nade.

Consequently there is no evidential basis for
doubting the Appellant's subm ssion that the catal yst
performance even of zeolites of |less preferred pore
size is inproved by the treatnment according to the
patent in suit (Statenent of G ounds of Appeal

poi nt C, paragraph 1).

It was, however, the onus of the Respondent
convincingly to denonstrate the validity of his
contrary assertion. This he has failed to do.

In summary, the Board has no reason to doubt that the
cl ai med neasures provide an effective solution of the
techni cal problem and this over the whol e range

cl ai ned.

Thus, the contrary finding of the decision under
appeal in this respect according to which the
techni cal probl em had not been solved over the whol e
range cl ai med cannot be supported by the Board.

Since, furthernore the latter finding constituted the
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sole basis for the further finding that the clains of
the relevant auxiliary request did not involve an

i nventive step, and thus for the revocation of the
patent in suit, the decision under appeal nust be set
aside for this reason al one.

| nventive step (nmain request)

Thi s does not yet answer the question whether the
subject-matter clainmed in the patent in suit involves
an inventive step. In connection with the identity of
the closest prior art, the argunents of the forner
Respondent were advanced in relation to D1 and D3
while the Appellant referred to D4. As the Opposition
Division used D1 as nearest prior art to revoke the
patent, which approach is in line with the position
of the forner Respondent, it is reasonable to start
with this approach first.

It is thus necessary to consider whether the skilled
person, starting froma catal yst according to D1 and
faced with the problem of increasing ATE val ue for
et hyl benzene conmbined with mininmal |osses of G- al kyl
aromatics woul d have expected this result to be

achi eved by using an ammonium salt treatnent for
adjusting the clainmed al kali metal content.

In D1 the key feature is to use an acid treatnent in
order to widen the pores of the nordenites by
renovi ng anor phous parts or structural bl ocks and

al um num atons out of the lattice. The acid treatnent
results in inproving the diffusion for hydrocarbon
nol ecul es in general (D1, page 4, second paragraph).
It would be contrary to the teaching of DL to use an
amonium salt treatnment, since this would nmean
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departing froman essential feature of its teaching.
Further, the use of an ammonium salt treatnent brings
the alkali metal content within a specific range

wi t hout disrupting the crystal structure.

Although in D1 the acid treated nordenite zeolite is
neutralized in order to replace the renaining
potential cation positions by alkali nmetal ions, no
specific enphasis is put on the clained al kal

content of 2 to 3% by weight. Furthernore, Dl teaches
two alternatives for the preparation of the catal yst
conposition (clainms 4 and 5) one of which refers to

t he cl ai med extrusion-cal ci nati on-| oadi ng-cal ci nati on
step sequence without the latter being nentioned in
relation to the problem posed. It is, however,
uncontested that both the clained al kali content and
t he extrusion-cal ci nati on-1| oadi ng-cal ci nati on step
sequence are crucial for providing the rel evant
effect (Exanples 2 to 4, and A and B of the patent in
suit; experinmental report filed on 18 February 1993).
There is no hint in D1 that these two features, if
conbi ned, woul d provide an inprovenent in catalyst
efficiency.

Hence, it is not suggested by D1 to conbine the
features referred to above in order to provide the
rel evant effect (D1, Exanples 1 and 2).

Consequently, there is no hint to the solution of the
techni cal problemin D1.

In D3, the catal yst conposition is prepared by a
process wherein a zeolite in Hformwhich may contain
0.2% by wei ght of alkali and may be obtai ned by
treatment with amoniumions, is dispersed in an
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al um num oxi de sol and dropped into a formng oil,
whereafter the fornmed particles are dried, calcined
and | oaded with palladiumor platinumand further
cal cined, followed by reducing the Goup VIII neta
(colum 2, lines 43 to 60; colum 4, line 67 to
colum 5, line 4; Exanple 1).

The Hformof the zeolite is preferred because it
results in an increase in catalytic activity and
stability of the catalyst (colum 4, lines 5 to 8).
Consequently, there is no hint in D3 to adjust the

al kali metal content of DL within the clainmed 2 to 3%
by wei ght for any reason, let alone to solve the

pr obl em posed.

Even | ess does D3 suggest that the specific
"extrusion-cal ci nati on-| oadi ng-cal ci nati on step
sequence" as clainmed would result in an inproved ATE
val ue. Consequently, the skilled person would not be
notivated by D3 to nodify the teaching of D1 in the
direction of the solution of the technical problem

D4 di scl oses a catal yst conposition conprising a

pl ati num al um na conponent and a partially
deal kal i zed nordenite which has been ion-exchanged
wi th an amonium salt and contains fromO0.1 to 0.9
equi val ents of an al kali per gram atom of al um num
whi ch amount of al kali corresponds to 0.52 to 4.74%
by wei ght of zeolite (see claim1). The catalyst is
prepared by m xing the partially deal kali zed
nordenite with platinumon alum na (see Exanple 3).

As D4 does not suggest that first the m xture of
zeolite and binder is extruded and calcined prior to
| oading wwth the Goup VIII netal which is crucia
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for obtaining the relevant effect (section 6.6,
above), there is no incentive for the skilled person
to nodify the teaching of D1 in the direction of the
solution of the technical problem

In summary, the solution of the technical problem
does not arise in an obvious way, starting fromD1l as
cl osest state of the art.

Nor would the result be different starting from D3,
since the disclosure of the latter is nore renote
fromthe solution of the technical problemthan that
of DL (cf section 7.1.2, etc., above).

Finally al so when starting from D4 as cl osest prior
art, the clainmed invention has not been suggested as
can be gathered fromthe foll ow ng:

Al though D4 relates to a catalyst for the

i sonerization of xylene containing ethyl benzene it
does not teach or suggest the clained
"extrusion-cal ci nati on-| oadi ng-cal ci nati on step
sequence” which is crucial for obtaining a high ATE
val ue and mnimal |osses in G-al kyl aromatics
(section 6.6, above).

Furthernore, the alkali content of the nordenite is
defined within a broad range of 0.1 to 0.9
equi val ents per gram atom of al um num and only
catalyst N fulfills the clainmed alkali netal content
(Table 1 of Exanple 3 and Table 6 of Exanple 8).
There is no hint in D4 that for achieving the

rel evant effect the specified alkali nmetal content is
critical. Even less there is any notivation in D1 or
D3 to conbine the clained
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"extrusion-cal ci nati on-1| oadi ng-cal ci nati on step
sequence" with the clained alkali netal content for
sol ving the probl em posed.

Consequently, the solution of the technical problem
does not arise in an obvious way starting from D4.

It follows fromthe above, that the subject-matter of
claim1l1 is based on an inventive step. The sane
applies to dependent clains 2 to 11 and to process
claim 12 since the latter is limted to the use of
the catal yst according to claim1l. Thus, the grounds
of opposition do not prejudice the maintenance of the
patent in anmended formon the basis of the main
request. The Opposition Division will have to exam ne
whet her the anendnents to the clains require
amendnments to the description

Auxi liary requests

As the main request is allowable there is no need for
the Board further to consider the auxiliary requests.

Rei mbur senent of the appeal fee

The Appellant's subm ssions that the attacked
decision and the mnutes did not consider the
argunents and expl anati ons presented during the oral
proceedi ngs so that the mnutes did not neet

Rul e 76(1) EPC and the decision was not sufficiently
reasoned under Rule 68(2) EPC which amobunted to a
substantial procedural violation under Article 113(1)
EPC are not convincing, as can be gathered fromthe

f ol | owi ng:
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As the Appellant had admttedly relied in the oral
proceedi ngs before the Opposition Division on the
i ssues which forned the basis of the decision, the
Appel I ant has had the opportunity to present its
argunents (Notice of Appeal, filed 14 August 1997,
point E Article 113(1) EPC).

The m nutes according Rule 76 EPC should contain "the
essentials of the oral proceedings ... and the

rel evant statenents by the parties...". This

provi sion does not require that the mnutes refl ect
the full arguments of the parties. It is within the
di scretion of the mnute-witer what he considers
"essential" or "relevant” (T 212/97 of 8 June 1999,
not published in Q) EPO, Reasons, point 2.2,
referring to the GQuidelines for Exam nation in the
EPO E-111, 10). Whereas it is required that the

m nutes contain the requests or simlarly inportant
procedural statenents, nost of the argunents
concerning patentability are normally apparent from
the previous witten subm ssions or fromthe facts
and subm ssions in the witten deci sion and need not
be contained in the mnutes. Nevertheless, if a party
is of the opinion that the mnutes are inconplete or
w ong since essential subm ssions are not reflected
at all in the file it may request the Opposition
Division to correct the mnutes to preserve its
rights (T 231/99 of 31 August 1999, not published in
Q) EPO . In absence of such a request, the allegation
of a substantial procedural violation cannot be
justified.

According to Rule 68(2) EPC the "decisions of the
Eur opean Patent O fice shall be reasoned ...".
According to T 740/93 of 10 January 1996 (not
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published in Q) EPQ, Case Law of the Boards of

Appeal , third edition 1998, VI. L. 6.3.3) the
reasoni ng should contain in addition to the | ogical
chain of facts and reasons on which every decision is
based, at |east sone notivation on crucial points of
dispute in this Iine of argunmentation, in so far as
this was not imedi ately apparent fromthe reasons
given, in order to give the party concerned a fair

i dea of why his subm ssions were not considered to be
not convi nci ng.

It has to be checked whether the decision gives
informati on on what argunments or explanations have
been presented in the oral proceedi ngs and whet her or
not this is such as to allow the concl usion that

Rul e 68(2) EPC has been violated. In this respect the
deci sion as a whol e nust be considered whether the
crucial points of dispute have been considered and
whet her reasons have been given why the subm ssions
were not considered to be convincing.

The deci si on under appeal makes reference under
"facts and subm ssions” to the conparative
experinments filed with letter of 14 March 1995
(point 6) and to an internediate conmuni cation dated
25 Cctober 1996 (point 10). In this conmunication the
Qpposition Division provided a prelimnary view on
novelty and inventive step and appeared to accept an
i nventive step based on the Appellant's conparative
tests filed on 14 March 1995 as |long as the
Respondent had not provided any convi nci ng counter
evidence in this respect (page 3, point 5 of said
conmuni cation). Under point 11 of the decision,

menti on was made to conparative tests of the
Respondent and for further detail reference was nade
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to the file. Further nmention was made to the

Appel lant's letter of 20 February 1997 which has
dealt with the deficiencies of the Respondent's
conparative tests (point 12). Furthernore, fromthe
mnutes it can be gathered that there had been a | ong
di scussion on inventive step (points 5 and 8). Thus,
fromthe "Summary of facts and subm ssions” of the
deci si on under appeal the crucial facts, evidence and
argunents can be derived which according to the
Appel l ant were in dispute in the oral proceedings so
that i ndeed the decision under appeal either directly
or by way of reference nentions the rel evant
statenents in dispute.

Further, the reasons for the decision give argunents
why the Opposition Division did not accept an

i nventive step, because the problemto be sol ved was
only partly solved by the patent in suit by referring
to the Respondent's test report and to the statenent
of the Appellant that not all zeolites were suitable
(page 8).I1n particular, the decision has dealt with
bot h experinmental reports under dispute and has put
forward argunents why it rejected the Appellant's
criticismon the Respondent's test report (pages 9
and 10 bridgi ng paragraph) and why it did not rely on
the Appellant's test report (page 10, first and
second paragraph) and the conpari son made by the
Appel I ant (page 11, second paragraph). That the test
report of the Appellant was disregarded and the
Respondent's conparative tests were accepted is a
substantive issue and is the result of a wong and

i nadequat e assessnent of facts and evi dences as
outlined above (sections 9.5 and 9.6) but it does not
anount to a substantial procedural violation

(T 367/91 of 14 Decenber 1992, not published in QJ
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EPO, Case Law of the Boards of Appeal, supra, VII.
D.15.4.4, dealing with a wong assessnent of prior
art and/or the clainmed invention; and T 182/92 of
6 April 1993, not published in QJ EPG Case Law of
t he Boards of Appeal, supra, dealing with a wong
conclusion of the first instance regarding the
priority docunent).

9.6 In summary, the decision under appeal may include at
nost an incorrect assessnment of inventive step based
on an inadequate judgenent of evidence on file which
does not, however, amount, in the present case, to a
procedural violation. For these reasons, the request
for reinmbursenment of the appeal fee must be rejected.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Opposition Division with
the order to maintain the patent with clains 1 to 12
of the main request filed with letter dated 9 March
1995 and after any necessary consequential anendnent
of the description.

3. The request for reinbursement of the appeal fee is
ref used.
The Regi strar: The Chai r man:
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