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Summary of Facts and Subm ssi ons

0645. D

The appeal |odged on 21 April 1997 lies fromthe

deci sion of the Exam ning Division posted on 9 Apri
1997 refusi ng European patent application

No. 94 917 637.4 (European publication No. 699 194),
which was filed as international application published
as WO A- 94/ 27987.

The deci sion of the Exam ning Division was based on
claims 1 to 12 filed with the letter dated 12 August
1996 according to the then pending request. The

Exami ning Division refused the application on the sole
ground that the clainmed subject-matter |acked unity,
thus contravening Article 82 EPC, in particul ar because
the comon structural feature of the cl ai ned conpounds,
i.e. the linker unit -CO CH-, was al ready known, even

i n pharmaceutically active conpounds, fromthe
docunent s

(1) EP-A-0 173 585 and

(2) DE-A-2 618 152.

The Appellant (Applicant) submtted anended clains 1 to
12 together with the Statenent of G ounds of Appea
filed on 21 April 1997. The independent clainms 1, 6, 9
and 10 read as follows, claim1l being reproduced bel ow
only to the extent necessary for understanding this
deci si on:

"1l. Use of a conmpound of formula (1) or a
pharmaceutically acceptable salt thereof:
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X- CO- CH,- Z (1)

wherein

X is a nonocyclic or polycyclic aromatic group,
such as a group of formula (a), (b), (c), (d),
(e), (f) or (9): [...];

Zis of subformula (h), (j) or (Kk):

—(CHplyt,  (CHaly fi/ Rg ¢h
N_‘
Ry
Rs 9}
(CHy Y
\(’Z{c}mﬂ
= (CHy ju :
Rs (k3
. o
—{CHy =N ~
-]
wher ei n

ntis 1, 2, 3or 4, n?is 0, 1, 2, 3 or 4, n®is 2, 3, 4
or 5;
qgis 0, 1, 2or 3, pis 0, 1L or 2, mis 0, 1 or 2
Rs i s hydrogen, C.., alkyl, aralkyl, or Rz is (CH,) ,- Ry
wherein z is 2 or 3 and
Ryo is selected fromcyano, hydroxyl, C.gs al koxy,
phenoxy, C(O C.e al kyl, COGHs, - CONR;;R;;, NR;;COR,
SONR;; R, NR;;SOR;, wherein Ry; and Ry, are hydrogen
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or C.s alkyl; or Ry is straight or branched chain
al kyl ene of chain length 1-6 carbon atons
termnally substituted by 3 to 8 nenbered
cycloal kyl, 3 to 8 nenbered heterocyclyl, 5 or 6
menber ed nonocyclic heteroaryl or 9 to 10 nenbered
fused bicyclic heteroaryl |inked trough carbon, GC.;
al koxycar bonyl, or secondary or tertiary hydroxy
substituted C.¢ al kyl; and

Rs, R, and Rs; are independent hydrogen or C.¢ al kyl; and

Ry, i s hydrogen or C,., al kyl;

in the manufacture of a nedi canent for use as 5-HT,

recept or antagoni st.

6. A conmpound of formula (1) as defined in claim4
or 5.
9. A pharnmaceuti cal conposition conprising a conpound

according to any one of clains 6 to 8, and a
pharmaceutically acceptable carrier

10. A conpound according to any one of clainms 6 to 8
for use as an active therapeutic substance.”

The Appel | ant argued that the anendnents as now nmade to
the clains overcane the objections raised in the
deci si on under appeal. The docunents (1) and (2) did
not teach or suggest that the compounds used in the
present application would have 5-HT, receptor antagoni st
properties. Even if related conpounds had been
described in that state of the art, those conpounds
fell within a different art field with the consequence
that they would not constitute a reason for the clained
invention to lack unity.
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Furthernore, the Appellant argued that solely the

obj ection of non-unity was properly raised in the only
conmuni cati on of the Exam ning D vision dated 19 Apri
1996 which the Appellant addressed in his response.

O her objections were not specifically identified in
that comuni cation and their extent was not clear.

Mor eover, the comuni cation of the Exam ning Division
referred to the International Prelimnary Exam nation
Report established under the Patent Cooperation Treaty
(PCT) which cited the sole docunent (2). Neverthel ess,
t he deci sion under appeal addressed two docunents, i.e.
(1) and (2). Additionally, according to the Appellant,
he drew the Exam ning Division's attention to a
particul ar docunent which could be relevant for
assessi ng novelty, but no coment was nade thereon in
t he deci sion under appeal. Therefore it was
"inappropriate"” for the Exam ning Division to refuse
the application at the present stage of prosecution.

The Appel l ant requested (inplicitly) that the decision
under appeal be set aside and (explicitly) that the
appeal fee be refunded.

Reasons for the Deci sion

1. The appeal is adm ssible.

2. The substantive issues arising fromthis appeal are
whet her or not the clainmed invention satisfies the
requi renents of Article 82 EPC, which is stated in the
deci si on under appeal as being the sole ground for
refusal of the application, and whether or not the
amendnents nmade to the clains neet those of

0645. D N
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Article 123(2) EPC

Amendnents (123(2) EPC)

Cains 1 to 5 are based on claim 10 as filed in
conbination with clains 1 to 5 of the application as
filed, including an obvious correction of the index of
the substituent Rin claim3 in order to conply with

t he general fornmula (h). Cains 4 to 11 as filed and
exanple 2 d) of the application as filed support
claims 6 to 11. Caim12 is backed up by page 8,

lines 9, 13, 20 and 21 of the application as filed.

For these reasons, the Board concl udes that the
clains 1 to 11 as anended neet the requirenents of
Article 123(2) EPC

Unity (Article 82 EPC)

Lack of unity may be directly evident a priori, i.e.
before the exam nation of the nerits of the clains in
conparison with the state of the art, or alternatively
a posteriori, i.e. after having taken into
consideration the prior art. In the present case, the
non-unity objection was based on the subject-matter

di scl osed in docunents (1) and (2) (see point Il above)
and was thus nmade a posteriori.

When deciding on unity of invention, it is mandatory
under Article 82 EPC to determ ne whether or not a
group of inventions clainmed in the application fornms a
single general inventive concept. The I npl enenting
Regul ations to the EPC, in particular Rule 30(1),
specify the nethod for determ ni ng whether the
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requi renent of unity of invention is fulfilled. That
rule calls for the presence of a technical relationship
anmong those inventions involving one or nore of the
sanme or correspondi ng special technical features in
order to establish unity of invention. The expression
"special technical features" shall nean those features
that define a contribution which each of the clained

I nventions, considered as a whole, nmakes over the prior
art.

Claim1l is directed to the use of conpounds of genera
formula (I) or pharmaceutical acceptable salts thereof
in the manufacture of a nedi canent for use as a 5-HT,
receptor antagoni st. Sonme conpounds per se form part of
the state of the art since pharmaceutically active
conpounds satisfying that general fornmula (1) are

al ready disclosed in docunents (1) and (2), the
conpounds of docunent (1) having antiarrhythmc
properties and those of docunent (2) show ng
psychotropic, in particular antidepressive, effects. In
the light of that prior art, the problemto be sol ved
by the present application consists in providing a
further nedical use for conpounds of general fornmula
(I'), such as those disclosed in docunents (1) and (2).

Caim1l has been refornulated in appeal proceedings in
accordance with the principles laid dow in the
decision G 1/83 (QJ EPO 1985, 64) to refer to the use
of the conpounds of general formula (1) for the

manuf acture of a nedi canent for a particular (second)
medi cal indication. Thus, the particular (second)

nmedi cal indication, i.e. the 5-HT, receptor antagoni st
activity, is the feature characterizing the present

i nvention. There is nothing on file show ng any
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rel ati onship between the effects nentioned in

docunents (1) and (2), and the 5-HT, receptor antagoni st
activity of the present invention. The latter feature,
which is therefore new and non-obvious in view of
docunents (1) and (2), hence, defines the contribution
whi ch the present invention, considered as a whole,
makes over that prior art with the consequence that it
constitutes a "special technical feature", as required
by Rule 30(1) EPC

For these reasons, docunents (1) and (2) relied upon in
t he deci si on under appeal can no |onger serve as a
basis for an objection of non-unity a posteriori
pursuant to Article 82 EPC agai nst claim1, having
regard to Rule 30(1) EPC

The new conpounds cl ained per se and in the formof a
first nedical indication in independent clainms 6 and
10, respectively, are all covered by the genera
formula (1) of claim1 and contribute to the sol ution
of the problemas set out in point 4.3 above. Thus,
they formpart of the sane general inventive concept in
ternms of Article 82 EPC. The sane concl usi on applies
necessarily to the pharmaceutical conpositions of

I ndependent claim9 conprising a conpound according to
claim®6 and, by the sanme token, to clains 2 to 5, 7, 8,
11 and 12 depending on clains 1, 6 and 10,
respectively.

Therefore, the Board concludes that the present

i nvention as defined in the clainms neets the

requi renent of unity of invention within the neaning of
Article 82 EPC
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Rem ttal

In these circunstances, the substantive exam nation not
havi ng been concl uded, the Board considers it
appropriate to exercise the power conferred on it by
Article 111(1) EPC to remt the case to the Exam ning
Division for further prosecution.

Rei mbur senment of appeal fees (Rule 67 EPC)

The Appel |l ant argued that objections other than |ack of
unity pursuant to Article 82 EPC were not specifically
identified in the only communication of the Exam ni ng
Division dated 19 April 1996. The deci si on under appeal
bei ng based on the sole ground of |lack of unity, which
had adequately been raised as conceded by the
Appellant, the limtation to that ground in the
deci si on cannot constitute a procedural violation.
Nei t her was the decision premature, because the

Appel lant, in the view of the Exam ning Division, had
failed to renove the objection under Article 82 EPC in
his response to the Exam ning Division's comunication
(see decisions cited in Case Law of the Board of
Appeal s of the EPO, 1999 edition, VII.B.3.1)

The further objection of the Appellant that the
Exam ni ng Division did not coonment on a particul ar

i nternmedi ate docunent cited by the Appellant in respect
of novelty pursuant to Article 54(3) EPC shares the
same fate since |lack of novelty is not a ground on

whi ch the deci sion under appeal is based and, thus, is
irrelevant in the present case.

As regards the Appellant's criticismthat the appeal ed



0645. D

-9 - T 0563/ 97

decision relied al so on docunment (1) which had been
cited neither in the communication of the Exam ning
Division nor in the International Prelimnary

Exam nati on Report incorporated in that conmunication
by way of explicit reference, it is pointed out that
the rei nbursenent of the appeal fee is not equitable
under Rule 67 EPC where the substantial procedura
violation is not relevant to the outconme of the
proceedi ngs (see decision J 32/95, Q EPO 1999, 713,
point 3.5 of the reasons and the jurisprudence cited
therein, in particular the decision T 893/90, point 5.2
of the reasons, not published in Q) EPO).

In the decision under appeal docunents (1) and (2) were
cited as evidence for one and the sane fact, nanely
that a specific feature of claim1l was known. The
reasons given for the decision under appeal woul d have
been substantiated and valid, and had led to the sane
finding, even if only docunent (2) - the one explicitly
nmentioned in the International Prelimnary Exam nation
Report and incorporated in the conmmunication of the
Exam ni ng Di vision by way of reference - had been cited
in the decision under appeal. Thus, in the present case
there is no causal link between the citing of docunent
(1) in addition to docunent (2) in the decision under
appeal, and the necessity to file an appeal, in the
sense that the Appellant would not have had to file an
appeal and to pay the prescribed fee had the Exam ni ng
Di vi sion not nentioned al so docunent (1) in the reasons
for the inpugned decision. As a result, the

rei mbursenent of the appeal fee cannot be consi dered
equitable in the circunstances of the present case

i ndependently of the question of whether or not the
citing of docunent (1) anounted to a substantia
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procedural violation.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

3. The request for reinbursenent of the appeal fee is
rej ect ed.

The Regi strar: The Chai r man:

E. Gorgnmaier A. Nuss
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