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Summary of Facts and Subm ssi ons

The appel | ant (opponent) | odged an appeal against the
deci sion of the Qpposition Division nmaintaining the
patent No. 0 482 653.

OQpposition was filed against the patent as a whol e
based on Article 100(a) EPC (lack of inventive step).

The Qpposition Division held that the grounds of
opposition did not prejudice the maintenance of the
patent as granted having regard to the foll ow ng
docunent s:

D1: EP-A-0 126 192

D2: U | mann's Encykl opadi e der techni schen Chem e,
4th edition, vol. 21 (1982), pages 522 and 523, D3
Conpr ehensi ve Pol yner Science: The Synthesis,
Characterisation, Reactions & Applications of
Pol ymers, vol. 5 (1989), page 602

D4: Rompps Chemi e- Lexi kon, 7th edition, vol. 6,
page 3612.

1. Oral proceedings were held before the Board of Appea
on 11 January 2000.

(1) The appel |l ant requested that the decision under
appeal be set aside and the patent be revoked.

(ii) The respondent (patentee) requested that the
appeal be di sm ssed.
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(iii) The patent as granted includes a single
i ndependent cl ai mwhich reads as foll ows:

A process of correcting a dry lithographic printing

pl ate whi ch conprises applying to an unwanted area of
an i nk-accepting area in the dry lithographic printing
pl ate consisting of ink-repellent areas conprising a
silicone rubber layer and ink-accepting area, a
correcting solution conprising follow ng conponents:

anount (parts by weight)

(a) Linear organopol ysil oxane 100
havi ng t hree al koxy groups at
both term nal ends

(b) Titani um based 0.1to5
condensati on cat al yst
(c) Organic solvent 100 to 5,000

The appel |l ant argued essentially as foll ows:

Novelty of the subject-matter of claiml is not in dispute.
The sol e ground of opposition is lack of inventive step.
The cl osest state of the art is represented by D1. Caim1l
differs fromthe disclosure of this docunent solely in that
the catalyst is a titanium based catal yst. The use of a
titaniumcatalyst is, however, well known in the art and
recomended in D2 at page 523. As illustrated in the
conmparative tests carried out by the appellant, worse
results are achi eved when using a titanium catal yst than
when using a tin based catalyst. Wiilst the tests do not
relate to solutions containing a diorganopol ysil oxane
havi ng no functional groups or having functional groups at
one end only in addition to the organopol ysi | oxane havi ng
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three al koxy groups at both term nal ends, as required by
D1, they show that titaniumcatalysts are |less effective
than tin catal ysts.

The respondent argued essentially as foll ows:

It is accepted that the closest state of the art is
represented by D1. The subject-matter of claiml1 differs
fromthe disclosure of D1 not only in that a titanium based
catal yst is used, but also in that a single

or ganopol ysi |l oxane is used. The solution according to the

i nvention thus requires the presence of fewer conpounds and
accordi ngly possesses the advantage that it is sinpler to
pr oduce.

In view of the conflict between the experinental results of
the appellant and the experinental results of the
respondent, it is necessary to give the benefit of doubt to
t he patentee.

In view of the use of the word "conprising” in claiml, the
cl ai m does not exclude the possibility that nore than one
or ganopol ysil oxane is present in the solution, although the
di scl osure of the patent in suit nmakes it clear that the
presence of a di organopol ysil oxane having no functiona
groups or having functional groups at one end only in
addition to the organopol ysi |l oxane havi ng t hree al koxy
groups at both term nal ends is not necessary.
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Reasons for the Deci sion

| nventive step

0107.D

Cl osest prior art

The cl osest prior art is represented by docunent Dl1. This
docunent di scl oses a coating conposition for use in the
field of printing. In particular, the conposition can be
used in a nethod for correcting an image area of a dry

pl anographic printing plate (page 2, lines 61 and 62). The
coati ng conposition conprises

(a) a di organopol ysi | oxane having 1 to 3 functiona
groups at each of both ends,

(b) a di organopol ysi | oxane havi ng no functional groups or
havi ng functional groups at one end only, and

(c) a cross-1linking agent having two or nore functiona
groups capabl e of undergoi ng condensation or addition
reaction with the functional groups.

The inportance of the presence of the diorganopol ysil oxane
havi ng no functional groups or having functional groups at
one end only (conponent (b)) is enphasised at page 4,
lines 44 to 52. In the absence of this conponent, the
resulting coating has | ow adhesion and | ow durability.

The coating conposition may al so i nclude an organonetal lic
catal yst and an organi c solvent. Exanples of catalysts are
organi ¢ carboxylic acid salts of nmetals such as tin, zinc,
| ead and pl ati num
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Probl em underlying the invention

The correcting solution disclosed in DL is conplicated by
virtue of the presence of two di organopol ysil oxanes and a
cross linking agent. Thus, a problem associated with D1 is
to provide a nethod of correcting a dry |ithographic
printing plate utilising a correcting solution having a

| ess conplicated fornmulation, whilst retaining the
desirable qualities of the solution of D1, that is, pronpt
curing at roomtenperature, good adhesion to dry

I ithographic printing plates and good durability during
printing.

Sol uti on

According to claim1, the above problemis solved in that a
titani um based catal yst is used. According to the
experinmental data contained in the patent in suit and filed
by the patentee in the proceedi ngs before the opposition

di vision, satisfactory results are obtained when using a
solution in an organic solvent containing a single

or ganopol ysi | oxane havi ng three al koxy groups at each of
both term nal ends and a titani um based condensati on
catalyst. In particular, it is stated that curing occurs
over a period of ten mnutes at roomtenperature, the
resulting coating is resistant to peeling and at | east

50, 000 good prints may be produced. The desirable qualities
of the solution of D1 are thus retained whilst the presence
of a di organopol ysi | oxane having no functional groups or
havi ng functional groups at one end only is unnecessary.

Al t hough the docunents D2 to D4 indicate that titanium
based catal ysts are known to be suitable as a condensation
catal ysts for al koxysilane el astoners, there is no
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i ndication that they m ght be capable of solving the above
problem The person skilled in the art thus has no
incentive to try a catal yst other than those disclosed in
D1.

The tests supplied by the appellant are not regarded as
being relevant to the question of inventive step. Exanples
of processes of correcting dry lithographic printing plates
usi ng coating conpositions as clainmed in claim1l1l of the
patent in suit are conpared with processes using simlar
conmpositions incorporating tin rather than titani um based
catal ysts. The solutions used in processes according to the
i nvention are thus not conpared with processes using
conpositions representative of those disclosed in the

cl osest prior art (Dl), but rather conpositions chosen with
hi ndsi ght knowl edge of the subject-matter of the patent in
suit. Thus, these tests do not allow a conparative

eval uation of the effects of the conpositions of D1 and
those of the patent in suit.

Wil st the tests carried out by the appellant appear to
contradi ct those carried out by the respondent insofar as
they appear to denonstrate that extrenely poor results are
obt ai ned when using fornul ati ons according to the invention
of the patent in suit, the Board does not possess any

evi dence which would enable this conflict to be resolved.
Mor eover, the Board does not consider it necessary to
resolve this conflict, since - as stated above - the

di scl osures of the prior art docunments do not render

obvi ous the process of claiml1l of the patent in suit.

The subject-matter of claim1l thus involves an inventive
step. Cains 2 to 5 are appendant to claiml1l and simlarly
I nvol ve an inventive step.
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O der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

A. Townend A. Burkhart
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