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Summary of Facts and Subm ssi ons
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Eur opean patent No. 0 334 968 was granted with clains 1
to 3 on 8 February 1995.

Claim1l reads as foll ows:

"1.

A conposite alloyed stee

nmet al | ur gy conposed of

powder for powder
iron powder particles, and

powdery all oy conponents of Ni and Mo and/or W

attached by diffusion to part of the surface of

the iron powder
conposed of 0.50 -
of Mo and/ or

C

Si:

5
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0.002 wm %

particles,
3.50 % of N, 0.65 - 3.50 wvt %

said all oy powder being

1/2 W and the renmai nder of Fe and
inevitable inpurities in the follow ng ranges:

than 0.03 W% preferably |ess than

W %
t han
W %
t han
W %
t han
t han
t han
t han
t han
t han
wt %
t han
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with the content of

and/or Win the steel

.1 W%
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.3 W%
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1 w%
.02 W%
.02 wt%
.25 W%

.01 W%

Ni and

preferably |l ess than

preferably |l ess than

preferably | ess than

preferably | ess than

the content of M

powder of particular

di anmeter smaller than 45 pm being in the range of

2.0 -

4.2 tinmes the average content in the entire
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steel powder, thereby perm tting achieving high
tensile strength and hi gh toughness by strain-

i nduced nmartensite transformation after

carburi zing, quenching, and tenpering after
sintering."

The opposition of Hogands AB - appellant in the
follow ng - agai nst the above European patent was
rejected in the oral proceedings of 5 March 1997; the
witten decision of the opposition division was posted
on 25 March 1997. This decision was inter alia based on

(D3) JP-A-62-146203 (filed as translation in English)
and

(D5) JP-A-61-130401 (filed as abstract in English).

Agai nst the above decision the appellant | odged an
appeal on 21 May 1997 paying the appeal fee on the sane
day and filing the statenent of grounds of appeal on

22 July 1997.

Fol | owi ng the board's Conmuni cation pursuant to
Article 11(2) RPBA dated 9 Septenber 1999 ora
proceedi ngs were held on 9 March 2000 in which the
appel l ant and the patentee - respondent in the
followi ng - brought forward the follow ng argunents:

(a) appellant
- in (D3) the base-powder is prealloyed with M and

Mh whereas N is diffusion-bonded in a second step
to the preall oyed powder;
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- DDS - paraneters, (degree of diffusion
segregation), are not discussed in (D3) and apart
from(D5), i.e. a Kawasaki-patent, DDS-val ues are
not to be found in the prior art;

- this is also the case for newy cited
JP- A-59-261983 - (D6) in the following - from
whi ch docunent a lowalloy iron powder is known
whi ch powder has a tensile strength of over
130 kg/ mt, see Table 2;

- claiml relates to a powder conposition and is not
restricted to specific process paraneters and
specific values for the tensile strength and
t oughness; the latter values are largely
i nfl uenced by the process paraneters quenching,
tenpering and optionally carburizing and not by
the conposition of the powder itself so that
claim1 should be restricted to process steps or
shoul d be drafted as a process claim

- summari zing, claim1l does not define patentable
subj ect-matter

(b) respondent

- claiml relates to a steel powder for powder
metal | urgy which powder permts achieving high
tensile strength and toughness;

- the crucial features of claim1 are diffusion-
bondi ng the alloying elenments NN, Mo and Wto the
iron particles and the range of DDS; the latter
paraneter is clearly defined in claim1 and all ows

0857.D N
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a conparison of the clainmed powder with the prior
art;

- the cl ai ned range of DDS-val ues in conbination
with the clained powder conposition are
responsi ble for a higher degree of conpaction of
t he powder so that the ainmed-at higher tensile
strength and t oughness are achi eved;

- the teaching of claim1l1l is novel and not rendered
obvious by the prior art to be considered; the
cl ai med teaching is noreover clear and can be
carried out by a skilled person; this teaching
contrary to appellant's argunents is not sinply
based on paraneters to be achieved;

- summari zing, claim21 defines patentable subject-
matter so that this claim1 is valid.

VI . The appel | ant requested that the decision under appeal
be set aside and that the European patent No. 0 334 968

be revoked.

VII. The respondent requested that the appeal be dism ssed.

Reasons for the Deci sion

1. The appeal is adm ssible.
2. General remarks
2.1 Caiml is based on a steel powder with diffusion-

bonded particles of Ni, Mo and/or Wto iron particles

0857.D N
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and on a definition of a remainder of Fe; inclaiml a
DDS-factor is defined, nanely by indicating the content
of Ni, Mo and/or Win particles smaller than 45 pum and
in the entire steel powder, followed by the words
"thereby permtting achieving high tensile strength and
hi gh toughness by...".

Since the DDS-factor, even if not too conmon in the
literature, is defined in the claimitself the teaching
thereof is clear and it is not necessary to rely on
handbooks etc., to understand what is neant by the

cl aim s wording.

As a general rule the patentee is responsible for
defining the subject-matter for which protection is
sought, nanely in the present case for "a conposite
al | oyed steel powder for powder netall urgy".

I n opposition and appeal proceedings it has to be
assessed whether or not clained subject-matter is
pat entabl e. The following is observed in this respect.

Novel ty

In the present case the issue of novelty was not
contested neither by the appellant, the opposition

di vi sion nor the board so that the crucial issue to be
assessed i s inventive step.

I nventive step
The nearest prior art docunent is (D3) which docunent

di scl oses the conposition of claim11 but not
features la, 1b, 2a and 2b) as foll ows:
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(1a) the base powder is unalloyed iron powder,

(1b) all of Ni, Mo and/or Wis added by diffusion
al I oyi ng

(2a) the content of Ni and the content of M and/or W
in the steel powder of particle dianeter smaller
than 45 pmis in the range of 2.0-4.2 tinmes the
average content in the entire steel powder (in the
followng referred to as the DDS-val ue, cf.
page 6, lines 15 to 18), and

(2b) thereby permtting achieving high tensile strength
and hi gh toughness by strain-induced nartensite
trasformation after carburizing, quenching, and
tenpering after sintering.

(D3) is based on a two-step process in that firstly Fe-
Mo-Wn are prealloyed and in that thereafter N is m xed
with the preall oyed powder.

Starting fromthis prior art the clainmed invention ains
at a low all oy conposite steel powder permtting
products having high tensile strength and high

t oughness, see page 4, lines 26 to 29 of

EP- B1-0 334 968.

This object of the invention is solved by the features
of claim1l whereby the |ast sentence thereof "thereby
permtting achieving..." is nore a result to be

achi eved than a technical feature. Since the other
features of claim1, however, clearly define an alloyed
steel powder which achieves in a sintered alloyed stee
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high tensile strength and hi gh toughness claim1 taken
as a whole defines a technical teaching readily to be
foll owed by a skilled person.

Fromthe wording of claiml it is clear that a
conposite all oyed steel powder is protected and nothing

el se.

The central feature which distinguishes the teaching of
claiml1l from(D3), (D5) and (D6) is the DDS-val ue,
nanely the degree of diffusion segregation, which has
to be kept within the clainmed range between 2.0 to 4. 2.

The DDS-val ue can be controlled by

(1) the particle size of the iron powder

(2) the alloying conponents and

(3) the diffusion heat treatnent,

(see page 6, lines 23 to 25 of EP-B1-0 334 968). The
patent specification is therefore a source for any
skilled person to get additional information about the
nature of the DDS-val ue.

Fromthe above follows that the crucial paraneter of
claiml is the DDS-value with its three above-set-out
controlling influences.

(D3) is silent about the DDS-value so that even its
Exanpl e 3 according to Table 1 and the graph on page 8
cannot | ead a skilled person to the subject-matter of
claim 1.
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Mai ntai ning the DDS-value in the range of claim1 | eads
to a higher degree of conpaction val ues, see "G aph A"

of the respondent, filed with the letter of 8 February

2000, and achieving densities of up to 7.49 or 7.51 or

7.50 for instance, conpared with (D3) and its graph on

page 8 wherefrom densities far below 7 and even 6.8 are
to be seen.

The teaching of (D6) is very simlar to (D3) since
again a two-step mxing is set out w thout considering,
however, the inportance of the DDS-value. Under these
ci rcunstances a skilled person not knowi ng the clained
invention is not lead by (D3) and (D6) to the subject-
matter of claim1l.

(D5) on the other hand is a useful docunent for the
skilled person since it also deals with the DDS-val ue,
see page 1 under "Purpose". The range of (D5) is,
however, outside of claim1l, nanely too | ow, see

page 2, line 3, (0.8 - 1.9) so that a skilled person
even if considering (D5) in conbination with (D3/D6)
woul d not be led to the subject-matter of claim1l.
Claim1l is therefore based on an inventive step.

Since claim1l defines a novel and inventive conposite
al l oyed steel powder it is irrelevant that this claim
also includes a hint to the further fate of the clained
powder, nanely by indicating nechanical properties

achi evabl e by using the cl ai mred powder or by nentioning
process steps useful when using the clained powder,
nanmel y carburizing, quenching and tenpering after
sintering.

It is also irrel evant under the above circunstances
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that with specific process steps sone properties of the
cl ai mred powder can be enhanced since the powder in
itself is already patentable and since a powder is
protected in claiml1l and not its use in conbination
with the production of steel or in conbination with
specific process steps to be foll owed when using the

cl ai med powder.

4.14 Clainms 2 to 3 are clains nmaking use of the powder of
claiml so that their subject-matter is |ikew se novel
and i nventive.

4.15 Sunmarizing, clains 1 to 3 are valid so that the
Eur opean patent No. 0 334 968 can be mai ntai ned as
gr ant ed.

O der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

N. Maslin C T. WIson
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