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Summary of Facts and Subm ssi ons

On 11 Cctober 1996 the appellant (applicant) filed an
appeal agai nst the decision of the exam ning division
di spatched on 19 Septenber 1996 to refuse the European
patent application No. 94 301 089.2 (publication

No. O 612 482). The appeal fee was paid on 11 Cctober
1996 and the statenent of grounds of appeal was
received on 24 January 1997.

1. In its decision the exam ning division found that the
paraneter of the noisture disintegration index (M)
used to define the invention could not be reliably
determ ned. Accordingly the then current clains 1 to 6
were not clear (Article 84 EPC). Mdreover the subject-
matter of the then current clains 1 and 4 was not novel
(Article 54 EPC) over the disclosures of
US- A-3 033 209, US-A-2 999 503 and US-A-1 909 924.

L1l During the exam nati on and appeal proceedings the
appel | ant submtted the foll ow ng docunents:

- Affidavit of M Paul David Case dated 18 Cctober
1995 with the results of 16 MD tests

- Decl aration of Dr Philip Prescott dated 10 January
1997 analysing the tests of 18 October 1995 and
adding the results and anal yses of a further 40
MDl tests

- A decl aration fromeach of Dr Peter Janes Branton
M Steven Coburn, M ss Debra Deneter Wods and
M Paul André Bi shop, each dated 23 Novenber 1998
and each containing the results of 8 MD tests

1075.D N



- 2 - T 0541/ 97

(i.e. 32 MDI tests in all) carried out on
2 Novenber 1998

- A video cassette recorded on 2 Novenber 1998
showi ng each of the above four operators carrying
out two of the above tests, one with a squat
cylinder and one with a tall cylinder

- A declaration fromMs Aylsa WIIlians dated
23 Novenber 1998 concerning the tests of
2 Novenber 1998

- A second declaration of Dr Philip Prescott dated
25 Novenber 1998 (the confirmation copy) anal ysing
the results of the tests of 2 Novenber 1998

- Letter fromM M Wotton of Bibby Sterilin
Limted to M Bill Goves of Hanpshire d ass dated
18 Novenber 1998

- Letter fromM G Fletcher of Schott dass Ltd to
M Bill Goves of Hanpshire d ass dated
18 Novenber 1998 with a page showi ng | ow form
measuring cylinders

- Letter fromM Bill Goves of Hanpshire (R&D)
d assware Ltd to Ms A. WIllians of British
Ameri can Tobacco dated 24 Novenber 1998

- St andard T404cm 92 of 1992 "Tensil e breaking
strength and el ongati on of paper and paperboard
(using pendulumtype tester)", Techni cal
Associ ation for the Paper and Pul p I ndustry
( TAPPI )

1075.D N
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| V. Fol | owi ng a communi cation fromthe board and letters
fromthe appellant, oral proceedi ngs took place on
21 April 1999.

At the start of the oral proceedings the appellant
filed a claimentitled "(NEW M N REQUEST" and
expl ai ned that this was the only claimof this request
and that this request was the only request.

V. The present sol e clai mreads:

"A snoking article conprising a snoking naterial rod
and a filter, said filter conprising as filtration
materi al paper filtration material having a noisture
di sintegration i ndex determ ned in accordance with the
noi sture disintegration index test nethod described
herein, the nmeasuring cylinder used in the test being
of an overall height of 460 mm characterised in that
the noisture disintegration index of said paper
filtration material does not exceed 10."

The test referred to in the above claimis set out in
lines 13 to 19 of page 2 of the European patent
application EP-A-0 612 482 (lines 1 to 15 of page 4 of
the description filed with the letter of 19 Cctober
1995) as foll ows:

"According to a proposed test for paper disintegration,
a sanpl e piece of the paper of an area of 500 cnt is
placed in 250 m of water in a one litre | aboratory
measuring cylinder. The nouth of the cylinder is

seal ed, follow ng which the paper sanple is subjected
to mechanical agitation by virtue of the fact that the
cylinder is inverted and then restored to its initia
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orientation. The paper sanple is then observed. This
invertion/restoration operation is repeated until it is
observed that the paper sanple has disintegrated to
such an extent that all of the remaining pieces of
paper are of an area of 1 cnf or |less. The nunber of

I nvertion/restoration operations that have been
necessary to bring about this result is recorded as
bei ng a noi sture disintegration index."

VI . During the appeal proceedi ngs the appell ant argued that
the MDI test was disclosed in a manner sufficiently
clear and conplete for a skilled person in the art to
carry it out and to produce reliable, reproducible and
accurate results.

VII. The appel | ant requests that the decision under appeal
be set aside and the application be remtted to the
exam ning division for further prosecution, on the

basis of the follow ng docunents:

- The sole claimfiled at the oral proceedi ngs of
21 April 1999

- Description pages 1 to 10 filed with the letter of

19 Cctober 1995

Reasons for the Deci sion

1. The paraneter "noisture disintegration index"
1.1 The whol e of the characterising portion of the sole
claimreads "the noisture disintegration index of said

paper filtration material does not exceed 10."

1075.D N
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Thus the only way to distinguish the clained snoking
article fromits conventional counterparts is to
nmeasure the noisture disintegration index (MD) of its
paper filtration material (paper) and see whether it
exceeds 10.

If a product is to be characterised by a paraneter then
this paraneter nust be able to be clearly and reliably
determ ned either by indications in the description or
by objective procedures which are usual in the art (see
T 94/82, Q) EPO 1984, 75).

Ways of neasuring well known paraneters, tenperature
for exanple, are usually well known so that it is not
normal |y necessary to explain in a patent application
how such paraneters are to be neasured.

MDI - a known paraneter?

It will now be exam ned whet her the paraneter MJ was a
wel | known or even a known paraneter at the priority
and/or filing date.

The | ast paragraph of page 2 of the appellant's letter
of 19 Cctober 1995 stated that "The test for obtaining
the MDI of a paper was al so known in the paper industry
before the priority date of the application. W
obt ai ned details of the test fromPIRA, therefore, any
skilled man woul d have been able to obtain the M

val ue of the conventional paper filtration materials
avai l able at the priority date of the present
application using this test."

The second paragraph of page 3 of the exam ning
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di vi sion's deci sion stated that the applicant had
provi ded no evidence to support this statenent. The
board pointed out in its comrunication of 23 July 1998
that if the appellant were to file such evidence and if
this evidence were to show that the test had been
sufficiently defined at the priority date then the
exam ni ng division's objections would be overcone and
t he appeal woul d succeed. The board added t hat
alternatively the applicant mght file other evidence
such as a reference book to show the public
availability of the test at that tine.

In the third paragraph of page 4 of the letter of

26 Novenber 1998 the appellant stated that it "was
given the details of the test in witing fromPIRA
International, a research association for the paper

i ndustry, and was inforned that the test was well known
Wi thin the paper industry.”

During the oral proceedings the appellant stated that
it thought that the test was carried out as part of
quality control by a certain paper manufacturing
conmpany but asking this conpany had not produced the
required information. It mght be that this conpany's
test was not in the public domain.

It is clear fromthe above that the appellant was well
aware of the inportance of providing evidence that the
paraneter MDI was known but has been unable to do so.
The board has only the appellant's statenents and not
even for exanple a copy of "the details of the test in
witing" that the appellant received from Pl RA
International or a copy fromPIRA International of "the
details of the test in witing"” that it passed to the
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appel | ant .

In the third paragraph of page 4 of the letter of

26 Novenber 1998 the appellant stated that "the test is
a very sinple test and it appears from our

I nvestigations that because it is such a sinple test
there is no generally available witten record
regardi ng how the test is conducted.”

The board considers that whether the test is sinple or
not is not the point. The point is whether the test was
publicly known at the priority and/or filing date.

In the absence of evidence of the earlier public
availability of the MD test, the board can only
proceed on the basis of the information in the
originally filed patent application (which corresponds
approximately to that in the priority docunent).

The test for determ ning M

In view of section 2.8 above and returning to

section 1.2 above, the test for determning the M
must be a test that produces reliable and conparable
results, otherwise it will not be known whether a
particul ar snoking article falls within the scope of
the sole claim The test to neasure this unusua
paraneter MDI nust be sufficiently defined to produce
an acceptably accurate result, to an extent that any
skilled person carrying it out will produce essentially
the sane result for a particular paper filtration
material, i.e. whether its MD exceeds 10 or not.

O herwi se one skilled person mght try to arrive at a
MDI for a particular paper filtration material falling
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in the clained range by carrying out the test in one
way whereas another skilled person would be carrying
out the test for the sane paper filtration material in
another way in order to arrive at the opposite result.

It was stated in paragraph 2 of page 2 of the letter of
19 October 1995 that the conventional paper filtration
material Myria has an MDI of 15. One of the forty
January 1997 tests of the Bowater Scott paper used in
the invention gave an MDI of 8 as did two of the
Novenber 1998 tests (using squat cylinders). Thus the
values for the prior art and for the invention are not
very far on either side of the dividing line of 10 and
the MDI test nust be accurate enough to be able to
decide reliably if the MDI of a paper filtration
material which is nore noisture disintegrative than
Bowat er Scott but |ess noisture disintegrative than
Myria exceeds 10 or not.

It would not be enough to show that, with the

i nformati on now on file, the test is now sufficiently
defined, the test nust already have been sufficiently
and publicly defined beforehand, in the priority
docunent and/or the patent application and/or as common
know edge for a person skilled in the art.

Conditions for the MO test

Lines 13 to 19 of page 2 of EP-A-0 612 482 |ay down
various conditions for the MD test e.g. the size of

t he paper and the volune of the water. The board

consi ders that changi ng various other conditions which
have not been set out in the original application wl|l
change the result of the MDI test for a particular
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paper. The board will restrict itself to comenting on
the container and the operator.

The container and Article 123(2) EPC

Wil e the application specifies a one litre | aboratory
measuring cylinder it does not specify the height to
di aneter ratio of this cylinder. The Novenber 1998
tests gave a nean MDlI value of 4.750 when using a tal
one litre | aboratory neasuring cylinder and 6. 500 when
using a squat one litre | aboratory neasuring cylinder,
this being confirnmed by Dr Prescott's decl aration of
25 Novenber 1998.

Since the difference between these nean values is 36. 8%
it is plainly inportant to use the correct cylinder if
one wi shes to arrive at the correct M

The letter fromM Goves states that "there is little
possibility that in early 1994, soneone being asked to
use a 1 litre neasuring cylinder would have had access
to a squat formtype." The appellant concludes in the
m ddl e paragraph on page 3 of its letter of 26 Novenber
1998 that "such so-called squat 1-litre neasuring
cylinder would not have been readily available to the
public early in 1994. Therefore, a person skilled in
the art at the tine of the filing date of the present
application would only have had the tall cylinder
avai l able to them The heights of such tall cylinders
typically range from 435-460 nm w th the dianeter

t hereof ranging accordingly. Thus, with only tal
1-litre nmeasuring cylinders any differences in M

val ues woul d have been negligible.”
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In order to fix which cylinder is to be used in the M
test the present claimrefers to "the neasuring
cylinder used in the test being of an overall height of
460 mmi' (the test set out in the description specifies
that this shall be a one litre | aboratory neasuring
cylinder). Wile agreeing that the overall height of
the neasuring cylinder was not disclosed in the
originally filed application, the appellant showed the
board in the oral proceedings a copy of the Standard
BS604 : 1982, |1SO 4788-1980 "Specification for

G aduat ed gl ass neasuring cylinders"” which gives
various di nensions of such cylinders including a height
of 460 mmfor a one litre cylinder.

However the statenent in the m ddl e paragraph on page 3
of the appellant's letter of 26 Novenber 1998 t hat
"such so-called squat 1-litre neasuring cylinder would
not have been readily available to the public early in
1994" does not rule out their existence at this tinme.
The board considers that both squat and tall one litre
measuring cylinder existed at this tine even if they
then could not be purchased off-the-shelf in the United
Ki ngdom Mbreover, as agreed by the appellant, even
with tall cylinders the heights and dianeters vary (see
t he above section 5.2).

Therefore the board finds that the specified one litre
| aborat ory neasuring cylinder of an overall height of
460 mmis only one of the types of one litre |aboratory
nmeasuring cylinders publicly available at the filing
dat e.

Consequently, specifying in the present sole claimthat
the one litre |aboratory neasuring cylinder used in the
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test nust have an overall height of 460 nm gives the
skill ed person information which he did not already
know on the filing date and whi ch was not unanbi guously
inplicit on the filing date, contrary to Article 123(2)
EPC.

VWi |l e agreeing that the overall height of the measuring
cylinder was not disclosed in the originally filed
application, the appellant sees specifying the
nmeasuring cylinder as a disclainer, i.e. that all other
measuring cylinders are not to be used, which increases
the certainty for the third party.

The appellant cited G 1/93 (QJ EPO 1994, 541). This
deci si on concerns the so-called Article 123(2) and (3)
EPC trap in opposition proceedi ngs. Were a feature was
unjustifiably added to a claimbefore grant it may be
i npossible to renpve it after grant w thout extending
the scope of protection. It was found in the decision
G 1/93 that if the feature at issue did not provide a
technical contribution to the subject-matter of the
clainmed invention but nerely limted the protection
conferred by the patent as granted by excl uding
protection for part of the subject-matter of the

cl ai med invention as covered by the application as
filed, than the added feature woul d not contravene
Article 123(2) EPC

In the present case the effect of changing the type of
one litre neasuring cylinder by the anendnent rel ating
to the overall height is to change the val ue of M
measured with it, see section 5.1 above. The MDI of a
particul ar paper filtration material nmay exceed or not
exceed 10 dependi ng on which type of one litre



5.7.3

5.7.4

1075.D

- 12 - T 0541/ 97

measuring cylinder is used. Thus the type of cylinder
pl ays an essential role in determ ning the scope of
protection and is not nerely incidental (as m ght be
the case for exanple for the chem cal conposition of
the glass fromwhich the cylinder is nade).

Specifying the type of cylinder to disclaimthe use of
all other cylinders is not a disclainmer in the accepted
sense. |t does not exclude protection for part of the
subj ect-matter otherw se covered by the claim(as m ght
be the case for exanple if a value of 8 for the M
were excluded). It does not nmake the subject-matter of
the claimnovel over sone cited prior art disclosure.

It does not even [imt the claimto one out of a list
of previously disclosed alternatives, instead it
chooses sonet hi ng whi ch had never before been
specifically nmentioned. A conpetitor who had neasured
its product using a squat cylinder and found that its
MDI fell above the clainmed upper limt mght now find
that the newy defined test produced an MDI falling
below said |imt. Thus the |egal security for third
parties is not increased by the anendnent, on the
contrary the anendnent, which provides a technica
contribution to the subject-matter of the cl ai ned

i nvention, would give an unwarranted advantage to the
appel l ant which is contrary to the purpose of

Article 123(2) EPC as explained in G 1/93. Mreover the
present proceedi ngs are pre-grant proceedings and there
can be no justification for adding a feature which can
al ready be seen as unal | owabl e.

Thus, specifying, after the filing date, the device to
be used in this test to neasure the unusual paraneter
MDI, and thus excluding the use of other devices, is
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not seen as a disclainmer in the accepted sense of the
word but in this case as an extension of the subject-
matter of the originally filed application.

The board does not need to exam ne the statenment in

Si nger: The European Patent Convention, Revised English
(1995) Edition by Raph Lunzer, Sweet & Maxwell, London,
1995, page 735, first paragraph

that "A disclainer can also be used ... to cure | ack of
reproduci bility" since this statenent is purely a
conment and not part of a decision. In any case the
coment seens to be referring to the exclusion from
protection of a part of an area where it is not
possible to (reliably) carry out the invention. The
present case is not of this nature.

Accordingly the claimcontravenes Article 123(2) EPC.

Since this claimis the only claimon file the appea
nmust be dism ssed for contravention of Article 123(2)
EPC. However the board has al so exam ned what woul d be
the outcone if the objectionable feature were not
present in the claim

It has already been stated in section 5.1 that the
Novenber 1998 tests gave a nean MDI value for a
particul ar paper filtration material of 4.750 when
using a tall one litre | aboratory neasuring cylinder
and 6.500 when using a squat one litre |aboratory
nmeasuring cylinder. The |ower result seens to be
because the water and paper filtration material fal
further on each inversion and restoration, thus being
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subj ect to nore nmechani cal agitation on each inversion
and restoration with the tall cylinder than with the
squat cylinder. It is also enphasised that the val ues
of 4.750 and 6.500 are val ues which have al ready been
averaged fromthe results obtained fromvarious
operators so that in fact the differences can even be
greater if a single operator takes a tall neasuring
cylinder and vigorously inverts it while another single
operator takes a squat neasuring cylinder and gently
and slowy inverts it.

Thus in the absence of the objectionable feature of the
type of one litre nmeasuring cylinder the test is
insufficiently defined. Even if the test were perfectly
reproduci ble for each type of cylinder, the skilled
person woul d not know which type of cylinder was the
correct one and so would not know what was the correct
MDI for the paper filtration material he was neasuri ng.

The oper ator

Mor eover the board does not find that the test is
reproduci ble to an acceptabl e degree of accuracy even
for each type of cylinder but considers that different
operators will produce different values of MD for the
sane paper filtration material when using the sane
cyl i nder.
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The board considers that the speed of inversion and
restoration nmay vary from operator to operator (for
exanpl e vi gorous novenent as opposed to gentle

novenent) and al so that the decision of when all the
remai ni ng pi eces of paper pieces are of an area of 1 cnt
wi Il be taken at different tines by them

The bottom of page 2 of Dr Prescott's declaration of

25 Novenber 1998 anal ysing the results of the Novenber
1998 tests states that "the different operators did not
significantly affect the MDI val ues”. The board points
out however that, while the neans for the operators for
all their tests, i.e. for both cylinders, vary between
5.250 and 6.125, their nean MDI values for only the

tall cylinder tests vary proportionally nmuch nore, from
3.75 to 5.5.

The board al so points out that while the Novenber 1998
tests were set up to denonstrate that operators working
I ndependently produced simlar results, each was given
i dentical equipnment and produced thereafter

decl arations which were for the nost part word for word
i dentical, even where they diverged fromthe teaching
of the patent application (which says "until it is
observed that" and "paper ... is placed ... in water"
wher eas each declaration says "until | estimated that"
and "l then placed the paper into the neasuring

cylinder").

The board can accept that the skilled person would
repeat the MDI test on each particular paper filtration
mat eri al since paper has variable properties from one
sanple to the next and that he mght statistically

anal yse his results to arrive at what he considers the
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true value of MDI for the paper filtration nmateri al
that he is testing.

On the one hand it seens fromthe Novenber 1998 tests
that each operator is achieving reproducible results
for hinself, e.g. one operator neasured 4, 3, 4 and 4.
On the other hand each operator's reproducible results
differed fromthose of the other operators, e.g.

anot her operator neasured 5, 6, 6 and 5.

Averagi ng results m ght be acceptabl e when everything
has been done to reduce the sources of error and
essentially the variability is due to the paper itself.
However here the average val ue for one operator was
3.75 and for another operator 5.5 showi ng that they
were working in different ways. Wth such | arge

di fferences between operators working under identica
conditions, averaging their results to even out these
di fferent working net hods does not seemto be
acceptabl e since the resultant value of MD would
depend on how many of one type of operator there were
conpared to another type of operator.

Moreover any indication that the test is subject to
operator variation is absent fromthe originally filed
appl i cation.

The October 1995 tests and the January 1997 tests were
carried out with the sane bobbin of Bowater Scott paper
and Dr Prescott gave this paper MJ val ues of 95%
confidence interval of 5.3 = 2.75 and 95% confi dence
interval of 5.625 + 0.278 respectively. The Novenber
1998 tests were carried out with a different bobbin of
nom nally the sane paper and according to Dr Prescott
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gave a nmean MDI val ue when using the tall cylinder of
4.750 wth standard devi ati on 0.1840.

The di fferences between these already averaged val ues
of the three series of tests as well as the | arge
spread for individual results from4 to 8 under the
consi stent conditions of the January 1997 tests point
away fromthe test nethod being suitable to determ ne
the MDI value of a paper filtration nmaterial to an
accept abl e degree of accuracy.

Furt hernore the decision of when to stop the

I nversion/restoration novenents, which is indicated in
the described test as taking place when it is observed
that all remaining pieces of paper are of an area of

1 cn? or less, is not unequivocally clear. As indicated
by the four test operators in the Novenber 1998 tests,
they estimated that the paper was disintegrated as
specified but there was no certainty that this was the
case. Sinply by deciding to continue after 5 inversions
and restorations nmakes the MO value differ by 20% and
after 10 inversions and restorations (the cl ai ned
limt) by 10% A cautious operator would tend to higher
val ues so that no unequivocally clear nonent is reached
at which the operator is forced to stop

Article 83 EPC

The board therefore finds that the applicati on does not
di scl ose a nethod for neasuring the MD of a paper
filtration material in a sufficiently accurate way. The
skill ed person would need to know how to do this in
order to arrive at the invention which involves a paper
filtration material whose MDI does not exceed 10.
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Thus, contrary to Article 83 EPC, the application does
not disclose the invention in a manner sufficiently
clear and conplete for it to be carried out by a person
skilled in the art.

10. Article 84 EPC

If the value of an unusual paraneter essential to the
cl ai med i nvention cannot be sufficiently accurately
neasured then the scope of the claimis indefinite.
This is here the case, since, if the MD of a paper
filtration material could not be neasured at the date
of filing, then it could not be known if the snoking
article conprising it fell wthin the scope of the

cl ai ns.

Thus Article 84 EPC is not satisfied.

11. Concl usi on

Thus the patent application contravenes Articles 83, 84
and 123(2) EPC and cannot proceed to grant.

O der

For these reasons it iIs decided that:

The appeal is dism ssed.
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The Regi strar: The Chai r man:

N. Maslin C. Andries
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