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Summary of Facts and Subm ssi ons

1157.D

The appel | ant | odged an appeal, received at the EPO on
10 February 1997, against the decision of the Exam ning
Division notified by post on 23 Decenber 1996, refusing
Eur opean patent application No. 92 203 948. 2.

The fee for appeal was paid sinultaneously and the
witten statenent setting out the grounds of appeal was
filed on 21 April 1997.

The Exam ning Division held that the subject-matter of
Caim1l submtted to exam nation did not involve an

i nventive step (Article 56 EPC) having regard to the
state of the art disclosed in docunent EP-A-0 408 038
(D1), which was cited in the search report together

wi th docunment US-A-4 575 902 (D2).

In the appeal ed decision (see section 2.3 of the
Reasons), the Exam ning Division acknow edged that D1
di d not disclose the problemof the invention; however,
it contended that, as a bonus, said problem would be
solved by the skilled person in putting into effect the
t eachi ng of D1.

The Exam ning Division admtted that, when starting
fromDl, the skilled person is faced with an

I nconsi stent teaching (see the appeal ed deci sion:

page 2, lines 22, 23) and that, as regards the relative
speed of rotation of the elenents, no clear teaching
can be derived (see the appeal ed deci sion: page 4,
section 2.1). Nevertheless, the first instance was of
the opinion that, in order to put the teaching of D1
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into effect, there would be only few alternatives
avai |l abl e and the skilled person would arrive at the
subject-matter of Claiml1l as the result of the
application of normal design procedures (see the
appeal ed deci sion: page 4, sections 1.4).

In his statenment of grounds for the appeal, the
appel l ant pointed out that DL did not explicitly

di scl ose that the depilation apparatus descri bed
therein was provided with neans for twisting the hairs
about their |ongitudinal axes before the hairs were
pulled fromthe skin as clained in Caim1l. He
contended that Dl suggested that the two elenments 3 and
10 were rotating already before the hairs were gripped
and continued to rotate after the hairs had been

gri pped. According to the appellant, these indications
did not teach the idea that the first rotary elenent 3
shoul d not rotate before comng into contact with the
second rotary elenent 10 in order to achieve a hair

tw sting action. The appellant also argued that the
observation in the appeal ed deci sion constituted an ex
post facto analysis in which the Exam ning Division

di sputed the inventive step of Claim1l not exclusively
on the basis of the teaching of Dl but used its

f or eknowl edge about the subject matter of Cdaiml to
find a way in which a skilled person could arrive at
the subject-matter of Caim1 when putting into effect
the teaching of Dl1. The appellant contended al so that,
in view of the nunber of inprobable non obvious choices
which had to be made in order to arrive at the subject-
matter of Caiml, the skilled person could only by
chance have arrived at a hair tw sting depil ator

The appel |l ant requests that the decision of the
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Exam ni ng Division be set aside and a patent be granted
on the basis of the application as originally filed.

Caiml as originally filed reads as foll ows:

"“A depil ation apparatus provided with a depilation
menber havi ng pinching elenments for consecutively

hol ding hairs which grow fromthe skin clanped in and
pulling said hairs fromthe skin, characterized in that
the depilation apparatus is provided with neans for
twisting the hairs about their |ongitudi nal axes before
the depilation nenber pulls the hairs fromthe skin".

Reasons for the Deci sion

1

Adm ssibility of the appeal.

The appeal is adm ssible

1157.D

Interpretation of laiml (Article 69(1) EPQC

The invention resides in the general idea of providing
a depilation apparatus, in addition to the pinching

el ements, with specific neans for reducing the pain
occurring while the hairs are being pulled fromthe
skin by the pinching elenents. In daiml, these neans
have been clainmed in a generalised formas "neans for

twi sting the hairs".

In the light of the description and draw ngs, it
appears that said neans can be either an auxiliary
rotating systemproviding a different rotating speed
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(see the second and third enbodi nents of the
application), or a different nunber of matching forns
bet ween t he engagi ng pinching elenents (see the fourth
enbodi nent) or | ack of any connection between a driven
pi nching el enent and an idle one, the inertiae of the
idle element and the sliding friction between the

el enents when they cone into contact being used to

tw st the hairs (see the first enbodi nent).

Novelty (Article 54 EPC)

According to consistent case | aw of the boards of

appeal of the EPO for novelty assessnent, a disclosure
shoul d always be interpreted in a very restrictive way.
Cl aimed features can only be anticipated by a clear and
unm st akabl e teaching (see for exanple Decisions

T 204/83, Q) EPO 1985, 310, and T 56/87, QJ EPO 1990,
188).

As acknow edged by the first instance in its decision,
the teaching of D1 as regards the functioning of the

pi nching elenents of the different disclosed

enbodi nents is not clear and appears even to be

I nconsi stent. Moreover, it should be pointed out that
none of the enbodi nents described in D1 conprises, in
addition to the pinching elenents, any specific "neans
for twisting the hairs" in the neaning of the invention
(see section 2, above).

In particular, in the first and second enbodi nents of
D1 (see Figures 1 to 6), the so-called "freely
rot at abl e" nmenber (3, 31) is not conpletely independent
fromthe driven nmenber (10, 32) insofar as said two
nmenbers are biased apart fromeach other by the
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conpression spring (16). Consequently, the nearer said
nmenbers, the higher the friction between the
extremties of the spring and the rotary nenbers (3, 31
and 10, 32) and the stronger the connection between
sai d nenbers.

Therefore, since the conpression of the spring (16) and
the friction between said spring and the two pi nching

el enments (3, 31 and 10, 32) are nearly at their maximm
just before the elenent (3, 31) is engaged by the

el enent (10, 32), it cannot reasonably be assuned that
no rotational novenent is transmtted via the spring
(16) and that the "freely rotatable" nmenber (3, 31) is
not driven by the other pinching nenber (10, 32).

Whet her the rotation speeds of the two nenbers are very
different or roughly the sane in order to avoid a shock
due to the wedging effect when the two bevel |l ed
tapering end surfaces (4, 11) cone into contact,
remai ns undefi ned.

In accordance with the above-nenti oned case-|law, the
subject-matter of Caim1 should be considered as new
in the neaning of Article 54 EPC in conparison with the
di scl osure of D1 and D2, since none to them describes
in conbination all the features of the apparatus
claimed in Caim1l.

The state of the art closest to the invention
D1 can be considered as disclosing the state of the art

closest to the invention at the priority date of the
appl i cation.
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Due to the uncl ear and equi vocal teaching of D1, the
apparatus according to Caiml differs fromthis

cl osest state of the art in that, contrary to D1, neans
for twsting the hairs are explicitly provided.

Pr obl em and sol uti on

Wien starting fromthe state of the art known from D1
and taking into account the above-nentioned difference,
the problemto be solved by the person skilled in the
art is to inprove said known apparatus in such a way

t hat enhanced pai nl ess depil ation can be obtained (see
the application as filed, page 1, 4th paragraph).

According to the invention, such an enhanced depil ation
I's obtained by additional neans the function of which
Is totwist the hairs. The Board is satisfied that the
solution described in Caim1l solves the above-

menti oned problem

I nventive step (Article 56 EPC)

When exam ni ng whet her the nodification of the closest
state of the art along the lines of the clained
solution involves an inventive step, it should first be
i nvestigated whether the prior art seen by the skilled
person in the light of his general comobn know edge
woul d place at his disposal the information considered
as essential in order to carry out the invention, i.e.
whet her each of the conbined essential elenents for
carrying out the invention was already known per se,
each of said elenents being identified unequivocally in
the state of the art by structure and function.
Secondly, since there is a priori no reason to gather
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together different separate existing elenents, it
shoul d be investigated whether the state of the art
woul d pronpt the skilled person to use said known

el ements in addition to the already conbi ned el enents
of the closest prior art in expectation of the

i nprovenent for which the skilled person was searching.

Moreover, in line with the established case | aw of the
Boards of Appeal (see in particular the above nentioned
decision T 56/87), when investigating inventive step,

it is not justified arbitrarily to isolate parts of a
prior docunent fromtheir context in order to derive
therefroma technical information which would be

di stinct fromor even in contradiction with the
teachi ng of said docunent when seen as a whol e.

In the present case, D1 discloses elenents (rotary
nmenbers 3 and 10) having mating structures
(respectively a bevelled tapering edge 11 and a

j uxt aposed conically tapering end surface 4) which may
be able to twist the trapped hairs provided that they
are driven at different rotating speeds. However, not
only is there no indication in D1 that the speeds of
said mating structures renmain different when they cone
into contact, but the terns used in said docunent to
descri be the function of these mating structures i.e.
"to engage", "to grip", "to clanp", "to trap" and "to
pl uck"” the hair (see for exanple D1. colum 2, lines 5,
6, 28 and 31; columm 4, lines 13, 41 and 52; columm 5,
lines 1, 4, 6, 15, 22 and colum 6, lines 17, 19, 23,
42 and 43) do not even suggest giving a twist to the
trapped hairs before plucking.

Si nce, noreover, the other docunent D2 cited in the
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search report also does not disclose elenments which

tw st the hairs before plucking, in the context of the
i nvention said el enents cannot be considered as known
per se before the priority date. Even if it were
assunmed that they were known, neither D1 nor D2 gives a
hint or clue capable of pronpting the skilled person to
nodi fy the pinching neans of D1 or to add specific

el ements just to twst the trapped hairs.

For the foregoing reasons, the Board is convinced that
the achi evenent of an inproved depil ati on apparat us
according to the teaching of daim1 does not foll ow
plainly and logically fromthe prior art, as
illustrated by D1 and D2, but inplies an inventive step
within the nmeaning of Article 56 EPC.

Therefore a patent can be granted on the basis of the
application as originally filed, as requested by the
appel | ant .

For these reasons it is decided that:

1

1157.D

The deci si on under appeal is set aside.

The case is remtted to the first instance with the
order to grant a patent based on the description
(pages 1 to 15), the clains 1 to 13 and the draw ngs
(Figures 1 to 9) of the application as originally
filed.
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The Regi strar: The Chai r man:

N. Maslin C. Andries
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