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Summary of Facts and Subm ssi ons

2088.D

Eur opean patent 0 372 746 having the title "The use of
sel ect ed anphi philic copolyners in the treatnent of

| eather” was granted with six clains of which claim1
to which the further clains were appendant read as
fol | ows:

"Use of an aqueous di spersion of a copolyner forned
fromgreater than 10% by wei ght and | ess than 50% by
wei ght of at | east one hydrophilic nononer and greater
t han 50% by wei ght and | ess than 90% by wei ght of at

| east one hydrophobi c nononmer to inpart water

resi stance to tanned | eather or for making | eather

wat er proof."

The patent was opposed and two new requests submtted
by the appellant (proprietor of the patent) as main and
auxiliary requests were refused by the opposition
division for |ack of novelty and inventive step,
respectively, and the patent consequently revoked.

The appellant filed a notice of appeal, paid the appeal
fee and submtted a statenment of grounds for the
appeal .

In a letter dated 27 February 1998 respondent |V
(opponent 04) raised a prior use objection based on the
use of hydrophobic fatliquoring agents Provol HF and
Provol HFN previously sold by Zschi nmer and Schwarz
GrbH.

In a letter received 7 October 1999 the appel |l ant
stated that he would not challenge the validity of this
prior use objection and filed a new main request having
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one use claimwhich reads as foll ows:

"Use, in a process for treating tanned | eather, of an
aqueous di spersion of a copolynmer, having a nol ecul ar
wei ght of from 2,000 to 100, 000, formed from greater
than 10% by wt to |l ess than 50% by wei ght acrylic acid
and fromnore than 50% by w and | ess than 90% by wt
(G-Cyp)al kyl (nmeth)acrylate to inprove the water

resi stance of said tanned | eather."”

The prior art documents which are cited in this
deci si on are:

(1) DE-A-10 300

(3) DE-A-33 04 120

(5) PL-A-118 706

(9) DE-A-26 29 748

Oral proceedi ngs took place on 9 Novenber 1999.
Respondent | (opponent (01) did not attend.

The appel lant's argunents are sunmari sed as foll ows:

The originally filed application had not been anended
in such a way that it did not now neet the requirenments
of Article 123(2) and (3) EPC because the present claim
was based on the application as filed and as granted.
The description of the application and of the granted
pat ent di scl osed both water resistance and

wat er proofi ng which were neasured in ternms of Maeser
flexes in the dynam c water resistance test. The term
"wat erproof” required the leather to withstand 15 000
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flex cycles without penetration of water into the

| eat her, see footnote to table 1 of the patent in suit.
What ever the respondents' objection was, there existed
no reason to allege that this provision of the EPC has
not been conplied wth.

Even though docunent (5) did not directly relate to the
probl em of inproving water resistance of tanned

| eather, there was a reference to retaining a | ow water
absorptivity at the foot of page 2. In exanple 2 a
copol ymer of approximately MWV 65 900 prepared from 2-
et hyl hexyl acrylate (498 parts by weight) and

met hacrylic acid (102 parts by weight) was said in
aqueous dispersion to increase "hydrophilicity" of
retanned | eathers. This copolyner differed fromthose
of the patent in suit only in that nmethacrylic acid was
enpl oyed i nstead of acrylic acid. The copol yners
prepared in the absence of a chain transfer agent in
exanples 1 and 3 of this citation were of very high MN
ie, over one mllion, and therefore ten tines the top
[imt given in the patent in suit, and the

respondents | to IV (opponents 01 to 04) had not filed
any practical evidence that they could be enpl oyed for
t he required purpose. This view was supported by
witten evidence filed on 10 July 1997 in which these
exanpl es had been carried out, and in technical
references which explained the effect on MW of chain
transfer agents and the concentration of polynerisation
initiators. Lower MANval ues were obtained using chain
transfer agents and hi gher concentrations of initiator,
whi | st enul si on polynerisation tended to increase MV
val ues in conparison with bul k polynerisation. Thus it
was possible to control the MNVof the copol ynmer to
within the required range.
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There was no incentive provided in docunent (5) to

repl ace the nmethacrylic acid by acrylic acid in
exanple 2 in order to obtain the effect required by the
patent in suit and indeed the hydrophilicity reference
was an indication in a totally different direction.

| nventive step for the new use clai mwas supported by
the conpletely unexpected result in respect of water
resi stance denonstrated by exanples 1 and 2 of table 6
of the patent in suit in which the nmethacrylic acid
copol ymer (exanple 2) had a dynam c water resistance of
1 900 Maeser flex cycles and the acrylic acid copol yner
(exanmple 1) a flex cycle value of 94 800, thus vastly
superior in this respect. Al so there was an i nprovenent
in the static water resistance by 6 wt%ie, froman

upt ake of 31 wt%to 25 mt %

Wth regard to the other prior art, docunent (1) was
concerned with water absorption and did not disclose
any MW val ues, nor were any C(8-22) esters nentioned.
Docunent (3) related to the waterproofing of |eather,
but had enpl oyed the reverse copol ynmer nol e percentages
fromthose of the patent in suit, thus a conbination of
docunents (1) and (3) led away fromthe patent in suit.
Si nce docunents (3) and (5) referred to different nole
percent ages of the acidic and ester copolyners, these
two docunents were inconpatible and coul d not be

conbi ned and al so a conbi nati on of docunents (1) and
(5) could only be done with the benefit of hindsight.

The respondents' subm ssions first concerned

Article 123(2) and (3) EPC and were essentially that
the application as filed related to a use of copol yners
for "inproving" the water resistance of |eather,
whereas the granted patent specified a use of
copolynmers to "inpart" water resistance to | eather and
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t he cl ai m now under consideration again related to
"inmproving" said property of |eather. Assum ng that
"inmproving" and "inparting” have a different neaning
then the patent in suit in the formas granted
contravened Article 123(2) EPC, and the claimof the

| at est request contravened Article 123(3) EPC. It was
stated that the formof claim1l as granted was cl ear
and specified "to inpart water resistance to tanned

| eat her or for meking | eather waterproof”, whereas the
sol e claimunder consideration specified "to inprove
the water resistance of said tanned | eather” and was

t herefore broader than claiml of the patent in suit in
the formas granted.

Wth regard to inventive step, docunent (5) was
regarded as the nearest prior art because exanple 3
related to reducing the absorptiveness of | eather, and
the only difference between this exanple and the

subj ect-matter of the clai munder consideration was
that nmethacrylic acid was enpl oyed instead of acrylic
acid. It was well known in the leather treating art
that these two acids were alternatives and equival ents
for various uses, and therefore, it was obvious to use
one where the other had al ready been enpl oyed, and the
| oss of the nethyl group when using acrylic acid would
have no effect in conparison wth nethacrylic acid. It
was inportant to note that, according to page 2,

par agraph 1 of docunent (5), solutions and enul si ons of
t he copol yners easily penetrate the substrates to which
they are applied, thus the MWof the copol yner was not
too high. The water absorption values of the prior art
were as good as those of the patent in suit which
relied upon the chromng step in conbination with the
treatment proposed to give an acceptabl e val ue.



- 6 - T 0503/ 97

Docunent (1) disclosed a process in which | eather was
treated in exanple 1 with a copolynmer of 20 wt% acrylic
acid and 80 wt% of acrylic-acid-ethylester in order to
reduce water absorption and on page 2, paragraph 2 it
was stated that acrylic acid and nethacrylic acid were
alternatives as the carboxylic acid group containing
conponent, and, therefore, a conbination of docunent
(5) with docunment (1) was possible because the latter
docunent related to the sanme problemas that of the
former, and it would then be obvious to conbine the
acrylic acid nonomer with the 2-ethyl hexyl acryl ate
nmonomner, thus giving a copolyner according to the claim
at issue. Also polyacrylic-acid-ester which had been
hydrol ysed to give 10 to 50% free carboxyl groups, ie
acrylic acid carboxyl groups, was specified as a
conponent of the copol yner of docunent (1).

The appel | ant requested that the decision under appeal
be set aside and that the patent be maintained on the

basis of the sole claimfiled on 7 October 1999.

The respondents requested that the appeal be di sm ssed.

Reasons for the Decision

1

2088.D

The appeal is adm ssible.

Al lowability of the amendnents, Article 123(2) and (3)
EPC

The objection raised by respondent |1l under this

provi sion appears to rely upon the nmeani ngs given on
the one hand to "inpart" and "inprove" and on the other
to "water resistant” and "water proof".



2.2

2.3

2088.D

- 7 - T 0503/ 97

In the context of treating a substrate with a copol yner
to "inmpart" or to "inprove" a certain property of the
substrate, the technical effect of the treatnment is to
increase the level of that property. There is no

di fference between using a copolyner to treat a
substrate which has zero water resistance thereby
"inmparting" water resistance to it, and treating in the
sanme way a substrate which nay have sone water

resi stance thereby "inproving" the |level of said
property. These uses of the copolyner are the sane and
are carried out in the sane way, and no different
technical effects are realised by doing so. The
interpretation of these terns as inplied by

respondent 111 means that the appellant woul d be
restricted to the treatnent including other
pre-treatnent steps of only one leather in exactly the
sanme way, and to the snallest detail in order to get
the sanme result, but this is not consistent with the

di scl osure of the patent in suit. Accordingly the words
"inmprove" and "inparting” are considered to be

cot er m nous.

There is no difference in substance between a treatnent
wi th the purpose of enhancing "water resistance" and a
treatnment relating to "waterproofing”. Fromthe

Eur opean patent application as filed, on page 19, first
conpl ete paragraph, last six lines, it can be derived
that waterproofing inplies a higher degree of water
resi stance; hence, "water resistance" and

"wat erproofing” relate to the sane effect, nanely water
resi stance. The use of the copolyners to provide water
resistance may result in a waterproof product,
dependi ng on whet her or not the product w thstands

15 000 Mmeser flex cycles (see footnote to table 1 of
the patent in suit). It is only a matter of the degree
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of water resistance as to whether the treated | eather
product is regarded as being waterproof or not.

G ven the above understanding of the terns in

di scussion, there is no violation of Article 123(3) EPC
because the sole claimof the request is, in comparison
with claim1 as granted, limted in respect of the

copol ymers enpl oyed and their MNVand a specific
reference to the alternative of waterproofing has been
del eted. Therefore the sole claimof the request does
not represent an extension of the protection conferred
by the granted cl aim

Claim1l1l as granted refers to the use of aqueous

di spersions of certain copolynmers to inpart water

resi stance to tanned | eather or for making the | eather
wat er proof. A basis for this is to be found in the

Eur opean patent application at page 9, paragraph 4 to
page 10 paragraph 2, page 11, |ast paragraph, page 19,
par agraphs 2 and 3, also tables 2 and 6 in the
description. The patent in suit accordingly conplies
with Article 123(2) EPC.

Novelty, Article 54 EPC

The respondents Il to IV were asked during oral
proceedi ngs whether there were any objections to the
novelty of the subject-matter of the claim They
replied that they had no comment to nmake, and no
objection was raised in this respect. Having revi ened
the cited prior art, the Board is also of the opinion
that the subject-matter of the claimof the patent in
suit is novel

The prior use objection raised in the witten
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proceedi ngs was net by the anended clains and was not
di scussed during the oral proceedings.

| nventive step, Article 56 EPC

Cl osest prior art

The board agrees to the analysis of the disclosures of
docunents (1) and (5) given by the parties (see
sections VIIl and | X above). However, document (3) also
has to be considered in the assessnent of the prior

art. This docunent represents a true devel opnent of the
prior art docunent (1) as it relates to the sane
problemto be solved as that of said docunment and
specifically refers to it. This problem ie to render

| eat her water resistant, was solved in docunent (1) by
usi ng a copol yner conprising 10 to 50 wt % of

hydr ophi lic nmononer and 50 to 90 wt % of hydr ophobic
conononer, and in conplete contrast to the teaching of
docunent (1), the solution proposed by docunent (3) was
to enploy 60 to 95 wt % of hydrophilic conmononmer with 5
to 40 wt % of hydrophobi ¢ conmononer. This represents a
totally different technical devel opnment and solution to
t he problem and shows the |line of thought of the
skilled person with docunent (1) at his disposal.

Because docunent (5) referred to | eather "retaining | ow
wat er absorptivity" and because exanple 2 thereof
differed fromthe subject-matter of the patent in suit
only in that nmethacrylic acid conononer was enpl oyed

i nstead of acrylic acid conononer, the respondents
agreed that the disclosure of docunent (5) represented
the closest prior art, whilst the appellant thought it
did not directly relate to the problemof treating

| eather to increase water resistance, however, also the
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appel  ant was prepared to consider this docunent as the
cl osest prior art, (see also letter of 6 COctober 1999).

Havi ng regard to docunent (5) which the board considers
to be the closest prior art the problemto be solved by
the patent in suit was to find an alternative process
for treating leather to give it the property of |ow

wat er absorptivity this being considered as having the
sanme technical significance as water resistance. This
probl em was sol ved by the use claim(see section V
above).

Chronol ogi cal ly, the docunents were published in the
order (1), (5) and (3), and assum ng that they all may
be regarded as relating to the sanme problemto be
solved as that of the patent in suit, then the
techni cal advances were as foll ows:

(a) the disclosure of docunent (1) did not specify a
use of a copolymer MWof 2 000 to 100 000 or a
C(8-22)al kyl ester conononer;

(b) the authors of docunent (5) having had know edge
of docunment (1) prepared in exanple 2 a copol ynmer
of nmeasured MWV 65900 using 2-ethyl hexylacrylate
(C8 al kylester) and nethacrylic acid which
i ncreased the hydrophilic properties of the
treated | eather;

(c) the technical teaching of docunent (3) was
devel oped after docunment (1) had specifically been
considered. It related to the use of 60 to 95 Mdl %
of acrylic acid with 5 to 40 Ml % of nethyl -,
ethyl-, propyl- or butyl-esters of acrylic acid or
met hacrylic acid. As a result the authors of this
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docunent reversed the nol e-percentages of the
hydr ophi li ¢ and hydrophobi ¢ conononers used in
bot h docunents (1) and (5) and did not continue
with the C8 ethyl hexyl esters.

Fromthe above it is seen that the trend of thought and
t echni cal devel opnent in docunent (3) is, in two
aspects, away fromthe solution proposed in the claim
at issue. None of these three docunents al one renders
the solution to the probl em obvious. The teachi ng of
docunent (3) with regard to the hydrophilic-hydrophobic
characteristics of the copolyner is contrary to that of
the patent in suit, and the technical devel opnent,
starting fromdocunent (1) and conbining with

docunent (5), led to the use of nethacrylic acid
conononer and the wong technical effect.

When asked by the board during oral proceedings to
comment on the rel evance of docunent (3) none of the
respondents Il to IV did so. Its disclosure indicates
the technical direction taken by a skilled person who
had consi dered the disclosure of docunent (1) and,
therefore, the problemto be solved by the patent in
suit.

The appel | ant denonstrated that by using acrylic acid

i nstead of methacrylic acid (conpare exanples 1 and 2
of table 6 of the patent in suit) the dynam c water

resi stance neasured in terns of Maeser Flexes rose from
1 900 to 94 800, a remarkable increase of over forty
nine tinmes which totally contradicts the respondents’
view that acrylic acid and nmethacrylic acid can be

vi ewed essentially as equival ents. Again, none of the
respondents Il to IV credibly challenged this result
during oral proceedings. Such a result was not
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antici pated by docunent (5); nor was it to be expected
by using acrylic acid rather than nethacrylic acid in
exanple 2 of said docunent.

4.8 Respondent I11 objected that equally good results were
obtained by the prior art and referred also to the
4 000 Maeser flex cycle result in table 1, exanple 1 of
the patent in suit. However, this result was obtai ned
bef ore tanning, whereas the sole claimof the request
under consideration is limted to the use of copol yners
on "tanned" |eather. Therefore, that result does not
formpart of the clainmed invention.

4.9 Thus, the claimof the request under consideration

fulfills the requirenent of Article 56 EPC

Or der

For these reasons it is decided that:

1. The decision of the opposition division is set aside.
2. The case is remtted to the first instance with the
order to maintain the patent on the basis of the
foll owi ng docunents:
(a) claiml filed on 7 October 1999 and
(b) description: pages 2, 4, 5, 6, 15, 16, 17 and 19

filed on 7 Cctober 1999, and pages 3, 7 to 14, 18,
20 to 22, and 23, lines 1 to 46, as granted.

2088.D
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The Regi strar: The Chai rwonman:

M Ki ehl U. Ki nkel dey

2088.D



