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Summary of Facts and Subm ssi ons

2871.D

The appel | ant (opponent) | odged an appeal, received on
7 May 1997, against the decision of the opposition

di vi sion, despatched on 20 March 1997, rejecting the
opposi tion agai nst the European patent No 0 350 282
(application No 89 306 809.8). The fee for the appeal
was paid on 7 May 1997 and the statenent setting out

t he grounds of appeal was received on 10 July 1997.

The opposition had been filed against the patent as a
whol e based on Article 100(a) EPC and concerned, in
particul ar, objections under Article 56 EPC.

In answer to the grounds of appeal and with a viewto
show ng sone of the difficulties encountered in
produci ng the invention of the contested patent, the
respondent (patentee), by letter dated 10 Decenber
1997, cited the followng article published by the

i nvent or:

Al: Robert R Brownlee: "Toward Optim zing the
Detection of Atrial Depolarization with Floating
Bi pol ar El ectrodes”, PACE, Vol. 12, Pages 431
to 442, March 1989

In response to the Board' s communi cati on acconpanyi ng
the summons to oral proceedings, the representative of
the patentee informed the Board by letter dated

22 February 2002 that he would not attend the oral

pr oceedi ngs.

At the oral proceedings, which were held on 26 February
2002, the respondent was not represented and the
appel l ant argued for the first tinme that the alleged
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priority docunment US 215258 (P1) (filed on 5 July 1988)
did not disclose all the features recited in Claim1l of
t he contested patent. According to the appellant, only
the later priority docunent US 333085 (P2) (filed on

4 April 1989) gave rise to a priority right for the
contested patent and, therefore, docunent Al (published
in March 1989) constituted prior art under

Article 54(2) EPC. Since Al disclosed a catheter
conprising all the features recited in Caim1l of the
patent in suit, the subject-matter of this Caimlacked
novelty within the neaning of Article 54(2) EPC

At the end of the oral proceedings, the Board deci ded,
inter alia, that the appeal proceedi ngs would be
continued in witing to give the respondent an
opportunity to comrent on the appellant's new
submi ssi ons.

In a comuni cation dated 7 March 2002, the Board noted
that an objection under Article 54 EPC had not been
substantiated in the notice of opposition and that

t herefore | ack of novelty would be a fresh ground of
opposi tion which could be considered only with the
approval of the patentee (respondent).

In response to the Board’ s comunication of 7 March
2002, the representative of the respondent declared by
letter dated 5 April 2002 that he relinquished his
representation of the respondent in connection with the
present appeal proceedings and asked that future
correspondence be directed to the respondent.

In a comuni cation dated 23 April 2002, the respondent
was invited under Article 133(2) EPC to give notice of
appoi ntment of a professional representative within
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three nonths. No reply was subnmitted within the set
time limt.

The appel | ant requested that the appeal be dism ssed
and the patent be revoked.

The respondent requested by letter dated 10 Decenber
1997 that the appeal be dism ssed and the patent be
mai nt ai ned as grant ed.

By letter dated 22 February 2002, the respondent asked
that the nerits of the appeal be considered on the
basis of the witten subm ssions.

The wording of daim1l reads as foll ows:

"A catheter (40) for a cardi ac pacenaker system having
a cardi ac pacer, for insertion into a patient's heart
(30), said catheter conprising:

a single, non-diverging, insulated filanent (44)
for insertion into the patient's heart (30) through the
patient’s vascul ar system said filanment having a
di stal end, a proximate end, and a proximal portion
bet ween said distal and proxi mate ends;

a first electrode (50) disposed at said distal end
of said filanent for sensing and paci ng the heart beat
of the ventricle (35) of the patient's heart (30) and
connectable to a pul se generating unit in said pacer
for receiving a stinulating electrical pulse therefrom
in response to input signals so as to pace the
ventricle of the patient's heart (30);

second and third el ectrodes (46, 56; 48, 58; 56
56'"; 58'; 58 ') disposed on said proximl portion of
said filament (44) and |longitudinally spaced fromsaid
first electrode (50) and longitudinally spaced from
each other for sensing atrial depolarisations having a
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particul ar signature indicative of the extracellul ar
wave forns associated with the intracellular action
potential in the atriumof the patient's heart;

first, second and third el ectrical conductor neans
(44) within said insulated filanment for connecting said
first, second and third el ectrodes (50; 46, 56; 56
56'"; 48, 58; 58'; 56''), respectively, to the cardiac
pacer; and characterised by

| ongi tudi nal spacing neans (47, 57; 57'; D;) for
adapting said second and third el ectrodes (46, 56; 48,
58; 56', 56'’; 58'; 58 ') to sense and detect the
particul ar signature indicative of the extracellular
potential, as defined by a peak negative to peak
positive deflection, being propagated along the surface
of the atriumof the patient's heart (30), whereby said
second and third el ectrodes (46, 48; 56; 56'; 56"’
58'; 58"7) in use transmt said input signals
indicative of a heart beat p-wave to the cardi ac pacer
sai d | ongi tudi nal spacing nmeans conprising an
insulating filament separating said second and third
el ectrodes having a length of 1 nmto 10 nm bei ng
approximately the I ength of a peak-negative to peak-
positive deflection of the detected extracellul ar
signature associated with the action potential in the
atriumof the patient's heart,

said second and third el ectrodes conprising hem -
cylindrical electrodes disposed on opposite sides of
said insulating filament and havi ng di nensi ons adapt ed
to mnimse field averaging of a bioelectric wave front
corresponding to the particular signature of the action
potential travelling in the tissue nmedium of the
patient's heart, and

the surface area of each of said second and third
el ectrodes to be exposed to the potential transmtting
ti ssue medi um being fromsubstantially 3 m? to



- 5 - T 0487/ 97

substantially 7 mt."

Reasons for the decision

1

2.2

2871.D

The appeal is adm ssible.

Priority

The Board agrees with the appellant that the range of

1 mto 10 mmspecified in Aaim1l of the contested
patent is not disclosed in the older priority P1. In
fact, this docunent refers to an "insulated fil anent
having a |l ength of fromabout 1 nmto about 6 mi (see
Claim8) or "a length of fromabout 2 mmto about 3 mft
(see daim9). Further values within the forner range
are given on page 13, line 8 ( "on the order of 2 to

3 mi) and line 11 ("4 to 5 i), and on page 16,

line 9 ("2 to 3 mi') and line 13 ("greater than 3 mi).

Since P1 (filed on 5 July 1988) does not give rise to a
priority right for the contested patent and the second

priority docunment P2 was filed on 4 April 1989,

docunent Al (published in March 1989) constitutes prior
art under Article 54(2) EPC.

Novel ty

Since an objection under Article 54 EPC was not
substantiated in the notice of opposition, |ack of
novelty has to be regarded as a fresh ground of
opposition which may be considered only with the
approval of the patentee (respondent) (see G 10/91 (QJ
1993, 420)).

In the present case, the respondent has neither given
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nor denied its consent to the introduction of a new
ground of opposition. However, the Board is entitled to
consi der whether the subject-matter of daiml
satisfies the requirenents of Article 54 EPC, since, as
stipulated by the Enlarged Board of Appeal in G 7/95
(QJ 1996, 626), "if the closest prior art docunent
destroys the novelty of the clained subject-matter,
such subject-matter obviously cannot involve an

i nventive step".

3.2 Al (see Pages 435 to 438: "The Design of the Bipolar
Fl oating El ectrode Systeni) discloses a catheter
conprising all the features recited in Caim1l of the
patent in suit and, in particular, an insulating
filament having a length ("5 nmor greater” see
page 437, left-hand colum, second paragraph and
page 438, left-hand-colum, first line) within the
range of 1 mmto 10 mm Hence, the subject-matter of
Claim1l of the contested patent |acks novelty within
the neaning of Article 54 EPC.

4. In summary, the Board finds that the respondent's only
request is not allowable and that, therefore, there is
no basis for the maintenance of the patent.

Or der

For these reasons it is decided:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

2871.D
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The Regi strar: Chai r man:
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