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Summary of Facts and Subm ssi ons

2534.D

The appel |l ant (opponent) filed an opposition agai nst
Eur opean patent No. 0 098 733 on the grounds of |ack of
novelty and lack of inventive step (Article 100a EPC in
connection with Articles 52(1), 54 and 56 EPC. The
patent was revoked by the decision of the opposition

di vi sion dated 17 Novenber 1992. That decision was set
asi de by the decision T 81/93 of Technical Board of
Appeal 3.2.4, which remtted the case to the first

i nstance for further prosecution.

The appel | ant now contests the interlocutory decision
of the opposition division that account being taken of
t he anmendnents nade during the opposition proceedi ngs,
the patent and the invention to which it rel ated net

the requirenents of the EPC

The follow ng prior art docunments cited in the notice
setting out the grounds of appeal:

Dl: US-A-3 224 579

D2: US-A-3 224 580

D9: Dutch patent application No. 67 06017, with an
English translation

D11: US-A-3 224 162

D12: US-A-3 898 435.

The respondent (patent proprietor) did not contest the
accuracy of the English translation of docunent DO.
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In response to a conmuni cati on of the Board
acconpanyi ng the sunmons to oral proceedings, the
respondent raised the point that the opponent Terpa
Poultry B.V. mght not have been entitled to pursue
opposition to the grant of an European patent under
Article 99 EPC. In a subsequent letter the respondent
encl osed a copy of a letter dated 25 August 1999 from
the Dutch aw firm Nauta Dutil h indicating that the
Dut ch Chanber of Commrerce and I ndustry of Ansterdam had
confirmed in witing that there was no registration of
a conpany with the nanme Terpa Poultry B.V. in the
national files of the Chanber of Commerce in the

Net herl ands for the period 1991 to date. Copies of
statenments referred to in the letter fromthe firm
Nauta Dutilh were also enclosed in this letter.

Wth the letter dated 30 August 1999, the appell ant
submtted that on April 1989 the firm"Terpa Poultry
B.V." had changed its nane to "FPS Food Processing
System B. V.". An abstract fromthe register of the
Dut ch Chanber of Conmerce and | ndustry of Ansterdam
and a notarial deed were attached to this letter in
support of these subm ssions.

In the oral proceedings held before the Board on

2 Septenber 1999, the respondent submtted a fax of 7
pages dated 1 Septenber 1999 in support of the

obj ection that Terpa Poultry B.V. was not officially
regi stered as a Dutch body corporate. The respondent
also filed an anended claim 1l of the nmain request which
had been granted by the opposition division and an
insert for page 2, colum 2, lines 9 to 33 of the
description. The respondent al so nmaintained the first
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and second auxiliary requests which had been submtted
to the opposition division.

Caiml of the main request reads as foll ows:

"An egg transfer apparatus conprising a first,

conti nuously novi ng conveyor neans (21) having drive
nmeans (93, 134) and individual egg carriage assenblies
(92) for conveying eggs to receiving stations (22) of
an egg grading apparatus in which the eggs are packaged
according to their physical characteristics, the

recei ving stations being disposed al ong the path of the
conveyor and each receiving station having a plurality
of egg receiving neans (135) disposed al ong the
conveyor path to receive eggs having the sane physica
characteristics, the apparatus further conprising
separate frane neans (121) di sposed at each receiving
station (22) adjacent said conveyor neans and novabl e
with respect to the conveyor path, each franme neans
carrying a plurality of individually operable actuating
means (123, 124) for the respective egg receiving nmeans
for that receiving station for releasing eggs wth said
same physical characteristics in a predeterm ned
sequence fromthe carriage assenblies to the individua
egg receiving neans, novenent of said frane nmeans
nmovi ng the rel ease neans with respect to the receiving
stations along the conveying line of the conveyor

nmeans, and conpensati ng neans (126, 127, 132, 145 to
147, 151, 152, 153) being provided operatively

comrmuni cative with the drive neans (93, 134) for the
conveyor neans and franme neans either to vary the
positions of the frame neans in the receiving stations
according to the speed of the conveyor neans and
thereby to conpensate for different speeds of the
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conveyor neans or to change the speed of the conveyor
drive nmeans in accordance with the positions of the
frame neans and thereby to adjust the speed of the
drive neans to conpensate for different positions of
said frane neans."”

Clains 2 to 16 of the main request are dependent on
claim1.

Claim1l7 of the main request is directed to a nethod of
transferring eggs delivered to a receiving station of
an egg grading apparatus in which eggs are packaged
according to their physical characteristics, using an
egg transfer apparatus as clained in any one of

clains 1 to 16.

The appel |l ant argued essentially as foll ows:

1. Regarding the identity of the opponent.

The firm"Terpa Poultry B.V." changed its name to
"FPS Food Processing SystemB.V." on 3 April 1989,
but the fornmer official conpany nane was used as a
busi ness nane for sone tine after that. The change
of nanme was clearly shown in the abstract fromthe
regi ster of the Dutch Chanber of Conmerce and

| ndustry of Ansterdam and in a notarial deed,
copies of which were filed with the letter of

30 August 1999.

2. Regardi ng the anendnents in claim1 of the main

request.

Claim1l violated paragraphs (2) and (3) of



2534.D

- 5 - T 0461/ 97

Article 123 EPC and did not neet the requirenents
of Article 84 EPC in the follow ng respects:

- the expression "conpensating neans" was not
di sclosed in the application as originally filed
and was an unal | owabl e generalisation of the
"hydraulic piston neans" indicated in original
claim12.

- the passage "conpensating neans (126, 127, 132,
145 to 147, 151, 152, 153) being provided
operatively communicative with the drive neans
(93, 134) for the conveyor neans and frane
means" was not supported by the application as
originally filed, because the "drive nmeans" was
originally disclosed only in close functional
and structural relationship with "hydraulic
pi ston neans" or with "control neans coupled to
frame neans, for varying the speed of said
conveyor neans according to the position of said
frame neans”. The wording of claim1 was vague
and anbi guous conpared with the clear and
di stinct term nology used in the original
claims 12, 13, 23 and 24.

Regardi ng i nventive step.

Novelty was not contested. In the field of egg
processi ng systens, the skilled person was al ways
trying to speed up the nachines to increase their
efficiency. This was the object of the invention
disclosed in D2 (see colum 2, lines 60 to 64). In
order to increase the capacity of the egg wei ghing
and sorting apparatus disclosed in D2 it was
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obvious to increase the speed of the conveyor.
Thi s was possi bl e because D2 indicated that the
driving notor was provided with variable speed
control (see colum 9, lines 59 to 64). However,
the person skilled in the art knew that this
caused a probl em because, when conveyor speed
varied, the trajectories of the rel eased eggs were
nodi fied and the eggs departed fromtheir correct
pat hs.

The skilled person facing this problemwould have
found a solution to it in docunent D9 describing
an egg transfer apparatus equipped with
conpensating neans as specified in claiml1l. It was
menti oned on page 2 of D9 that articles discharged
from noving containers did not arrive at the exact
desired position when the speed of the containers
varied. D9 taught adjusting the position of

di scharge actuators in the direction of novenent
of the containers in dependence on the speed of
the containers to conpensate for different speeds
of the containers. In the light of the teaching of
D9, the skilled person would have nodified the
apparatus disclosed in D2 such that the position
of each of the solenoids 561 could be varied. The
fact that these solenoids were mounted with their
switches S1 to S5 on fixed structural parts of the
machi ne woul d not have di scouraged the skilled
person fromcarrying out this nodification.

Any difficulties which mght be encountered in
adapting other parts of the D2 machine to an
i ncreased conveyor speed shoul d be di sregarded,
because claim 1 did not nention the candling,
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wei ghi ng, or packagi ng operations. In any case
hi gh speed candling and wei ghi ng apparatus were
known at the priority date of the patent in suit.
Evi dence of this could be provided if the Board
required it. It should be noted that D2 was a US
patent and that US patents must contain many
techni cal details about the matter clainmed, but a
person skilled in the art would not regard all of
them as being strictly necessary. It was
straightforward and obvious to nodify the
apparatus described in D2 to incorporate neans for
conpensating for conveyor speed changes in the
light of the teaching of D9.

D12 al so disclosed an egg transfer apparatus

equi pped with a variable speed conveyor (colum 6,
lines 28 to 32) and nentioned that it was

i nportant that the eggs be dropped off the
conveyor at precisely the right positions (see
colum 9, lines 8 to 11). D9 and D12 di scl osed
apparatus in the sane field, dealing with the sane
probl em ensuring the correct trajectory for eggs
rel eased froma conveyor when its speed was

i ncreased. The only features of the egg transfer
apparatus according to claim1l which were not
disclosed in D12 were the noveability of the frame
means and the provision of conpensating neans to
conpensate for different speeds of the conveyor.
However, exactly these features lacking in the
appar atus known from D12 were disclosed in D9, so
t he skilled person would have applied the teaching
of D9 to increase the efficiency of an egg
transfer apparatus as disclosed in D12 and
arrived, wthout exercising any inventive ability,

2534.D N
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at an apparatus having all the features specified
in claiml. Thus the subject-matter of claim1l did
not involve an inventive step within the neaning
of Article 56 EPC.

The respondent's argunents may be summari sed as

foll ows:

1.

Regarding the adm ssibility of the opposition and

appeal

Searches in the appropriate registers in the

Net herl ands had failed to reveal any entry for the
firmTerpa Poultry B.V. so it appeared the
opponent Terpa Poultry B.V. m ght not have been a
|l egal entity entitled under Article 99 EPC to
pursue opposition to the grant of a European
patent. The copy of the letter dated 25 August
1999 received by the respondent fromthe Dutch | aw
firmNauta Dutilh indicated that the Dutch Chanber
of Commerce and I ndustry of Amsterdam had
confirmed in witing that there was no

regi stration of a conpany with the nanme Terpa
Poultry B.V. in the national files of the Chanbers
of Commerce in the Netherlands for the period 1991
to date. Thus the opposition and appeal appeared
to be inadm ssible.

Regarding the admssibility and clarity of the

anendnents made in claim1l of the nmain request

Claim1l as granted disclosed conpensating neans
operatively conmunicative with the drive neans for
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t he conveyor neans and the rel easi ng neans.
However, the opponent raised no objection under
Article 100c in relation to these conpensating
means during the opposition procedure. Nor was any
objection thereto raised in the statenent of
grounds of appeal dated 10 June 1997. In fact, the
obj ection that "conpensating neans" infringed
paragraph (2) and/or (3) Article 123 EPC was
raised for the first time only at a very late
stage of the appeal proceedings and constituted

t heref ore new grounds of opposition that could not
be accepted. The opponent had effectively waived
his right to raise this objection before the
opposi tion division.

Regardi ng inventive step

Starting fromthe prior art disclosed in D2 or

D12, the problemto be solved by the invention was
to provide conpensating neans to ensure that,

what ever the actual speed of the egg conveyor

m ght be, the eggs landed in the right place in

t he egg receiving nmeans. The opponent's argunents
and analysis of the prior art docunments D2, D9 and
D12 to show obvi ous nodifications of the apparatus
known fromD2 or D12 in the |ight of features

di sclosed in D9 were based of an ex post facto
chain of reasoning. Wat was relevant for
assessing inventive step was which parts of the

di fferent apparatuses disclosed in different
docunents woul d obvi ously be conbi ned by a person
skilled in the art. The skilled person woul d have
t horoughly studied D2 and D12 before starting to
design a new machi ne which could be very costly
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(about 1 mllion pounds).

The candling operation in the egg wei ghing and
sorting machine disclosed in D2 played an
inmportant role in the handling of the eggs in this
machi ne (see e.g. colum 1, lines 63 to 69;

colum 14, lines 1 to 41, colum 16, line 43 to
colum 17, line 10, and Figures 27, 28 and 31). It
required the presence of an operator to | ook at
the rotating eggs to determine their qualities and
turn a switch to classify them (see colum 28,
lines 12 to 55; colum 29, lines 8 to 49). To be
successful, this manual candling operation should
be relatively slow to give the operator enough
time to do the job properly, so the egg conveyor
must nove relatively slowy. The skilled person
woul d have appreciated that it would not have been
possible to raise the speed of the conveyor of the
apparatus disclosed in D2, because the operator
woul d no | onger have been able to classify the
eggs in the candling station.
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In the apparatus disclosed in D2, the sol enoids
were energised to rel ease the eggs when they were
inline with the pockets in the tray in which they
should Iand (see Figures 36, 38 and 43; and

colum 31, line 31 to colum 32, line 40). It was
not clear why the skilled person would have tried
to use the rod 4 of the apparatus known fromD9 to
nmove the sol enoids and their plungers because they
were nounted on fixed structural parts of the
conveyor.

The | evers of the weighing assenbly 306 needed a
certain tine to tilt and stabilise (see Figure 45)
and this tine would becone too large if the
conveyor speed was rai sed. The egg receiving trays
woul d al so have to be noved nore quickly when the
conveyor speed was increased. Al these factors

i nposed constraints on the conveyor speed so the
nodi fications to be nade on essential conponents
of the apparatus disclosed in D2 in order to cope
wi th speeding up its conveyor woul d have been nore
than nere "workshop nodifications". Since the

vari ous processes perforned in the apparatus
disclosed in D2, in particular the candling and

t he wei ghi ng operations, worked satisfactorily,
there was no need to nodify them The skilled
person woul d not have contenpl ated speedi ng up the
appar atus known from D2, but woul d have consi dered
it to be a piece of equipnent which could not be
made to run faster w thout destroying the
integrity of the system

In the egg grading machi ne disclosed in D12, the
eggs were dropped vertically fromthe wei ghing
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stations 16 into conveying pockets 12 and when
they arrived at the pack stations 23 the eggs were
dropped fromthe conveyi ng pockets when they were
directly above the receiving pockets in the egg
cartons C. If the conveyor speed was increased
enough to necessitate a conpensating di spl acenent
of the pack stations, the weighing stations would
drop the eggs in the wong place. Considering the
direction of displacenent of the conveyor as shown
in Figure 1 of D12, a conveyor speed increase
shoul d be conpensated by noving the pack stations
23 accommodating the rel ease neans SOL-1 to SOL-6
to the left, and noving the weighing stations 16
to the right, so the pack stations and the

wei ghi ng stations would have to be noved in
opposite directions, and by different anounts.
This was not possible with the rather sinple rod
means di sclosed in D9. Problens arising from
speedi ng up the conveyor of the apparatus known
from D12 coul d possibly be sol ved by noving the
cartons C under the pack stations 23, but not by
nmovi ng the pack stations thensel ves.

The appel | ant requested that:

(1) The decision under appeal be set aside and that
t he European Patent No. O 098 733 be revoked and,

(2) Its nanme will be corrected to "FPS Food Processing
System B.V." in the official records.

The respondent requested that:

(1) The patent be nmaintained in the anended form
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approved by the opposition division except that
claim1l and the insert for page 2, colum 2,
lines 9 to 33 of the description be replaced by
those of the main request filed in the oral
proceedi ngs before the Board.

(2) The two auxiliary requests on the file were
mai nt ai ned.

After deliberation by the Board at the end of the oral
proceedi ngs, the Chairman inforned the parties that no
deci sion woul d be announced in the oral proceedings,
that the debate was now cl osed and woul d be reopened
only if the Board considered it necessary, e.g, to
exam ne the auxiliary requests or to hear evidence

of fered by the appellant on the general state of the
art. The Chairman indicated that a decision in witing
woul d be given as soon as possible.

Reasons for the Deci sion

1

1.1

1.2

2534.D

Identity of the opponent and admi ssibility of the

opposi ti on and appeal

Al other conditions being satisfied, the admssibility
of the appeal (and of the opposition) depends on

whet her the appellant is a legal entity entitled to
file an opposition or an appeal.

It has been established that a legal entity naned
"Terpa Poultry B.V." existed before the date of the

opposition, and that this legal entity changed its nane
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from"Terpa Poultry B.V." to "FPS Food Processing
Systens B.V." by a deed dated 3 April 1989 and that the
change of nane was officially recorded in the register
of Dutch Chanber of Commerce and | ndustry of Ansterdam
(a copy of the deed and a copy of the pages of the

regi ster show ng the change were filed by the appell ant
wth the letter dated 30 August 1999). Thus the sane

| egal entity (formerly "Terpa Poultry B.V.", now "FPS
Food Processing Systens B.V.") has continued to exi st
at all material tinmes. Furthernore the correct postal
address was gi ven when the opposition and the present
appeal were filed. As far as has becone apparent in

t hese proceedi ngs, no other |egal entity naned "Terpa
Poultry B.V." does or did exist, so the
opponent / appel | ant has been identifiable at al

material tinmes, even though it unfortunately used the
previ ous nanme (which was no longer its correct nane)
when filing the opposition and the pendi ng appeal .

However, it appears that the use of the previous nane
when filing the opposition and the pendi ng appeal was
the result of a mstake rather than a deliberate
attenpt to mslead the Board or the respondent, and
that this m stake remained unnoticed until the
respondent raised the matter. There is no indication
that the respondent has suffered any di sadvantage as a
result of the m stake.

In the judgenent of the Board this constitutes a

m st ake whi ch can be corrected under Rule 88 EPC, upon
request even after expiry of the opposition period,
followi ng the decision T 219/86 (QJ EPO 1988, 254).
Thi s request having being nade, the Board will order
the m stake to be corrected.
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Since a correction made under Rule 88 is retrospective
in effect, the opposition and the appeal are
adm ssi bl e.

Adm ssibility of the anmendnents in claim1l of the main

r equest

The appel |l ant objected to the anmendnment of claim1l to
recite "conpensating neans (126, 127, 132, 145 to 147,
151, 152, 153) being provided operatively conmunicative
with the drive neans (93, 134) for the conveyor neans
and franme neans”". Claim1l of the granted patent
specification recites that "conpensating neans (126,
127; 151, 152, 153) are provi ded operatively

comrmuni cative with the drive neans (93, 134) for the
conveyor neans and said rel easing neans (121, 123,
124)". Thus reference signs 132 and 145 to 147 have
been introduced and reference signs 121, 123 and 124
have been omtted; and "rel easi ng neans" has been

repl aced by "franme nmeans" in the anmended version.
According to Rule 29(7) EPC reference signs shall not
be construed as limting the claim Furthernore, when
the claimis read as a whole, as it should be, it can
be seen that it is specified that each franme neans
carries "a plurality of individually operable actuating
means (123, 124) for the respective egg receiving nmeans
for that receiving station for rel easing eggs" so that
when the conpensating neans varies the position of the
frame neans, it wll also vary the position of the

rel easi ng nmeans. Thus the amendnent has restricted the
protection conferred.

Furthernore, the anendnents made in claiml are fully
supported by the originally filed application (see in
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particul ar Figures 22 and 24; page 19, lines 1 to 23
and page 20, line 33 to page 21, line 20 of
EP- A-0 098 733).

Therefore, these anendnents conply with Articles 123(2)
and (3) EPC

| ndependently of the above, it is observed that as

poi nted out by the respondent the opponent did not

rai se any objection under Article 100(c) EPC during the
opposi tion proceedings to the conpensating neans as
they are defined in the granted patent specification.
VWi | e objections may be raised under Article 123(2)
and/or (3) EPC for the first tine in appeal proceedings
to amendnents made in the opposition proceedings or in
t he appeal proceedings, the raising of objections for
the first time in the appeal proceedings in respect of
anmendnents made before grant anounts to raising a new
ground of opposition. The Enl arged Board of Appea

ruled in the decision G 10/91 (QJ EPO 1993, 420) that
fresh grounds for opposition may be considered in
appeal proceedings only wth the approval of the
patentee. In the present case, the patentee does not
approve, so the Board cannot consider the fresh ground
of opposition.

Mai n request. Inventive step

Novelty of the subject-matter of claim1l was not
chal | enged by the appellant so the main issue to be
considered in the present appeal is whether the
subject-matter of this claiminvolves an inventive step
within the neaning of Article 56 EPC having regard to
the prior art disclosed in D1, D2, D9, D11 and D12
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referred to by the opponent in the statenent of the
grounds of appeal. In the oral proceedi ngs before the
Board, the appellant relied only on the prior art

di scl osed in docunents D2, D9 and D12. The Board w |
t herefore consider these docunents first.

D2 describes an egg wei ghing and sorting apparatus
having the following features in common with the egg
transfer apparatus according to claim1: continuously
novi ng conveyor neans having drive neans and i ndivi dua
egg carriage assenblies for conveying eggs to receiving
stations of an egg gradi ng apparatus in which the eggs
are packaged according to their physica
characteristics, the receiving stations being di sposed
al ong the path of the conveyor and each receiving
station having a plurality of egg receiving neans

di sposed al ong the conveyor path to receive eggs having
t he sane physical characteristics. The apparatus
described in D2 further conprises separate frame neans
(560) disposed at each receiving station adjacent said
conveyor neans, each frame neans carrying a plurality
of individually operabl e actuating neans (sol enoids
561) for the respective egg receiving neans for that
receiving station for releasing eggs with said sane
physi cal characteristics fromthe carriage assenblies
to the individual egg receiving neans.

If D2 is regarded as the prior art closest to the

i nvention, the problemto be solved by the apparatus

di scl osed in the contested patent is to inprove the
apparatus described in D2 in such a manner that eggs
previously categorized by the apparatus according to
their physical characteristics can be released at their
right places at the receiving stations independently of
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t he conveyor speed. This makes it possible to increase
the throughput of the apparatus by increasing the speed
of the conveyor neans.

According to claiml1, this problemis solved by:

(a) conpensating nmeans being provided operatively
communi cative with the drive neans for the
conveyor means and frame neans, either

(b) to vary the positions of the frame nmeans in the
recei ving stations according to the speed of the
conveyor mnmeans and thereby to conpensate for
di fferent speeds of the conveyor neans, or

(c) to change the speed of the conveyor drive neans in
accordance with the positions of the frame neans
and thereby to adjust the speed of the drive neans
to conpensate for different positions of said
frame neans.

For the follow ng reasons, the Board agrees with the
respondent that the skilled person would not think the
apparatus known from D2 coul d be speeded up w t hout
destroying the integrity of the functioning of this
appar at us.

Al t hough the sol enoi d assenblies 560 disclosed in D2
(see colum 17, lines 35 to 58 and Figures 37 and 51)
can be regarded as frane neans within the neani ng of
claim1 of the main request, the nmain conveyor 101 (see
for exanple Figure 3) of this known apparatus operates
at a uniform speed and the sol enoid assenblies 560 and
the swwtches S1 to S5 for operating the sol enoids 561
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are fixedly nmounted on channel nenbers 261 of a main
frame 164 (see Figure 7, top of Figure 36, columm 9,
lines 23 to 40 and colum 17, lines 35 to 74). Thus the
frame neans are not novable with respect to the
conveyor path. Fixedly nounted sol enoids assenblies are
not only used in the receiving stations ("comercia
stations"”) but also in the weighing stations (see e.g.
colum 31, lines 31 to 40). Al these sol enoid
assenblies and their swtch structures are bul ky,
nmechani cally very el aborate and conplicated and they
must be connected to electrical wiring of a conplex

el ectrical circuit, making it inpracticable to
transformthese fixed structures into novabl e ones.

Mor eover, the overall strategy of functioning of the
apparatus described in D2 is itself conplicated because
it involves the control of a plurality of conveyors in
cl ose cooperation with nunerous stations devoted to
particul ar duties (see conveyors 101, 102, 116, 117,
631, 633 and stations 103, 104, 106, 107, 108, 109 to
114, Figures 1 to 3 and colum 5, line 72 to colum 6,
line 18). Eggs can be renpved fromvarious stations in
any suitable manner: in the check, commercial, junbo
and pewee stations, eggs nay be renoved by stub
conveyors 116 whereas in the grading stations with a

| ar ger vol une of eggs they can be renoved by ot her
conveyor assenblies 117. It is obvious that the skilled
person desiring to increase the speed of the conveyor
assenbly 101 should al so increase the speed of at |east
sonme of the other conveyors in order not to disturb the
synchroni sm between all the operations carried out in
the different stations: egg pick-up station 103,
candling station 104, blood egg drop station 106,
gradi ng and wei ghing stations 109 to 114. Since the
operations of renoving and dropping eggs at different
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pl aces require rel easing neans at these different
places it is hard to imgine that the skilled person
woul d consider it to be easy to nodify these rel easing
nmeans to nake them novable to conpensate for different
speeds of the conveyor assenbly 101.

In addition to the above-nentioned nechani ca

constraint rendering unrealistic an attenpt to nount
the rel easing nmeans on a novable structure in the
apparatus known from D2, there are practical and human
factors inposed by the candling operation which limt

t he maxi num possi bl e conveyor speed in this apparatus.
Candling is perforned in the candling station 104 by an
operator who has to visually inspect the quality and
condition of the eggs and then turn a selector knob 331
to a position corresponding to the quality and
condition of each egg as it passes (see colum 16,
lines 67 to 73; colum 28, lines 12 to 73). As put
forward by the respondent, it would not be possible to
sinply raise the speed of the conveyor because the
operator would no | onger be able to cope with the

i ncreased delivery rate of the eggs arriving at the
candl i ng station.

In view of the speed |limting factors inherent to the
apparatus known from D2, the Board is of the opinion
that the skilled person, after reading D2, woul d not
have consi dered the apparatus known fromD2 to be a
machi ne which could be nodified in order to run faster.

D9 describes an apparatus for discharging articles,

e.g. eggs, fromnoving containers 2, and conprising an
axially novable rod 4 carrying a plurality of stop
nmenbers 3 which can be brought in the path of discharge
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actuators of containers 2. D9 nentions that "after
bei ng di scharged by the container, articles describe a
pat h whi ch depends on the velocity of the container”
(page 1, second paragraph). Wen this velocity varies,
in particular when starting and stoppi ng the apparat us,
a problem arises because "there is the possibility that
the articles do not arrive at the exact desired

| ocation."

The appellant's contention that the person skilled in
the art would recogni se the apparatus of D9 to be an
egg transfer conveyor for an egg gradi ng apparatus does
not appear to be supported by the disclosure in D9 and
the appellant did not point to any specific passage of
D9 in support of this contention. Rather, the
appel l ant's subm ssi ons on how a chi cken farm operates
appear to be founded on an ex post facto analysis. It
iIs noted in particular that:

(1) D9 does not disclose neans for receiving different
categories of articles, e.g. eggs, which have to
be graded according to their physical properties;

(2) there is no disclosure in D9 of frame neans as
specified in claim1 of the main request. The
rectangul ar parts depicted behind the stop nenbers
3 in Figures 1 and 2 cannot be sinply assunmed to
be frame neans. They are not described as being
mounted on the rod 4, nor are they described as
bei ng novable with respect to the containers 2.
The apparatus disclosed in D9 does not resenble
t he egg processing apparatus described in D2 and,
for the reasons expl ai ned above in sections 3.5.1
to 3.5.3, the Board does not see why and how t he
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person skilled in the art would have cone to the
i dea of using rod 4 as actuating nmeans for noving
t he sol enoid assenblies in the apparatus known
from D2;

there is nothing in D9 supporting the view that
stop nenbers 3 are individually operable;

claiml1l of DO recites that stop nenbers 3 are
nmovabl e in the direction of novenent of the
container. This is shown by the arrows in

Figures 1 and 2 of D9. Thus the stop nenbers do
not seemto be noved in the correct direction for
conpensati ng changes of conveyor speed as done in
t he apparatus according to the invention;

the way in which the eggs are rel eased, e.g. how
and on which parts of the containers the stop
menbers 3 operate, is not clearly described in D9
whi ch even contains sonme apparent contradictions
such as the direction of the arrows in Figure 1
as nentioned in previous paragraph (4). The
penul ti mat e paragraph of page 4 discloses that
"containers 2 are arranged for cooperation with
stop nenbers 3. These stop nenbers can be noved
into the path of discharge actuators 4 of the
containers in various known ways. This neans t hat
the containers begin to discharge an article at
the position of the stop nmenber in question” (the
reference sign "4" attached to the word
"actuators” (in plural) is apparently incorrect
because the single axially novable rod is
designated as 4 and it is clearly not nounted on
the containers). D9 does not disclose that the
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containers 2 are directly opened by the stop
menbers 3.

Thi s paragraph shows therefore that containers 2
carry their own rel ease neans ("stop nenbers which
can be brought into the path of discharge
actuators of the containers" (see also D9, page 2,
first paragraph). It follows that the rel ease
means ("discharge actuators of the containers")
for discharging eggs froma container nove with
this container at conveyor speed. This constitutes
a crucial difference with the clained transfer
apparatus in which a plurality of individually
oper abl e actuating neans (123, 124) are carried by
frame neans (121) having no nmechanical link to the
conveyor but being novable with respect to this
conveyor.

D12 concerns a nenory device for an egg gradi ng nachine
i ncl udi ng conveyor neans operating at a uniform speed
to convey eggs dropped from wei ghing stations 16 to
pack stations 23 in which the eggs are rel eased by drop
solenoids SOL-1 to SOL-6 disposed at fixed |ocations
directly opposite the pockets in egg cartons (see
Figure 1, colum 3, lines 49 to 54 and colum 4,

lines 42 to 49). No allowance is nade for a forward
trajectory of the eggs followi ng release fromthe
conveyor. There is no need for the release points in
the pack stations to be conpensated in the manner
specified in the present claim1, or in the manner
known from D9, or indeed in any other way, since the
machi ne operates at a uniform speed.

The Board agrees with the respondent that, considering
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the direction of displacenment of the conveyor shown in
Figure 1 of D12, an increase in the speed of the
conveyor woul d have to be conpensated by noving the
rel ease points in the pack stations to the left, and
novi ng the weighing stations to the right, so the pack
stations and the weighting stations would have to be
noved in opposite directions. Therefore, it would not
be possible, without destroying the integrity of this
apparatus as a whole, to sinply provide conpensati ng
nmeans operatively comrunicative with the drive neans
for the conveyor neans and rel ease neans (SOL-1 to
SOL-6), either to vary the positions of the rel ease
means in the receiving stations according to the speed
of the conveyor neans to conpensate for changes in the
speed of the conveyor neans, or to change the speed of
t he conveyor drive neans in accordance with the
positions of the release neans in the pack stations to
conpensate for different positions of the rel ease
neans.

The Board is of the opinion that the skilled person
woul d not have consi dered the apparatus described in
D12 to be capable of nodification to run at different
conveyor speeds fast enough to require conpensation of
the rel ease points of eggs dropped fromthe conveyor at
the pack stations. The skilled person would have no
reason to nodify the apparatus described in D12 by

i ntroducing isolated technical features taken fromthe
appar atus described in D9.

In the Board's judgenent, the appellant has indulged in
ex post facto analysis in reducing the prior art
docunents D2, D9 and D12 to general concepts, ignoring
essential details of the apparatuses disclosed in these
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docunents. In particular, the opponent has not
convi nci ngly denonstrated why the notiona

know edgeabl e but rel atively unimgi native person
skilled in the art would have provided an apparat us
known from D2 or D12 with conpensating neans as
specified in the present claiml1l, despite the above-
mentioned technical and human factors, inherently
limting the speed of operation of the apparatuses
di scl osed in D2 or D12.

Even if "the field of packaging eggs"” is nmentioned in
D9, the apparatus disclosed in this docunent is not an
egg transfer apparatus of the kind of those disclosed
in D2 or D12. The structure of the apparatus disclosed
by D9 is too sinple and the description of the
operations perforned in this apparatus during the

di scharge of articles is not clear enough to give the
person skilled in the art sufficient useful information
and technical guidance which could nmake it obvious to
himto solve all the difficulties to be overcone for
nodi fyi ng the apparatus known from D2 or D12 in order
to arrive at the apparatus with the conbi nati on of
features specified in claim1 of the contested patent.
In the judgenent of the Board, it is not proper to
sinmply take into consideration the conveni ent aspects
of a piece of prior art and ignore |ess convenient
aspects of it, since this anmpbunts to post hoc

r easoni ng.

Summari sing, the subject-matter of claim11 involves an
i nventive step with regard to the prior art disclosed
in D2 and D12, considered alone or in conbination with
D9.
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I nventive step with regard to the other docunents D1
and D11

D1 di scl oses an egg transfer apparatus provided with
egg grading neans and in which the eggs are packed in
recei ving stations according to their physica
characteristics. Means are provided for conpensating
changes in trajectory of eggs due to changes in the
speed of travel of egg conveyor neans ("egg carrying
devi ces") 63 noved by a variabl e speed drive notor 54.
Thi s known apparatus includes a hand wheel 206 which
may be rotated to adjust the set speed of drive notor
54 through a potentioneter 213 (see Figures 1, 2 and
13). Handwheel 206 is also connected to a |inkage (202,
198, 189) for positioning unlatching nenbers 186 and
187 which adjust the trip points at which eggs are

rel eased fromthe conveyor neans (see Figures 2, 3, 13,
14, 25 and 26 and colum 7, line 40 to colum 8,

line 57).

In the apparatus described in D1, conpensation in the
egg release point is provided only in accordance with
the manual rotation of the handwheel for setting
converter speed and not in accordance wth the actua
conveyor speed itself. This known apparatus is unable
to control the positions of the release points to
conpensate for variations in the trajectories of the
eggs resulting fromactual speed variations of the
conveyor neans, or to control the speed of the conveyor
means to conpensate for variations in the positions of
the rel ease points, in such a way as to ensure that the
eggs are received in the right places in the receiving
nmeans. The skill ed person woul d have no reason to
nodi fy the apparatus described in DL by introducing
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i sol ated technical features taken fromthe apparatus
descri bed in D9.

Therefore, in the Board's judgenent, the subject-matter
of claim1l involves an inventive step, having regard to
t he conbi ned teachings of D9 and D1.

The system of transport of the egg transfer apparatus
described in D11 is not directly conparable to that of
the apparatus defined in claiml1. In this prior art
apparatus, an intermttently driven accunul ator travels
in an orbital path with the sane speed as the article
carryi ng devices 53 so that no conpensation is
necessary for changes in the trajectories of the eggs
di scharged fromthe conveyor into the accunul ator (see
D11, Figure 2 and colum 9, lines 5 to 8). The
conpensation is still necessary for discharging eggs
fromthe accunulator into an egg tray and occurs in the
same manner as that perfornmed in the apparatus

di sclosed in D1. Thus D11 is no nore relevant than D1
and therefore does not pose a threat to the recognition
of an inventive step in the subject-matter of claiml.

Havi ng reviewed the facts and argunents adduced by the
parties, the Board does not find it necessary to take
into consideration the further pieces of evidence

of fered by the appellant on the general state of the
art: the existence of faster candling and wei ghi ng
stations per se would not solve the probl em of
synchroni sati on of the apparatus as a whol e when the
conveyor speed varied, or provide an incentive to

nodi fy the apparatus known from D2 or D12 in such a way
as to arrive at the apparatus according to claiml.
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Summari zing, the Board finds that the subject-matter of
claiml1l of the main request is not obvious with regard
to the prior art known fromthe cited docunents D1, D2,
D9, D11 and D12, and therefore involves an inventive
step within the nmeaning of Article 56 EPC. The subject-
matter of the nethod claim17 |ikew se involves an

i nventive step

For these reasons, the respondent's main request is
al lowable and it is not necessary to consider the

auxiliary requests.
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O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the departnent of first
instance with the order to maintain the patent in the
anmended form approved by the opposition division except
that claim1l and the insert for page 2, colum 2,
lines 9 to 33 of the description are to be replaced by
those of the main request filed in the oral proceedings
hel d on 2 Septenber 1999 before the Board.

3. The Notice of Opposition against European patent
No. 0 098 733 filed 28 August 1990, the Notice of
Appeal filed on 15 April 1997, the Statenent of the
grounds of Appeal filed on 10 June 1997 and all the
ot her docunents filed in the opposition proceedi ngs and
the present appeal are to be corrected under Rule 88
EPC so that the nane of the opponent is "FPS Food
Processing SystemB.V.".

The Regi strar: The Chai r man:

M Ki ehl W J. L. Weeler
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