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contravene Article 123(2) EPC (following T 11/82, T 51/87).

1. After Iimtation of the clainms, also at the opposition
stage, a docunent which subsequently proves not only to be the
cl osest state of the art, but also to be essential for

under standing the invention in the neaning of Rule 27(1)(b) is
to be introduced in the anmended description (see point 4. of

t he reasons).
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Summary of Facts and Subm ssi ons

0797.D

Wth decision T 692/93 (25 April 1996, not published in
the Q3 EPO), relating to European patent No. 0 181 773,
correspondi ng to European patent application

No. 85 308 142.0, the conpetent board of appeal
remtted the case to the opposition division with the
order to maintain the patent on the basis of the
patentee's first auxiliary request submtted on

25 March 1996, and a description to be adapted thereto.

The i ndependent cl aimaccording to the maintained
request reads as foll ows:

" A shanpoo conposition conprising:

(a) from5%to 70% of a synthetic surfactant;

(b) fromO0.01%to 10% of a dispersed, insoluble, non-
vol atil e silicone;

(c) fromO0.5%to 5% of a suspendi ng agent sel ected
fromlong chain acyl derivatives and m xtures
t hereof, said acyl derivative being present in the
shanpoo conposition in the formof crystals; and

(d) water,

wherein the acyl derivative has an average particle

size in the shanpoo conposition of about 10 um or

| ess.”

An adapted description was filed by the respondent
(patentee) on 20 August 1996.

During the proceedi ngs before the opposition division,
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appel lant | (opponent 1) contested decision T 692/93
and requested either that said decision be clarified or
that a statenent be included in the patent description
resulting in a restrictive interpretation of the scope
of valid claim1.

Inits interlocutory decision, the opposition division
hel d that, account being taken of the adaptation of the
description, the patent nmet the requirenents of the

Conventi on.

Mor eover, the opposition division declared itself not
to be conpetent to change or anend the clains
mai nt ai ned by the board of appeal or to introduce
statenments into the patent description which would
result in an interpretation of the clains different to
t hat given by the board.

Appeal against this decision was | odged by appel |l ant |
(opponent 1) and appellant Il (opponent I11). O al
proceedi ngs were held on 5 February 1998.

In the statenent setting out the grounds of appeal,
appellant | stated that, according to the respondent's
(patentee's) argunents presented during the oral
proceedi ngs held in case T 692/93, the steps of heating
and follow ng cooling of the long chain acyl derivative
were essential to obtaining crystal particles having
the clained size of 10 pmor |ess. They therefore
criticised the fact that a record of these argunents
was not included in the mnutes of the oral

proceedi ngs, and requested that a statenent be

introduced into the patent description, or at |east
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into the reasons for decision T 692/93, in order to
clarify that conpositions in which the |ong chain acyl
derivative is added as pearlising agent concentrate

wi t hout heating above the nelting point of said acyl
derivative are excluded fromthe scope of the clains.
In this respect, the appellant underlined that in sone
cases the then conpetent board agreed to correct an
error in the reasons for the decision after delivery of
t he deci si on.

In a further letter, appellant | requested that two
questions be referred to the Enl arged Board of Appeal
under Article 112 EPC

Appel lant Il objected to the adaptation of the
description submtted by the respondent on the ground
that the amendnents consisted in defining the particle
size of the crystals of the long chain acyl derivative,
nanmely 10 um or |ess, w thout specifying the process
steps actually necessary to obtain the desired crystal
size, ie heating and cooling. In the appellant's view,
by setting the particle size free fromthe preparing
process, the respondent has introduced subject-matter
ext endi ng beyond the content of the application as
filed. For this reason the patent should be revoked
since it did not neet the requirenents of

Article 123(2) EPC

He further contended that the adaptation of the
description, as proposed by the respondent, did not
neet the requirenents of Rule 27(1)(b) and (c) EPC

si nce docunment US-A-4 337 166, identified in decision

0797.D Y A
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T 692/93 as the closest prior art, was not acknow edged
in the patent description.

As a reaction to the appellant's argunents and to an

i ntermedi ate communi cation fromthe board, the
respondent filed, on 23 Decenber 1997, a further
amended description in which the aforenenti oned cl osest
prior art docunent was acknow edged.

At the oral proceedings, the respondent filed, as
auxiliary request, a further anended description which
acknow edged the content of the closest prior art in
nore detail.

Request s

Appel lant | requested that the reasons for the decision
in case T 692/93 be conpleted by adding a clarification
that, according to the declaration of the patentee,
conpositions in which the acyl derivative was added as
col d pearlising-agent concentrate, and which eventually
were not heated above the nelting point of said acyl

derivative, were excluded fromthe scope of the claim

Alternatively, he requested that the follow ng two
questions of law submtted in the letter dated
19 Decenber 1997 be referred to the Enl arged Board of

Appeal .

1. I n opposition proceedings, is a technical board of
appeal obliged of its own notion to refer
specifically, in the reasons for its decision, to

general comrents made by the patent proprietor

0797.D
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during oral proceedings which are intended to
[imt the scope of protection vis-a-vis prior art
cited in the proceedings, if these are not
reflected in the clains or description?

2. If the answer is no, is the board obliged to do so

if a party to the proceedi ngs so requests?

Appel lant Il requested that the decision under appeal
be set aside and that European patent No. 0 181 773 be
revoked.

The respondent (patentee) requested that the appeal be
di sm ssed and the patent be maintained in the version
of the decision of the opposition division, page 2 of
the description being replaced by anended page 2

subm tted on 23 Decenber 1997 (nmain request),
alternatively, page 2 of the description being replaced
by anended page 2 submtted during the oral proceedings

(auxiliary request).

Reasons for the Decision

1. Admissibility

During the opposition proceedi ngs, appellant |
request ed, anong other options, that a clarifying
statenment be introduced into the adapted description.
Since the request remai ned unsatisfied, the party was
adversely affected by the decision of the opposition

di vi si on.

0797.D Y
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Appel lant Il requested that the patent be revoked on
the ground that the anended description did not conply
with Rule 27 and Article 123(2) EPC. Since the patent
was mai ntai ned, the party was adversely affected by the
deci sion of the opposition division.

Therefore, the board holds the requirenments of

Article 107 EPC to be net. Since conpliance with the
requi renents of Article 108 and Rule 64(b) EPC is not
at issue in the present case, the admssibility of both

appeal s i s recogni sed.

The adm ssibility was disputed by the respondent which
foresaw in the grounds of both appeals an attenpt to
reconsi der the findings of facts on which the binding
parts of decision T 692/93 lie (res judicata, T 843/91,
Q) EPO 1994, 832).

However, in case T 692/93, the conpetent board remtted
the case to the departnent of first instance for
adaptation of the description. The board did not enter
into the substance of this adaptation, |eaving
conpetence for carrying out exam nation of the
conformty of the description wwth the valid clains to
the opposition division. Wiile performng this task,
the opposition division acted within the limts of this
conpet ence. Accordingly, its decision was independent

and suscepti bl e of being appeal ed.

Scope of claim 1

After consideration of the invention as disclosed in

0797.D Y A
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the application as filed, the board conpetent in case
T 692/ 93 had mai ntai ned an i ndependent product claim

This claimis clear. Firstly, there exists no doubt
concerning its category since it is indisputably a
product claimand, as such, it is limted exclusively
by the features of the product as cited in the text of
the claim no inherent reference to the preparing
process inplies any additional limting effect.
Secondly, the wording of the claimis clear in that it
is not open to different or contradictory
interpretations. Finally, the claimis supported by the
original description as indicated in reason 2.1

page 10, of decision T 692/93.

It can be concluded fromthe clear wording of the claim
that the board did not intend to limt the scope of

this product claimby way of any additional inherent
reference to a specific preparing process. Such a claim
woul d not have been nuintai ned, had the board regarded
t he passage of the original description - "In the
cooling step, the acyl derivative is preferably
crystallized into particles having an average particle
size of about 10 pum or less" (page 11, lines 11 to 13)

- as alimting condition for the invention. |ndeed,
not hi ng al ong these lines can be found in the reasons

for the deci sion.

Article 123(2) EPC

The description of the patent, as nmintai ned by

decision T 692/93, was anended in that the sentence

0797.D Y A
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"wherein the acyl derivative has an average particle
size in the shampoo composition of about 10 pm or less"
was added twi ce on page 2 (in lines 30 and 45). As

al ready seen, the original description already
conprised the passage "In the cooling step, the acyl
derivative is preferably crystallized into particles
having an average particle size of about 10 pym or less"
(page 11, lines 11 to 13).

Appel lant Il argues that the anendnments extend the
content of the patent disclosure beyond the content of
the filed application, since they inply generalisation
of information, ie particle size of "10 pmor |ess",
which in the filed application was only disclosed in
relation to a specific preparing process characterised
by heating and cool i ng steps.

However, the board cannot recognise, in the description
as filed, any binding or limting relationship between
particle size and preparing process as clainmed by the

appel | ant .

In fact, it is well-known to the skilled person that,
in a crystallisation process, the size of the crystals
is a feature suscepti ble of being influenced by many
factors: the crystallisation nethod being one factor,
the operating conditions being additional inportant
factors. Therefore, crystals in the desired size, say
10 pm or |less, may be produced by selecting the

sui tabl e operating conditions of any suitable
alternative nethod, which do not necessarily involve

heati ng and cooling steps.

0797.D Y A
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In the board's judgnent, the essential feature of the
invention, nanmely the crystal size of 10 umor less, is
an unconditional feature, not limted by any specific
preparing process or condition. Accordingly, the
passage of the original description on page 11,

lines 11 to 13 represents, for the board, the necessary
support in the description for such a feature, w thout
however exercising any process-related limting effect
on the invention. In fact, the cooling step therein
referred to represents only one exanple of the many

di fferent processes suitable for achieving the desired

crystal size.

Under these circunstances, the anmendnents proposed by
t he respondent are held by the board to neet the
requi renents of Article 123(2) EPC

Rule 27 EPC

After remttal of the case to the departnment of first
i nstance, the respondent proposed a first adapted
description which was accepted by the opposition

di vision, which held the anended patent to neet the

requi renents of the EPC

In the statenent setting out the grounds of appeal,
appellant Il contended that the anmended description, as
mai nt ai ned by the decision under appeal, did not conply
wth the requirenents of Rule 27 EPC, since the prior
art docunent, indicated in the appeal proceedi ngs as

the closest prior art, was not acknow edged in the

0797.D Y A
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descri ption.
The board shares this opinion as indicated in the annex
to the summons to attend oral proceedings.

Al t hough the expression "the closest prior art"” is not
quoted in the text of Rule 27 EPC, one nmandatory
requirement of the rule is that "the background art

whi ch... can be regarded as useful for understandi ng
the invention"... is to be indicated in the
description. Since the novel and inventive character of
an invention is defined on the basis of the closest
prior art, the background art not only nost useful but
al so essential for understanding the invention is

i ndeed the docunent representing such closest prior

art. The discretionary power given by Rule 27(1)(b) in
citing the docunents reflecting such art is such, in
the board' s judgnent, that the patentee is not
conpelled to cite all the docunents illustrating such a
background art or indeed any docunment at all in
exceptional situations, eg when the background art is
represented by general know edge. This power, however,
cannot justify the applicant's or patentee's silence on
docunents which were, fromthe begi nning, or
subsequently proved to be, essential for an

under standi ng of the invention (T 11/82, QJ EPO 1983,
479; T 51/87, QJ EPO 1991, 177). In the present case
the scope of valid claiml1l was first limted during the
opposi tion proceedi ngs, then maintained |ater during

t he appeal on the basis of docunent US-A-4 337 166
(21). Ctation of this docunent is therefore not a
matter of sinple preference or discretion, but is

regarded by the board as nandatory.

0797.D Y A
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Bef ore oral proceedi ngs, page 2 of the description was
further anmended in that the foll ow ng passage

acknow edgi ng the cl osest prior art docunment was added:
"US-A-4 337 166 describes compositions containing
certain cyclic siloxanes and includes an example

containing Empicol 0627 as a pearlising agent".

Appel lant Il argues that the new anmendnents did not as
such bring the content of the description into
conformty with the requirenents of Rule 27(1)(b) and
(c), since, in this case, for the correct understandi ng
of the invention, a sinple citation of the cl osest
prior art docunent was not sufficient. In fact, all the
di fferences between the conposition of the cl osest
prior art and the conpositions of the invention, which
have been recogni sed and considered by the board in the
earlier decision, should have been highlighted in the
description. A detailed discussion of the closest prior
art would al so be necessary for an understandi ng of the
technical problem its solution and for an appreciation
of all the advantageous effects of the invention with

reference to the background art.

In the board's view, however, the citation of the

cl osest prior art, docunent (21), and the indication of
the relevant part of this docunent, nanely an exanple
di scl osing a conposition containing Enpicol 0627 fulfil
all the requirenents of Rule 27(1)(b) and (c) EPC

The reference to the specific exanple in the citation
is hel pful and sufficient to assist the public in
under standi ng the invention. The technical teaching

given by a patent is directed to a person skilled in

0797.D Y A
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the art, who would recognise without difficulty that

t he conposition of the exanple of the closest prior art
conprises all the conmponents (a) to (d) of the clained
invention, and in the same anmbunts. He woul d al so be
awar e that Enpicol 0627 conprises a |long chain acyl
derivative in crystalline formas accepted by all the
parties at the earlier appeal. Therefore, keeping in

m nd that the conposition of valid claim1l is
characterised by the average particle size of the acyl
derivative of about 10 pumor |ess, the skilled reader
woul d i mredi ately understand that the invention lies in
t he clainmed size of the acyl derivative crystals.

As to the requirenents set out in Rule 27(1)(c) that

t he description nmust state any advant ageous effects of
the invention with reference to the background art, the
board notes that the description clearly illustrates,
on page 2, lines 26 to 36, the advantages of the
invention with reference to many publications
reflecting the background art: the invention provides
"stabilisation [of the dispersed silicone] wthout
interfering unduly with deposit of the silicone
material onto the hair". Mre inportantly, these

advant ages are also confirnmed with respect to the

cl osest prior art docunent, as is evident fromthe fact
that the advantages stated in the description are those
on the basis of which the underlying technical problem
in decision T 692/93 has been formul ated. Therefore,
the description neets the requirenents of Rule 27(1)(c)
EPC.

0797.D Y
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Appel lant | requests, as its main request, that the
reasons for the decision in case T 692/93 be conpl et ed,
under Rule 89 EPC, by adding the clarification that,
according to a declaration of the respondent (patentee)
given during the oral proceedings held in case

T 692/93, conpositions in which the acyl derivative was
added as col d pearlising-agent concentrate, and which
eventual |y were not heated above the nelting point of
said acyl derivative, were excluded fromthe scope of
the claim The purpose of this "clarification" would be
to allow a restrictive interpretation of the scope of
valid claim 1.

The respondent's declaration referred to by the

appel  ant was nmade during oral proceedings in earlier
case T 692/93, but the respondent contested that it had
been worded as all eged by the appellant. Although the
decl aration was not recorded in the mnutes of the oral
proceedi ngs, the present board has no reason to assune
that the conpetent board in that case did not take such
a declaration, within its factual context, into due
account before delivering its decision. Apparently, the
board did not find it necessary to refer to the

decl aration when giving the reasons for decision

T 692/93. Thus, wthout entering into the nerit of the
conpet ence of the present board, no apparent reason
exists to justify a clarification of that decision on
the basis of facts which have al ready been consi dered

in the course of the procedure by the conpetent board.

In any case, the requested clarification would be
al l owabl e under Rule 89 EPC only if it renoves a

linguistic error, error of transcription or obvious

0797.D
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m stakes in the decision. If the text of the decision,
or a part of it, does not correspond to the real
intention of the deciding instance, then there is an
obvi ous m stake within the neaning of Rule 89 EPC

However, as explained in the precedi ng paragraphs, it
is apparent that the board in case T 692/93 intended to
mai ntain a product claimlimted only by way of the
features explicitly cited in the text of the claim
Such a cl aimcategory, which confers the broadest and
al so uncondi ti onal protection, would not have been

mai ntai ned, if the board had intended to give the
preparing process any limting effect on the scope of
said claim Therefore, no contradiction is seen between
t he reasons for the earlier decision and the real
intention of the conpetent board to justify the
correction of the decision under Rule 89 EPC

Appel lant | alternatively requested that the two
questions of |aw reported above be referred to the
Enl arged Board of Appeal

The questions relate, in general ternms, to whether a
techni cal board of appeal is obliged to discuss, in the
reasons for the decision, of its own notion

(question 1) or at the request of one of the parties
(question 2), general statenents nmade by the patentee
during the oral proceedings which could inply a
l[imtation of the scope of the claimvis-a-vis the
cited prior art, but which are not reflected in the

text of the valid clainms or in the patent description.

The apparent reason for the two questions was the

0797.D Y
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af orenenti oned decl aration rel eased by the respondent
during the oral proceedings in case T 692/93, which, in
the appellant's view, was not given due consideration
by the board. However, since in the present case there
was no such equival ent situation, any possible answer
to these questions would have no influence on the

out cone of these appeal proceedings. Therefore, having
regard to the factual context of the present case, the
referral of the two questions to the Enlarged Board of
Appeal is not required.

The conclusion of the board is thus that the patent in

the formof the respondent's main request neets the
requi renents of the EPC.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent as anended in the

foll ow ng version
claims 1 to 9 and pages 3 to 8 of the description as
indicated in Form 2339.4 contained in the decision

under appeal ;

page 2 of the description as submtted on 23 Decenber
1997.
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The Regi strar: The Chair man:

P. Martorana P. A M Lancgon
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