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Summary of Facts and Subm ssi ons

3154.D

Eur opean patent No. 0 288 151 based on application
No. 88 302 465.5 was granted on the basis of 15 cl ai ns.

The i ndependent clainms as granted read as foll ows:

1. A water based hair waving conposition conprising
ammoni um t hi ogl ycol at e and nonoet hanol am ne

t hi ogl ycol ate characterized by presence of ammoni um

t hi ogl ycol ate pl us nonoet hanol am ne thioglycolate in
the range of from3%to 9% by weight, the ratio of
ammoni um t hi ogl ycol at e t o nonoet hanol anm ne

t hi ogl ycol ate being in the range of from2:1 to 8:1

t he ammoni um t hi ogl ycol ate being present in the range
of from6%to 8% by wei ght and the nonoet hanol anm ne

t hi ogl ycol ate being present in the range of from1%to
3% by wei ght, and the conposition having a pHin the
range of from9 to 9.5 and conprises fromO0, 1% to 2% by
wei ght aqua anmmoni a.

5. A water based hair waving conposition conprising
ammoni um t hi ogl ycol at e and nonoet hanol am ne

t hi ogl ycol ate characterized by presence of ammoni um
t hi ogl ycol ate pl us nonoet hanol am ne thioglycolate in
the range of from3%to 12% by weight, the ratio of
nonoet hanol am ne t hi ogl ycol ate to anmoni um

t hi ogl ycol ate being in the range of from2:1 to 8:1
and the conposition having a pHin the range of from
6.8 to 7. 2.

Notices of opposition were filed against the granted
pat ent by the appellant (opponent Ol) and the
opponent 2.
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The patent was opposed under Article 100(b) EPC and
under Article 100(a) EPC for lack of novelty and | ack
of inventive step.

The follow ng docunments inter alia were cited during
t he proceedi ngs.

(1): GB-A-889572

(3): US-A-4192863

L1, The interlocutory decision of the Qpposition D vision
established that the patent could be nmaintained in an
anended formon the basis of the text as submtted
during the oral proceedings.

Amended i ndependent claim 1l read as foll ows:

1. A water based hair waving conposition conprising
ammoni um t hi ogl ycol at e and nonoet hanol am ne

t hi ogl ycol ate characterized by presence of amoni um

t hi ogl ycol ate pl us nonoet hanol am ne thi oglycolate in
the range of from7%to 9% by weight, the ratio of
ammoni um t hi ogl ycol at e to nonoet hanol anm ne

t hi ogl ycol ate being in the range of from2:1 to 8:1

t he ammoni um t hi ogl ycol ate being present in the range
of from6%to 8% by wei ght and the nonoet hanol an ne

t hi ogl ycol ate being present in the range of from1%to
3% by wei ght, and the conposition having a pHin the
range of from9 to 9.5 and conprises fromO0, 1% to 2% by
wei ght aqua anmmoni a.

Clains 2 to 15 were identical to clains 2 to 15 as
gr ant ed.

3154.D Y A
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The Opposition Division expressed the view that the
term "aqua amoni a" used in claim1l of the patent in
suit fulfilled the requirenent of Article 83 EPC,

al t hough the concentration of amonia in "aqua anmoni a"
was not indicated. It found that, as this base served
nerely to adjust the pHto a value between 9 to 9.5, it
was not necessary for the skilled person to know t he
exact ammoni a concentration in "agua anmonia" to

achi eve the desired pH

As regards novelty, the Opposition Division considered
that the conposition of independent claim1 of the
contested patent was novel over docunent (1) because of
t he presence of "fromO0.1%to 2% aqua ammoni a"

It al so considered that the subject-matter of

i ndependent claim5 was novel because of the selected
pH range in conbination with other selected features.
This was not contested by the opponents.

The Opposition Division was noreover of the opinion
that none of the cited prior art docunents taught or

i ndi cated how to control the self-limting action in a
wat er - based hair waving conposition as none of them
dealt with self-limting conpositions. It therefore
concl uded that the independent clains 1 and 5 of the
contested patent involved an inventive step.

The appel | ant | odged an appeal against the said
deci si on.

A main request and two auxiliary requests were filed by
t he respondent (patentee) on 2 Novenber 2000.

The set of clains of the main request is identical to
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the set of clains on the basis of which the patent was
mai ntained in the interlocutory decision of the
Qpposition Division (see above under 111) w thout
dependent clains 4 and 9.

Clains 1 to 8 of the set of clainms of the first
auxiliary request correspond to clains 5 to 8 and 11 to
14 as granted respectively. Independent claim9 of this
request reads:

9. A water based hair waving conposition conprising
ammoni um t hi ogl ycol at e and nonoet hanol am ne

t hi ogl ycol ate characterized by presence of ammobni um

t hi ogl ycol at e and nonoet hanol am ne thioglycolate in an
anount of 9% by weight, the ratio of anmoni um

t hi ogl ycol ate to nonoet hanol am ne t hi ogl ycol ate bei ng
3.5:1, the amoni um thi ogl ycol ate being present in an
anount of 7% by wei ght and t he nonoet hanol am ne

t hi ogl ycol ate being present in an anmount of 2% by

wei ght, and the conposition having a pH of 9.2 and
conprises 0.85% by wei ght aqua anmmoni a.

The set of clains of the second auxiliary request
corresponds to the set of clains of the first auxiliary
request w thout independent claim?9.

In a comuni cation dated 16 May 2000, the respondent
was informed that the introduction in claim1l of the
mai n request of the value 7% for the anobunt of ammoni um
t hi ogl ycol ate appeared to contravene Article 123(2) EPC
since this value was not disclosed in the original

di scl osure.

Oral proceedings were held before the Board on
6 Decenber 2000.
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The subm ssions of the appellant and of opponent O2, in
the witten procedure and oral proceedi ngs, can be
sunmari sed as foll ows:

They mai ntai ned the grounds of opposition under
Article 100(b) EPC and under Article 100(a) EPC as to
the lack of inventive step of the patent in suit.

The appel |l ant and opponent 2 submitted that, w thout
t he know edge of the precise concentration of ammoni a
in the reagent "aqua ammoni a" as used in the clai ned
conposition, the patent in suit did not contain
sufficient information to fulfil the requirenents of
Article 83 EPC.

As for inventive step, they disputed that docunent (1)
did not deal with self-limting conpositions and argued
that this fact was anyway irrel evant since the
conpositions were the sane as those of the contested
patent. They al so disputed the rel evance of the
conparati ve exanples of the patent in suit and repeated
their objection, raised during the opposition

proceedi ngs, that the subject-matter of the patent in
suit was not inventive because the use of water-based
hai r wavi ng conpositions, with a basic pH and

conpri sing ammoni um t hi ogl ycol ate and nonoet hanol am ne
t hi ogl ycol ate in weight amounts simlar to those of the
contested patent, was al ready known.

They al so concluded that the subject-matter of the

wat er - based wavi ng conpositions with a pHin the range
of from6.8 to 7.2 was obvi ous over docunment (3) which
di scl osed simlar conposition with a pHin the range of
from7 to 9.6.
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The argunents of the respondent submtted in the
witten procedure and oral proceedi ngs can be
summari sed as foll ows:

In its view, the term"aqua amoni a" was a wel | -known
termin the field. In that respect, with its letter of
reply to the statenent of grounds of appeal dated

21 May 1998, it submtted a declaration of one of the
inventors and an extract of the Merk Index (1960) to
show that the skilled person would clearly understand
"aqua ammoni a" to nean a solution of 28%to 29% by

wei ght of ammonia in water.

As regards inventive step, the respondent argued that
the results of the conparative tests in the description
of the contested patent showed that, contrary to the
prior art conpositions, the clained conpositions with a
basic pH were not only self-limting in action but also
quick. It also argued that the conpositions disclosed
in docunent (3) were renote fromthe clainmed water-
based wavi ng conpositions with a pH in the range of
from6.8 to 7.2, so that this docunent was not relevant
for the assessnent of inventive step.

I n di scussing the neaning of the term "aqua amoni a"
used in claim9 of the first auxiliary request, both

t he appell ant and opponent O2 submitted that the letter
of reply to the statenent of grounds of appeal dated
21 May 1998 and its attached docunments had not been
communi cated to them A copy of this letter with its
docunents was handed to the opponents and the oral
proceedi ngs were interrupted to give them an
opportunity to study it.

The appel l ant and the other party (opponent Q2)
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requested that the decision under appeal be set aside
and that European patent No. 0 288 151 be revoked.

In addition, they requested that they be given a
further opportunity to comment on the question of the
meani ng of the term "aqua amoni a" for the skilled
person, in case this question turned out to be rel evant
for the decision of the Board.

The respondent requested that the appeal be dism ssed

and that the patent be maintained on the basis of one

of the requests submtted with the letter dated

30 Cctober 2000 (rmain request and auxiliary requests 1
and 2).

Reasons for the Decision

1. The appeal is adm ssible.

2. Mai n request

2.1 Article 123(2) EPC

2.1.1 daiml of the main request is identical to claim1 on
the basis of which the patent was naintained in the
interlocutory decision of the Opposition Division (see
above under 111).

As regards the value of 7% instead of 3% for the anmount
of amoni um t hi ogl ycol ate (ATG plus nonoet hanol anm ne

t hi ogl ycol ate (MEATG introduced in claim1 of this set
of clainms, the Board notes that said val ue was not

di sclosed in the original disclosure.

3154.D Y A
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Thi s anendment therefore does not fulfil the
requirenments of Article 123(2) EPC.

The patentee submtted that, although there was no
direct basis in the original disclosure for the |ower
end of the range of ATG plus MEATG being 7% by wei ght,
it was i medi ately evident fromthe statenent in
claiml - that ATG was present in the range from6%to
8% by wei ght and MEATG was present in the range from 1%
to 3% by weight - that the conbined | owest percentage
of ATG plus MEATG by wei ght could not be less than 7%
It also argued that this anmendnent to claiml was in
essence a disclainmer, disclaimng val ues between 3% and
7%

The Board accepts that there was a clear discrepancy in
claim1l as granted between the range of ATG plus MEATG
of 3% to 9% and the statenent in the sane claimthat
ATG was present in the range from6%to 8% by wei ght
and MEATG in the range from 1% to 3% by wei ght.

The Board notes however that the limtation of the
anount of ATG plus MEATG to a range from7%to 9%is
not the sole and unique way to suppress this

di screpancy since, for instance, an anended range of
ATG of 2% to 8% by wei ght would al so do. Moreover, the
i ndi vi dual i sed value of 7% remains in any case a novel
feature, not originally disclosed, over the purely
intell ectual disclosure of the sumof the values 1% and
6%

Nor does the Board accept that the anmendnent shoul d be
allowable as a disclaimer. As a matter of fact, the use
of a disclainer to disclaima feature not disclosed in
the filed docunment is an exceptional neasure that can
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only be allowed under very specific circunstances,
namely when it excludes the precise content of a well-
defined accidental novelty-destroying prior art

(T 596/96 of 14 Decenber 1999 and T 863/96 of

4 February 1999, point 3.2, both cited in EPO Board of
Appeal Case Law in 1999, Special ed. of the QI 2000,
Part 11, section Ill.A 1.4), which is not the case

her e.

Accordingly, the set of clains of the main request is
not all owabl e under Article 123(2) EPC

First auxiliary request

Articles 123(2) and (3) and 84 EPC

No objection under Articles 123(2) and (3) and 84 EPC
was raised with respect to this set of clains and the
Board sees no reason to differ.

Article 83 EPC

In response to the objection that, w thout the

know edge of the precise concentration of ammonia in

t he reagent "aqua ammoni a" as used in the clai ned
conposition, the patent in suit did not contain
sufficient information to fulfil the requirenents of
Article 83 EPC, the respondent submtted, with its
letter dated 21 May 1998, a declaration fromone of the
inventors and an extract fromthe Merk I ndex (1960)
containing the definition of "aqua ammni a", to show
that the skilled person could only understand "aqua
amoni a" to nmean a solution of 28%to 29% by wei ght of
amoni a in water.
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Havi ng regard to these docunments and to the disclosure
in technically-related prior art document (3), wherein
"amonia water", a synonym for "aqua ammoni a“, is al so
unanbi guously descri bed as being a water sol ution of
amoni a contai ni ng 28% of anmmoni a, the Board may
proceed on the assunption in favour of the respondent
that the skilled person understands "aqua anmoni a" to
mean a solution of 28%to 29% by wei ght of ammonia in
wat er (see exanples, colum 5, lines 34 and 35).

Havi ng regard to the outcone of the decision under
point 3.4 below, this question can be |eft undeci ded.

The appel | ant and opponent O2 submtted that the
appellant’s letter dated 21 May 1998 and its attached
docunents had not been conmuni cated to them and
therefore requested the opportunity to provide counter-
argunents in case this question turned out to be

rel evant for the Board's deci sion.

In view of the outconme of the inventive step issue (see
bel ow point 3.4), this request is pointless.

Novel ty

No objection under Article 54 EPC was raised with
respect to this set of clains and the Board sees no
reason to differ

| nventive step

As i ndependent claim9 of this request represents a
specific enbodinment falling within the scope of claiml
of the main request, considering this subject-matter
first appears appropriate.
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The contested patent relates to water-based hair wavi ng
conposi tions conprising anmoni um t hi ogl ycol ate (ATGQ
and nonoet hanol am ne thi ogl ycol ate (MEATG which are
self-limting in that they Iimt further reaction which
may degrade the hair.

The Board agrees with the parties that docunent (1),
concerni ng wavi ng conpositions which effectively wave
the hair wi thout deleterious effect on it, represents
the closest prior art (see page 1, lines 53 to 58).

Thi s docunent discloses in Exanple 1 a water-based hair
wavi ng conposition conprising ATG and MEATG
characterised by the presence of ATG and MEATG in an
anount of about 11% by weight, the ratio of ATGto
MEATG bei ng about 3.5:1, the ATG being present in an
anount of about 8% by wei ght and the MEATG bei ng
present in an amount of about 3% by wei ght, and the
conposition having a pH of 9.45.

The difference between the conposition of claim9 of
the first auxiliary request and the conposition

di scl osed in docunment (1) is that the ATGis present in
a wei ght amount of 7% instead of 8% the MEATG is
present in a weight anount of 3%instead of 2% and the
pHis 9.2 instead of 9.45.

Nei t her the contested patent nor the various docunents
on file show any particular effect for these
di fferences over prior art docunment (1).

The Board notes that Exanple 3 Table Il of the
contested patent does indeed concern a conposition
conprising 7% ATG and 2% MEATG The pH of said
conposition is however not nentioned in the exanple.
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Mor eover, the only passage relating to the pH of the
conpositions of the conparative exanples nerely
indicates that the pHis "raised to about 9 to 9.5 by
addi ti on of anmmoni a, nonoet hanol am ne or the like". It
cannot therefore be concluded that the pH of Exanple 3
has been raised to 9.2 by the addition of 0.85% by

wei ght aqua ammonia as required by claim9 of the
patent in suit.

The Board agrees with the respondent that the contested
patent nentions on page 3, lines 21 and 22, that "at a
pH of 9.2 a m xture of 7% ATG and 2% MEATG gave a curl
efficiency of 72% . This disclosure is, firstly, in no
way related to Exanple 3 of Table Il and, secondly, it
gives no information about the tinme required to achieve
said effect.

Mor eover, the Board points out that the results
obtained in conparative Exanple 2, which concerns a
conposition having a proportion of an adm xture of ATG
and MEATG different fromthe clainmed one (ie 8% ATG and
1% MEATG), are neverthel ess identical to those of the
cl ai med conposition for the first 30 m nutes.

In view of the foregoing, the Board concludes that no
particul ar effect has been denonstrated for the
specific conbination of features according to claim?9.

Accordingly, the problemto be solved by the subject-
matter of claiml of the patent in suit as agai nst
docunent (1) can only be seen in the provision of an
alternative hair waving conposition.

This problemis solved by the particular conposition of
claim9 and, in the light of the description of the
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patent in suit, the Board is satisfied that the probl em
has been pl ausi bly sol ved.

Thus the question to be answered is whether the
proposed sol ution, ie providing a conposition having
the specific pH and conprising ATG and MEATG in the
specific weight amount and ratio as stated in claim?9,
woul d have been obvious to the skilled person in the
[ight of the prior art.

Docunent (1) states that the amobunt of ATG and MEATG
can vary depending on the hair type and that sinple
experinment may readily determ ne suitable
concentrations of the ingredients. The pH val ue between
9.4 and 9.7 and the amounts of ATG and MEATG used in
Exanple 1 are noreover nerely nentioned as suitable.
(See page 1, lines 53 to 68, and page 1, line 70, to
page 2, line 4).

Havi ng regard, on the one hand, to the fact that the

di fferences between the cl aimed conposition and the
prior art conposition disclosed in Exanple 1 of
docunent (1) are mniml (see point 3.4.2, paragraph 3)
and, on the other hand, to the fact that this prior art
is clearly not limted to the specific conposition of
Exanple 1 (see above), the Board concl udes that the
particular pH and the particular ATG and MEATG wei ght
amount and ratio of claim9 of the contested patent
represent nothing nore than a technical neani ngful
choice within the general teaching of document (1).

The main argunment submitted by the respondent was that
an inproved effect with respect to speed and efficiency
coul d be observed for the clainmed conbination of a
specific proportion of an adm xture of 7% ATG and 2%
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MEATG with a pH of 9.2. The conparative exanpl es of
Table Il of the patent in suit were referred to in that
respect .

As no further argunment was put forward and as the

al | eged effect has not been plausibly denponstrated (see
above under 3.4.3), the Board judges that the subject-
matter of claim9 of the first auxiliary request of the
patent in suit does not involve an inventive step as
required by Article 56 EPC.

Since claim9 of the set of clains of the first
auxiliary request is not allowable, there is no need
for the Board to consider the remaining clains.

Second auxiliary request
Articles 123(2) and (3) and 84 EPC
No objection under Articles 123(2) and (3) and 84 EPC

was raised with respect to this set of clains and the
Board sees no reason to differ.

Novel ty

No objection under Article 54 EPC was raised with
respect to this set of clains and the Board sees no
reason to differ

| nventive step

The subject-matter of claim1 of the second auxiliary
request concerns water based hair waving conpositions
conprising ATG and MEATG characterised by the presence
of ATG plus MEATG in the range of 3%to 12% by wei ght,
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the ratio of MEATG to ATG being in the range of from
2:1 to 8:1 and the conposition having a pHin the range
of 6.8 to 7.2.

The Board agrees with the parties that docunent (3)
coul d be regarded as the closest prior art for the
subject-matter of claim1 of the second auxiliary
request since it also contenplates hair wavi ng
conpositions having a neutral pH

More particularly, docunent (3) concerns waving
conpositions having a pHin the range of 7 to 9.6 and
conprising 2 to 5% ATG (colum 5, lines 13 to 14, and
claiml).

Thi s docunent discloses in Exanple 8 a water based hair
wavi ng conposition conprising anmoni um t hi ogl ycol ate
(ATG in an amobunt of 5% and nonoet hanol am ne,

di et hanol am ne, triethanolamne or a m xture thereof in
an anount of 1%

The difference between the conposition of claim1 of

t he second auxiliary request and the conposition

di scl osed in docunment (3) is that MEATG is present and
that, noreover, the ratio of MEATGto ATGis in the
specific range of from2:1 to 8:1

Nei t her the contested patent nor the various docunents
on file contain technical information which allows to
deduce any particular effect or advantage for these

di fferences over prior art docunment (3).

Accordingly, the problemto be solved by the subject-
matter of claiml of the patent in suit as agai nst
docunent (3) can only be seen in the provision of a
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further neutral hair waving conposition.

This problemis solved by the particular conposition of
claiml, and in the light of the description of the
patent in suit the Board is satisfied that the problem
has been pl ausi bly sol ved.

Thus the question to be answered is whether the
proposed solution, ie providing a neutral conposition
conprising not only ATG but al so MEATG and in the
specific weight amount and ratio as stated in claiml,
woul d have been obvious to the skilled person in the
[ight of the prior art.

In the absence of counter-argunents, the Board accepts
t he subm ssions of the appellant and opponent 2 made
during oral proceedings that neutral hair waving
conpositions are usual in the field and needed for
treating fragile hair (see point 4.3.5 bel ow).

In this respect, docunent (3) confirms that the pH of
the hair waving m xture may be adjusted to 7 to 9.6.
Thi s docunent is however silent on any practical neans
to that end. Instead, all the exanples of this
specification contain caustic potash or caustic soda
and 28% ammoni a water. Exanple 8, for instance,
contains 2.4 g of 28% anmonia water and 0.1 g of potash
or caustic soda. In other words, all the concrete
exanples given in this prior art obviously concern
basi ¢ conpositions.

Moreover, since the addition of MEATG in a neutral hair
wavi ng conposition is not foreseen at all in docunent
(3), there is nothing to indicate that a specific
amount and ratio of MEATG to ATG nust be respected (ie
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in the range of from2:1 to 8:1) either.

In that respect, docunent (1) does disclose the
presence of MEATG in hair waving conpositions. This
teaching is however related to basic hair waving
conpositions, and noreover, the ratio of MEATG to ATG
advocated in this docunent (ie 1:2 to 8:1) is precisely
the reverse of the one prescribed in claiml.

Accordingly, the Board concludes that nothing in the
avai l abl e prior art suggested to the skilled person the
features of the neutral hair waving conposition
according to claim1 of the second auxiliary request.

The main argunment submitted by the appellant and
opponent 2 was that as a rule, in the field of hair
wavi ng, hair waving conpositions were available at a pH
in the range of 7 to 10. In fact, the waving efficiency
and the deleterious effect on the hair of hair waving
conpositions were known to increase with increasing pH
Therefore, in practice, the pH of the hair waving
conposition to be used was primarily dependent on the
quality of the hair to be treated as a conprom se

bet ween efficiency and damage had to be found.
Accordingly, they argued that no inventive step could
be acknow edged for the clainmed neutral hair waving
conposition, which was obvious in relation to the

di scl osure in docunent (3) and in particular Exanple 8.

The Board accepts that a hair waving conposition does
not, a priori, involve an inventive step nerely because
of its neutral pH The relevant question is, however,
whet her or not the conbination of a neutral pHwth the
ot her features of the clainmed conpositions (ie the
presence of not only ATG but al so MEATG and their
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specific weight amount and ratio as stated in claim1l)
was obvi ous vis-a-vis the teaching of docunent (3) and
by taking account of the common general know edge in
the particular field.

As no further argunment was put forward in that respect,
t he Board' s considerations and concl usi ons under

point 4.3.4 hold good.

Accordingly, the Board considers that the subject-
matter of claiml of the second auxiliary request of
the patent in suit involves an inventive step as

required by Article 56 EPC. The sane applies to its
dependent clains 2 to 8.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The case is remtted to the first instance with the
order to maintain the patent with clains 1 to 8

submtted as auxiliary request 2 in the letter dated
30 Cctober 2000 and a description yet to be adapted.

The Regi strar: The Chai r man:

A. Townend U OGswal d

3154.D



