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Summary of Facts and Submn ssions

1535.D

The appel |l ant (patentee) | odged an appeal against the
deci sion of the opposition division, dispatched on

24 February 1997, revoking the European patent

No. O 302 458. The notice of appeal was received on
15 April 1997, the appeal fee being paid on the sane
day, and the statenent of grounds of appeal was
received on 24 June 1997.

Qpposi tion had been fil ed against the patent as a
whol e, based on Article 100(a) EPC on the grounds of

| ack of inventive step (Articles 52(1), 56 EPC).

The opposition division held that claim1l as anended in
t he opposition proceedings did not involve an inventive

step and revoked the patent accordingly.

In the appeal proceedings reference was nade to the
fol |l ow ng docunents:

D2: US-A-4 586 232

D2': DE-Al1 33 37 463

D3: DE-C2 27 60 269

Oral proceedings were held on 23 April 2002.

The appel | ant requested that the decision under appea
be set aside and the patent be maintained in anended

formon the basis of:

Mai n request:
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Caims 1, 5 and 9 filed on 24 June 1997, with clains 2
to 4, 6 to 8 and 10 as granted;

Colums 1 to 27 of the description as granted;

Fi gures according to pages 22 to 54 of the patent

speci fication.

First auxiliary request:

Clains 1 to 10 filed on 25 March 2002;
Description and Figures as for the main request.

Second auxiliary request:

Clains 1 to 10 filed on 25 March 2002;
Description and Figures as for the main request.

Furthernore, the patentee's representative indicated he
woul d be prepared to introduce the feature concerning a
"stocking box" in all requests, if considered necessary
to fulfil the requirenents of Article 123(2) EPC

The respondent requested that the appeal be dism ssed.

Caiml of the main request reads as foll ows:

"1. A sheet processing apparatus, adapted to process a
first nunber of paper sheets being bound by at
| east one strap to forma sheaf and a second
nunber of sheaves bei ng bound by at | east one band
to forma bundl e,
sai d apparatus including at | east one inspecting
device (14) and controller neans (20),
el ectrically connected to said inspecting device
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(14), for receiving fromsaid inspecting device
(14) a nunber of effective sheets counted by said
I nspecting device,

wherei n said inspecting device (14) incl udes:

an inspection unit (176) for inspecting a
predet erm ned nunber of sheets to discrimnate
effective sheets and unidentifiable sheets;

a sorting/stocking unit (178) for sorting the
sheets into effective and unidentifiable sheets
based on the inspection;

a counter (254) for counting the nunber of the
effective sheets; and

renovabl e cassette neans (196) associated with the
I nspecting device (14) for collecting the

uni denti fi abl e sheets;

sai d apparatus further including an unidentifiable
sheet processor neans (22), electrically connected
to said controller neans (20) and to said

I nspecting device (14), adapted to receive the
cassette neans (196) from said inspecting device
(14), for determ ning the nunber of unidentifiable
sheets in the cassette neans (196) regardl ess of

t he processing speed of the inspecting device
(14), for fetching the counted nunber of effective
sheets fromsaid controller neans (20), and for
det ermi ni ng whet her the sum of the nunber of

uni dentifi able sheets and the nunber of effective
sheets is coincident with said predeterm ned
nunber ;

characterized in that

sai d apparatus conprises a plurality of inspecting
devices (14) and said controller nmeans (20) is

el ectrically connected to each inspecting device
(14), for receiving fromeach inspecting device
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(14) a nunber of effective sheets counted by each
i nspecting device (14);

said unidentifiable sheet processor neans (22) is
electrically connected to each of said inspecting
devices (14) and is adapted to receive the
cassette neans (196) from each inspecting device
(14) and to determ ne the nunber of unidentifiable
sheets in the cassette neans (196) regardl ess of
the processing speed of each of the inspecting
devi ces (14);

a bundl e processor (12) is connected to said

i nspecting devices (14) through respective
pre-processors (16) and a conveyor (18) for
conveyi ng bundles (T), said pre-processors (16)
fetching bundles (T) fromsaid conveyor (18), said
bundl e processor (12) includes a first counting
nmeans (28a) for detecting the nunber of sheaves of
a bundle (T), neans for transferring a bundle (T)
to said conveyor (18) when the nunber of sheaves
of that bundl e detected by the counting neans
(28a) coincides with a predeterm ned nunber and
means (30) for rejecting that bundl e when the
nunber of sheaves of that bundl e detected by the
counting nmeans (28a) does not coincide with the
predet erm ned nunber; and

rejecting nmeans is provided at one end of the
conveyor (18) and serves as a storing box for
storing a bundle (T) which the pre-processors (16)
fail to fetch."

Claim1l of the first auxiliary request corresponds to
claim1l of the main request, with the addition of the
feature "wherein machi ne nunber data on each inspecting
device (14) and cassette nunber data on the cassette



VI,

1535.D

- 5 - T 0427/ 97

nmeans are transmtted to the controller neans(20) and
the controller neans (20) prepares |og data".
Furthernore, the features according to which the

uni dentifiable sheet processor neans is electrically
connected to "said controller neans (20)" and is
adapted to determ ne the nunber of the unidentifiable
sheets in the cassette neans "regardl ess of the
processi ng speed of the inspecting device (14), for
fetching the counted nunber of effective sheets from
said controller nmeans (20), and for determ ni ng whet her
the sum of the nunber of unidentifiable sheets and the
nunber of effective sheets is coincident wwth said
predet erm ned nunber” have been transferred fromthe
preanbl e to the characterising portion of the claim

Caiml of the second auxiliary request corresponds to
claim1 of the main request, with the addition of the
feature "wherein said first counting neans (28a) counts
the detected boundaries of straps in the respective
bundl e, thereby detecting the nunber of sheaves".

Furthernore, the sanme features as in the first
auxi liary request have been transferred fromthe

preanble to the characterising portion of the claim

Clainms 2 to 10 of all requests are dependent on
claim1.

The appel |l ant argued essentially as follows:

Concerning the admssibility of the amendnents
(Article 123(2) EPO):

The contested om ssion in claiml (all requests) of the
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stocki ng box as part of the nmeans for rejecting bundles
havi ng an incorrect nunber of sheaves was adm ssi bl e,
since this feature was clearly inessential and
superfluous to the skilled reader. Furthernore,

claims 1 according to the first and second auxiliary
requests contained additional features disclosed in the
description as originally filed.

Concerning inventive step

The apparatus of claim 1l according to the main request
differed fromthe closest prior art given by docunent
D2' by the features defined in the characterising part
of the claim Having regard to this prior art, the

cl ai med apparatus yielded an increase in efficiency by
providing, in particular, plural inspection devices, a
conveyor and a bundl e processor. This allowed for a
transition froma serial processing of bundles as

di scl osed in docunent D2' to a parallel processing of
bundl es. Al though the skilled person, having the

qual i fications of both a nechanical and a dat a-
processi ng engi neer, could have consi dered automati ng
the bundl e separation into sheaves in the apparatus of
docunent D2', as well as a duplication of the entire
apparatus of docunent D2', this would not have |ed him
to the clai ned apparatus. The cl ai ned apparatus all owed
for a particularly efficient way of processing bundl es
in parallel, whereby a bundle is unbound and the
sheaves are evenly distributed over the plurality of
parall el inspecting devices. In particular, the
significance of counting the nunber of sheaves in each
bundl e at the bundl e processor and rejecting the
deficient bundles had to be considered in the |ight of
such an even distribution.
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Accordingly, an inventive step had to be recognised for
the subject-matter of claim1l according to the main
request.

The apparatus of claim 1l according to the first
auxiliary request additionally allowed for a
correlation of the inspection results with the

I nspecting device which perforned the inspection and
with the correspondi ng cassette neans, not suggested by
the cited prior art. Both nmachine and cassette nunber
data were specifically pertinent for the preparation of
| og dat a.

Finally, the apparatus of claim1l according to the
second auxiliary request additionally defined specific
means for counting the nunber of sheaves in a bundle,
not suggested by the cited prior art.

Hence, a fortiori, an inventive step had to be
recogni sed for the subject-matter of claim1 according
to the first and second auxiliary requests.

The respondent's argunents nmay be sunmari sed as
fol | ows:

Concerning the admssibility of the anendnents
(Article 123(2) EPQ):

Caim1l as anended covered a variety of ways of dealing
with the deficient bundles after counting, whereas the
originally filed application docunents only discl osed
transferring the deficient bundles to a rejectable
bundl e stocking box (cf. colum 5, lines 20 to 23 of
the contested patent). Thus the anendnent introduced
subj ect-matter extendi ng beyond the content of the
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application as originally filed. Furthernore, clains 1
according to the first and second auxiliary requests
contai ned addi tional features taken out of the proper
context in which they were originally disclosed.

Concerning inventive step

Docunent D2', providing the closest prior art,

di scl osed an apparatus not only conprising all features
of the preanble of claim1l according to the main
request, but al so suggested the provision of a
plurality of inspection devices in parallel, connected
to a common control and re-inspection unit (cf.

page 10, lines 32 to 35; page 11, line 28 to page 12,
line 1; and page 41, lines 23 to 25). Furthernore, the
i dea of parallel processing for increasing the

t hroughput using a plurality of apparatuses was
generally known and the provision of a commobn contro
and re-inspection unit was obvious in view of the high
costs of these units.

Finally, the processing of bundles did not produce any
unexpected effect. The contested patent relied on the

i nportance of checking the bundle at an early stage.
However, if this were to be inportant, for exanple for
provi di ng feed-back to the bank that wapped the
bundl e, it would have been obvious to provide such an
early check including counting the nunber of sheaves in
a bundl e.

The additional feature of claim1l according to the
first auxiliary request was rendered obvi ous by
docunent D2', where machi ne nunber data was transmtted
to the control unit.
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Finally, the additional feature of claim1 according to
the second auxiliary request consisted of a
straightforward sel ection of a per se well known and
clearly suitable counting neans.

Reasons for the Deci sion

1

2.1

1535.D

The appeal is adm ssible.

Adm ssibility of the requests under Article 123(2) and
(3) EPC

Caim1l according to the nmain request:

Regardi ng the om ssion of the stocking box in the
rejecting means, the respondent has argued that the
application docunents as originally filed only

di scl osed transferring the deficient bundles to a
rej ectabl e bundl e st ocking box.

The application docunents as originally filed indeed

di scl ose, in the context of the description of a
det ai |l ed enbodi nent, that the bundl e passes through the
counting neans, so that a bundle consisting of nore
than or less than 10 sheaves is transferred to a

st ocki ng box (cf. colum 6, lines 23 to 29; colum 6,
line 48 to colum 7, line 4; Figures 7 and 8). However,
in the detail ed description of the operation of the
apparatus, the rejection of the deficient bundles is

di scl osed in nore general terns, wthout the nention of
a stocking box (cf. colum 19, lines 38 to 45;

Figure 17). Furthernore, the application as originally
filed does not explicitly state that this feature is
essential to the invention, nor would this be inplicit
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to the skilled reader. On the contrary, to the skilled
reader of the application as originally filed it would
be readily apparent that transferring the bundle to a
stocking box after rejection is nerely a preferred
realisation, other alternative solutions being equally
sui table. Accordingly, the aforenenti oned om ssion does
not confront the reader of the anended patent w th new,
previ ously undi scl osed subject-nmatter.

Claiml according to the first auxiliary request:

The application docunents as originally filed disclose
that strap log data is sent to the center console
("controller neans"). This strap | og data conprises
machi ne and cassette nunber data as well as data
relating to the run, batch, card, bundle and strap
nunber and the nunmber of fit and unfit notes (cf.
colum 22, line 5 to colum 23, line 58, and Figures 21
to 24, 27 of the application as published).

As to the fact that the claimonly refers to the
transm ssi on of machi ne and cassette nunber data for
preparing |og data, the respondent has argued that the
appl i cation docunents as originally filed did not

provi de any basis for the isolation of these data.
However, fromthe originally filed application as a
whol e it becones apparent that specifically the machine
and cassette nunber data are relevant in the context of
t he apparatus conprising plural inspection devices and
cassettes as clained, as they allow for a direct
correlation between the inspection results and the
different parts of the apparatus. The renaining data
are less relevant in this context, justifying their

om ssion in the claim
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Claim1 according to the second auxiliary request:

The further limtation introduced in claim1l according
to the second auxiliary request also is derivable from
t he application docunents as originally filed (cf.
colum 6, lines 44 to 47, of the application as
publ i shed).

Hence, in the Board's opinion, claim1 according to al
requests i s adm ssible under Article 123(2) EPC

Claim1 according to all requests contains further
limtations with respect to claim1 as granted. Thus
the requirenents of Article 123(3) EPC are consi dered
to be net.

I nventive step

Mai n request:

The cl osest prior art for an apparatus according to
claim1l of the main request is considered to be
provi ded by docunent D2'.

From docunent D2' an apparatus with all the features of
the preanble of claiml1 is known (cf. Figure 1 of the
contested patent and Figure 2A of docunent D2'). In
particul ar, in docunent D2' an operator at the contro
unit (100) perform ng a manual inspection (cf.

Figure 2A; page 38, lines 25 to 30) provides the

"uni dentifiable sheet processor neans"” as required by
the claimunder consideration. In this respect, it is
noted that in the enbodi nent of the contested patent
simlarly an operator performng a manual inspection is
envi saged (cf. colum 22, line 57 to colum 23,
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line 14, of the patent specification).

Furthernore, as held by the respondent, it is known
from docunent D2' (cf. page 41, lines 23 to 25) to
connect the control unit to a plurality of inspecting
devi ces.

Accordingly, the apparatus of claim1l differs fromthat
known from docunment D2' in that:

- the unidentifiable sheet processor neans is
electrically connected to each of said inspecting
devices and is adapted to receive the cassette
nmeans from each inspecting device and to determ ne
t he nunber of unidentifiable sheets in the
cassette neans regardl ess of the processing speed
of each of the inspecting devices;

- a bundl e processor is connected to said inspecting
devi ces through respective pre-processors (16) and
a conveyor for conveying bundles, said
pre-processors fetching bundles from said
conveyor, said bundle processor includes a first
counting neans for detecting the nunber of sheaves
of a bundl e,

- nmeans for transferring a bundle to said conveyor
when the nunber of sheaves of that bundl e detected
by the counting neans coincides with a
predet erm ned nunber and neans for rejecting that
bundl e when the nunber of sheaves of that bundle
detected by the counting neans does not coincide
with the predeterm ned nunber; and

- rejecting neans is provided at one end of the
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conveyor and serves as a storing box for storing a
bundl e which the pre-processors fail to fetch

These differences constitute an aggregation of features
whi ch address distinct partial aspects of providing a
hi gher degree of autonmation of the apparatus.

In view of the fact that in docunent D2' the

"uni dentifiable sheet processor neans" are provi ded at
the control unit (100), it would have been obvious to
the skilled person, in an arrangenent with a single
controller unit (100) electrically connected to a
plurality of inspecting devices, to also provide single
"“uni dentifiabl e sheet processor neans" electrically
connected to the plurality of inspecting devices.

Moreover, in docunent D2' it is already suggested to
use a conveyor to supply e.g. bundles ("Bundel"),

defi ned as banded sheaves (cf. page 8, lines 15 to 18),
to an inspecting device (see Figure 2C, page 12,

lines 11 to 22). Al though docunent D2' does not give
any specific information as to the processing of

bundl es, the provision of a "pre-processor", fetching
the bundles fromthe conveyor, would have been obvi ous
to the skilled person. Al so the provision of a "bundle
processor" for transferring bundles to the conveyor
woul d have readily occurred to him Furthernore, in a
configuration with a plurality of inspecting devices,
it would have been obvious to him when faced with the
task of providing an automated and efficient system to
use the conveyor for serving all the inspecting

devi ces.

The provision of a storing box at the end of the
conveyor woul d al so have been an evi dent neasure for
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the skilled person faced with the problemthat bundles
reach the end of the conveyor w thout having been
fetched by any of the pre-processors of the inspecting
devi ces.

According to the remaining feature of claiml1, the
bundl e processor includes counting neans for detecting
t he nunber of sheaves of a bundl e and neans for
transferring a bundle to the conveyor when the nunber
of sheaves of that bundl e detected by the counting
nmeans coi ncides with a predeterm ned nunber and neans
for rejecting that bundl e when the nunber of sheaves of
that bundl e detected by the counting neans does not
coincide wth the predeterm ned nunber.

In a sheet processing apparatus underlying the present
patent, typically operated by bank note issuing
agencies, the principle is that banks turn in
standardi sed units (sheaves, bundles etc.) of used bank
notes and receive bank notes in return of a certified
quality. In particular, worn out and counterfeit bank
notes are sorted out and renoved. Cbviously, for
accounting purposes, it is of paranpunt inportance that
t he exact nunber of turned-in bank notes is identified.
For exanple, to this end, in the detail ed enbodi nent of
docunent D2', where the accounting unit at inspection
("collation unit") is a standardi sed banded sheave wth
100 bank notes of a single, specified value, the

devi ati on of the actual nunber of bank notes in each
sheaf is recorded and linked to the identity of the
person who banded the sheaves for the submtting bank
(cf. docunent D2', page 40, first and third

par agr aphs). Furthernore, for accounting purposes, the
exact nunber of turned-in sheaves nust be known. In the
detai | ed enbodi nent for instance, the input consists of
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a stack of 10 sheaves (cf. docunment D2', page 14,
lines 21 to 26).

As di scussed above, docunent D2' already suggests the

i nput of bundles (10 bound sheaves of each 100 bank
notes) via a conveyor as an alternative. Also in this
case the total nunber of sheets stemmng froma
supplier (bank) nmust be counted for the above-di scussed
accounting purposes. This inplies counting the nunber
of sheets in each sheave as well as counting the nunber
of sheaves froma supplier. Qoviously, one
straightforward way of counting the nunber of sheaves
woul d be to count the nunber of sheaves in each bundle
at an early stage, i.e. when transferring the bundle to
the conveyor, with the possibility of rejecting the
bundl e in case of non-conpliance.

Regarding the alleged particularly efficient way of
processing bundles in parallel, submtted by the
appel | ant, whereby a bundl e is unbound and the sheaves
are evenly distributed over the plurality of paralle

I nspecting devices, it is noted that the clai munder
consi deration does not define such an even

di stribution, neither would such distribution be
supported by the description. On the contrary, the
description of the enbodinents relies on the bundl es
bei ng bound by bands which are only renoved in the pre-
processors. Accordingly, since the alleged effect is
not necessarily obtained in all apparatuses falling
under the terns of the claim it is irrelevant to the
I ssue of inventive step.

Accordingly, in the Board's opinion, the skilled person
woul d have arrived at the subject-matter of claiml
according to the main request wthout the exercise of
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i nventive skills.

3.2 First auxiliary request:

Claim1 according to the first auxiliary request
defines, in addition to claim1l of the main request,

t hat machi ne nunber data on each inspecting device and
cassette nunber data on the cassette neans are
transmtted to the controller nmeans and the controller
nmeans prepares | og data.

In this context, it is already known from docunent D2
(cf. page 38, line 25 to page 39, line 23) to prepare
unit | og data including nmachi ne nunber data and to
display it at the control. This data is transmtted
fromthe inspection device to the control unit. As
regards the necessary correl ation between transmtted
I nspection data and the correspondi ng content of a
cassette, this is obtained by neans of unique
identification nunbers of "separator cards" added to
each cassette. However, it would have readily occurred
to the average practitioner, as an alternative, to
directly attribute a unique nunber to each cassette and
to provide the required correlation by using this
cassette nunber. Qbviously, this would inply reading
the cassette nunber at inspection and transmtting the
cassette nunber together with the inspection data to
the control unit.

Accordingly, in the Board's view, the skilled person
woul d have arrived at the subject-matter of claiml
according to the first auxiliary request w thout the

exerci se of inventive skills.

3.3 Second auxiliary request:

1535.D Y A



3.4

Or der

- 17 - T 0427/ 97

Claim1 according to the second auxiliary request
defines, in addition to claim1l of the main request,
that the first counting neans counts the detected
boundari es of straps in the respective bundle, thereby
detecting the nunber of sheaves.

The appel | ant argued that other ways of counting
sheaves such as weighting or passing themindividually
through a light barrier would have been conceivable. He
t hus concluded that this additional feature provided an
i nventive selection. However, in the Board's opinion,
counting the detected boundaries of the straps is one
of the nost straightforward possibilities the average
practitioner would consider, not |east because it
corresponds in substance to how an operator would
typically verify at a glance the nunber of sheaves in a
bundl e.

Therefore, no inventive step is recognised for the
subj ect-matter of claim1 according to the second
auxiliary request either.

Consequently, neither the subject-matter of claiml
according to the main request nor the subject-matter of
claim1l according to the first and second auxiliary
requests involves an inventive step in the sense of
Article 56 EPC, contrary to the requirenents of

Article 52(1) EPC.

For these reasons it is decided that:

1535.D
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The appeal is dism ssed.

The Regi strar: The Chai r man:

R. Schunacher G Davi es

1535.D



