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Summary of Facts and Subm ssi ons

1184.D

Eur opean Patent No. 0 249 667 was granted in response
to European patent application No. 86 309 899.2. Notice
of opposition was filed by the appellant |, requesting
revocation of the patent in its entirety.

During the witten proceedi ngs, the appellant I
(patentee) had filed a main request and a first
auxiliary request on 21 August 1995 and subsequently, a
second and a third auxiliary requests by fax dated

22 Cctober 1996.

Oral proceedings were held on 24 QOct ober 1996.

The m nutes dispatched on 19 Decenber 1996 state the
followi ng: the main request and the first and second
auxiliary requests were rejected on different grounds.
The second auxiliary request was thus nodified and
resulted in the new third and fourth auxiliary
requests, which, both were rejected for |ack of
novelty. Then, the original third auxiliary request of
22 Cctober 1996 was nodified and resulted in the fifth
and sixth auxiliary requests, which both were rejected
for lack of novelty. Then, such fifth auxiliary request
was further nodified to give the seventh auxiliary
request, which conprised a single claimand which was
held by the opposition division to neet the

requi renents of the EPC

Referring to the discussion on the patentability of

auxiliary request seven, the mnutes indicate, on



1184.D

- 2 - T 0425/ 97

page 4, third paragraph, that the subject-matter of the
single claimconcerns the use of a solution for cardiac
reperfusion (enphasis added). A conplete text of the

mai nt ai ned cl ai mwas not encl osed to the m nutes.

The deci sion was then pronounced that the patent was
mai ntai ned i n amended formon the basis of auxiliary

request seven.

The interlocutory decision under Article 106(3) EPC
with the text of the claimon which the decision was
based was dispatched on 5 February 1997. The m nutes of
the oral proceedings were al so encl osed. However, this
version of the mnutes was different fromthe previous
one of 19 Decenber 1996, in that the subject matter of
the single claimwas said, on page 4, third paragraph
to concern the use of a solution for peritoneal

di al ysis (enphasis added). The decision and the text of
the enclosed claimwere in agreenent with this new

ver si on.

In its decision the opposition division held that the
subject-matter of the claimhad to be regarded as novel
si nce none of the cited docunents disclosed the use of
the conposition in question for the preparation of a
medi canent for peritoneal dialysis and that it was not
obvious for a person skilled in the art to nodify the
Hartman solution of E6 ... and to use it for peritoneal

di al ysis (see decision page 6).

In a note fromthe opposition division concerning a
consultation by tel ephone on 8 April 1997, it is stated

that appellant Il drew the opposition division's
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attention to an obvious error in the second version of

the mnutes and in the decision.

This consultation was followed, on 9 April 1997, by the
di spatch by telefax of a revised version of the "Facts
and subm ssions" and the "Reasons" of the decision of

5 February 1997 and a revised formof the mnutes, both
confirmed by post on 14 April 1997. A new termfor
appeal was not set. In a short acconpanying

communi cation, the opposition division infornmed the
parties that the correction was nmade according to

Rul e 89 EPC, and had "become necessary because
auxiliary request 7 and 8 obviously had been
confounded”. No trace of said auxiliary request 8 is
however to be found in the foregoing history of the

case.

In the corrected formof the decision, any reference to
"peritoneal dialysis" was replaced by "cardiac
reperfusion” and a conpletely fresh text of the valid
cl ai mwas encl osed. The m nutes were corrected

accordi ngly.

Wth letter received on 10 April 1997, thus crossing
the di spatch of the revised decision, appellant I

| odged an appeal against the opposition division's
decision in the first version and paid the appeal fee.
At the sane tinme he submtted the statenent setting out

t he grounds of appeal.

Appel lant | subnmitted as uni que ground of appeal the
i nconsi stency existing between the witten decision, in

particul ar the docunment on which the decision had been

1184.D Y A
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taken as indicated in form 2339.411. 93, and the form of
the patent held as patentable by the opposition
division at the oral proceedings. He requested that the
deci si on be set aside because of the evident procedural
viol ation and the appeal fee be reinbursed. Revocation
of the patent in its entirety was al so requested,
however w thout any further substantiation.

On 11 April 1997, appellant |11 | odged an appeal agai nst
the decision already in revised form He paid the
appeal fee and requested cancellation of the decision

inits revised version

In his statenment setting out the grounds of appeal, he
attacks the decision under appeal for substantive

reasons, and requests mai ntenance of the patent in the
formof the main request or of any one of the first to

ninth auxiliary requests.

Wth comruni cation pursuant to Article 110(2) EPC, the
Board inforned the parties of its intention to remt

the case to the opposition division for formal reasons.

No objection was raised agai nst this course of action
and the requests for oral proceedings before the board

were withdrawn by the both parties.

Reasons for the Decision

1

Admissibility

1184.D



An appeal has been | odged by appellant | (opponent)
agai nst the opposition division's decision in the
original version (5 February 1997). Appellant | was
adversely affected by this decision because the patent
was mnai ntained contrary to his request (Article 107
EPC), and he gave a reason why the decision should be
set aside (Article 108 EPC). The correction of the
deci sion did not renove the appellant's cause of
conplaint. Therefore, the appeal neets all the
requirenments of Articles 107, 108 and Rul e 64 EPC and
i s adm ssi bl e.

A second appeal has been | odged by appellant I1
(patentee) not against the decision in its original
form but against the decision as subsequently
corrected.

Since in its decision, regardl ess whether in the
original or revised version, the opposition division
rejected the patentee's main request and a nunber of
auxiliary requests, appellant Il was in any case
adversely affected. Therefore the requirenents of
Article 107 EPC are net.

As to the statenent setting out the grounds of appeal,
the Board notes that the appellant has requested inter
alia the mai ntenance of the patent according to the
mai n request or to the second to sixth auxiliary
requests all rejected by the opposition division with
decision in both version. Therefore the appellant's
argurments, subnmitted accordingly, substantiate the
appeal against the interlocutory decision, regardl ess

whether in the original or revised version. Hence the

1184.D
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formal requirenments of Article 108 and Rule 64 EPC are
nmet and the appeal is adm ssible.

The decision under appeal, as dispatched on 5 February
1997

Article 113(2) EPC

At the oral proceedings, the opposition division

mai ntai ned the patent in the formof the seventh
auxiliary request, which had been filed by appellant 11
during the sanme proceedings after rejection of all the
previ ous requests. However, the fair and conplete text
of the single claimaccording to the maintai ned patent
was not included in the m nutes dispatched by the
opposi tion division on 19 Decenber 1996.

Fromthe mnutes of the oral proceedings and fromthe
foregoing history of the file, it may be derived that
the single claimaccording to the seventh auxiliary
request corresponds to claim1l of the third auxiliary
request filed on 22 COctober 1996, and is directed to
the use of a solution conprising water having di ssol ved
therein the given conponents in the given quantities
for the manufacture of a medi canment for cardiac

reper fusion.

However the text of the single claimattached to the
deci sion issued by the opposition division on

5 February 1997 was different fromthe text apparently
hel d as patentable at the oral proceedings, in relation
to many essential features of the claim and, first of

all, with regard to the therapeutic application of the

1184.D
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medi cament, now said to be peritoneal dialysis.

Fromthe original mnutes of oral proceedings, fromthe
hi story of the case, fromthe subm ssions of the
parties and fromthe correction made by the opposition
division, it becones evident that a request consisting
of one single claimdirected to the use of a specific
solution for the manufacture of a nedicanment for
peritoneal dialysis, was never filed by appellant II.

The Board therefore concludes that the opposition

di vision took a decision upon the patent in suit on the
basis of a text which was neither submtted nor agreed
by appellant 1l. This involves an infringenent of
Article 113(2) EPC and must be considered as a
substantial procedural violation (see T 666/90 of

28 February 1994; T 647/93 QJ EPO 1995, 132; T 552/97
of 4 Novenber 1997).

Moreover, Rule 68(1) EPC sets out that "Where oral
proceedi ngs are held before the EPO, the decision may
be given orally. Subsequently the decision in witing
shall be notified to the parties". The Rule

unanbi guously refers, inits two parts, to the sane
decision given orally firstly, and notified in witing
| ater. Therefore, in the Board's judgenent, any
substantive deviation, as in the present case, of the
decision notified in witing fromthe decision taken at
the oral proceedings and given orally anmounts to a

further procedural violation (T 666/90 supra).

The decision under appeal as corrected - Rule 89 EPC

1184.D Y A
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After first dispatch of the decision on 5 February
1997, the opposition division corrected the decision,
the text on which the decision was based and the

m nutes of the oral proceedings. It based this
correction on Rule 89 EPC

Rul e 89 EPC | ays down that "In decisions of the EPO
only linguistic errors, errors of transcription and
obvi ous m stakes may be corrected”. The Enl arged Board
of Appeal in G 08/95 (QJ EPO 1996, 481, Reasons 3. 3)
dealt with the scope of Rule 89, stating that the

di fference between an appeal against a decision and a
request for correction of a decision may be seen in the
fact that in the first case the renedy is directed

agai nst the substance of the decision and in the latter
case against the formin which the decision was
expressed. This neans that it can be within the scope
of Rule 89 EPC to correct the text of the patent if it
is not and cannot be in the formcorresponding to the
intention of the deciding instance (T 850/95 QJ EPO
1997, 152, Reason 3 for the grant procedure).

In the present case, the intention of the opposition

di vi sion apparently changed between the oral
proceedi ngs and the issuance of the witten decision in
its original version. The relevant point of tinme for
determning the applicability of Rule 89 EPC is the
date when the witten decision was taken and i ssued
because it is the decisioninits witten formwhich is
subj ect to appeal. The nodifications introduced by the
opposition division in the revised formof the decision
after intervention of appellant |1, do however not

correspond to the intention on the basis of which the

1184.D Y A
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witten decision, dispatched on 5 February 1997, was
t aken.

In fact, the definition of the clainmed use for
peritoneal dialysis cannot be the result of a clerical
error or simlar obvious mstake. This is proved by the
fact that the decision specifically addresses, in the
di scussi on of novelty and inventive step of clained
subject matter, to the use of the nedi canent
(conprising the aqueous solution) just for peritoneal
di al ysis. Mreover, the text of the mnutes of the oral
proceedi ngs attached to the decision was not the
original one, but was also nodified to bring it into
agreenent with the decision. Hence, it appears that
when giving the original witten decision the division
intended to decide on the basis of the claimrelating
to peritoneal dialysis.

The claimon which the revised version of the decision
is based is substantially different fromthe non-
revised one: the quantity of the conponents in the
aqueous solution, the therapeutic application of the
medi canent and the conditions defining and limting the
scope of the protection are all different. Moreover,
the very reasons for the decision have been
substantially nodified, not only in replacing
"peritoneal dialysis" for "cardiac reperfusion” in the
paragraphs dealing with the novelty and the inventive
step of the clained subject-matter, but also in
rewordi ng the underlying technical problem In summary,
t he amendments | ater introduced into the decision

di spat ched on 5 February 1997 were made intentionally.

1184.D Y A
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For these reasons, the original decision of 5 February
1997 coul d not be revised under Rule 89 EPC since the
nodi fications introduced woul d change not only the form

but its very substance.

In view of the procedural violations, the Board cones
to the conclusion that the decision under appeal mnust
be set aside and considers it appropriate to nmake use
of its powers under Article 111(1) EPC to remt the
case to the first instance for further prosecution on
the basis of a valid and clear text of the patent on
whi ch the parties concerned have had an opportunity to

present their coments pursuant to Article 113(1) EPC

Furthernore, in view of the procedural violations
(points 2 and 3), the Board also orders that the appeal
fee be reinbursed to both parties, under Rule 67 EPC
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

3. The appeal fees shall be reinbursed.

The Regi strar: The Chair man:

P. Martorana P. A. M Langon
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