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Summary of Facts and Subm ssi ons

2720.D

The Respondent's application for a European patent,
entitled "Prel oaded thernopl astic dental inpression
tray" and based on International application No.

PCT/ US91/ 01245, was published on 9 Decenber 1992. It
designated the contracting states CH DE, DK, ES, FR
@B, IT, LI, NL and SE and clained a priority date of
23 February 1990. OQpposition to the resulting European
patent No. 0516711 ("the Patent"”) was filed on

13 January 1995 by the Appellant. In its decision
posted on 6 February 1997, the Opposition D vision
rejected the opposition and upheld the patent as
granted. By its Notice of Appeal dated 9 April 1997,
t he Appel | ant appeal ed agai nst that deci sion.

The Patent as granted and uphel d contai ned two

i ndependent clains - claim8 for a pre-|oaded
inmpression tray and claim1l for a nethod for preparing
a dental nodel using such a tray.

The opposition as filed contained only one ground of
opposition, nanely lack of inventive step

(Articles 100(a) and 56 EPC). No ot her ground of
opposition was nentioned during the opposition
proceedi ngs until the oral proceedings which were held
on 15 Novenber 1996. The m nutes of those oral
proceedi ngs record:

"The opponent states that although novelty of the

cl ai med subject-matter is questionable, he restricts
his subm ssions to |lack of inventive step, especially
with regard to recent decisions of the Enlarged Board

of Appeal ."
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The subsequent witten decision of the Opposition
Division said simlarly (in "Facts and Subm ssi ons",
par agr aph 10):

"During the oral proceedings the Qpponent pointed out
that the novelty of the clained subject-matter was
guestionable. He restricted his subm ssions to | ack of
inventive step, especially with regard to recent

deci sions of the Enlarged Board of Appeal (Gl and G/ of
1995) and because the Patentee objected that novelty
was a novel ground of opposition.”

and continued |ater (in "Reasons", paragraph 2) as
fol | ows:

"2. Art. 54 EPC

The novelty was not di sputed.

The Opposition Division considers the method of claiml
to be novel since none of the docunents disclose:
"heating a thernoplastic inpression material in the
tray until the material nelts or softens". (Enphasis in
the original)

None of the cited docunents discloses a prel oaded
i npression tray conprising a solid (softening

t enper at ure between body tenperature and 75°C)

t hernopl astic inpression material. Therefore the
subject-matter of claim8 is al so novel."

The docunents cited in the opposition proceedings, and
by reference to which the Patent was thus found to be

novel in the passage just quoted, were:

(1) DE A-3810907
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(2) EP A-0173085

(3) EP A-0174713

(4) JP A-1268613.

Save as nentioned above, the mnutes and the witten
deci sion show only that inventive step was argued by
the parties and considered by the Qpposition D vision
and that, as already nentioned, the opposition failed.

In its Gounds of Appeal filed on 5 June 1997, the
Appel I ant i ntroduced a new docunent

(5) "Zum derzeitigen Stand der Abfornmung in der
Zahnhei | kunde", a "Habilitationsschrift" by Dr.
med. dent. Bernd Wost mann, Medi zi ni sche Fakul t at
der Westfalischen WI hel ns-Universitat, 1992,
contents pages and pages 1-37 (text) and 233-265
(bi bl i ographi c references)

and argued that, in the light of commobn general
knowl edge at the priority date of the Patent as

evi denced by docunent (5), the Patent was not novel
over the previously-cited prior art.

Inits witten reply to the G ounds of Appeal filed on
9 Cctober 1997, the Respondent observed "...it is

evi dent that the Appellant, once again, tries to
guestion the novelty of the clainmed subject-matter” but
did not object to the introduction of novelty as a
ground of opposition. The Respondent's reply then
adduced argunents disputing the Appellant's contentions
with regard to docunent (5).
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By a communi cation faxed to the parties on 6 Cctober
2000, the Board, after observing that novelty appeared
fromthe witten appeal proceedings to be an issue,
drew the parties' attention to

(6) EP A-0359135 for the designated contracting states
DE, FRR, GB and IT, filed on 7 Septenber 1989 and
publ i shed on 21 March 1990.

Docunent (6) was cited on page 3, lines 8 to 21 of the
description in the application as originally filed (see
3.1 below) and forns prior art as far as those four
contracting states are concerned by virtue of

Article 54(3) EPC. The Board's conmuni cati on concl uded
wi th the opinion that docunent (6) appeared to cal

into question the novelty of the inpression tray the
subj ect of independent claim38 of the Patent.

Oral proceedings were held on 11 October 2000, having
been requested by both parties. The Respondent nade a
nunber of subm ssions on procedural issues which can be
summari sed as foll ows:

- Novel ty should not be admtted as a ground of
opposition. It did not formsuch a ground in
either the witten or oral proceedings at first
i nstance. The minutes of those oral proceedings
(see the passage quoted in Il above) showed no
argunment was heard as regards novelty. The
Respondent woul d accept that, if novelty had been
rai sed by the Opposition Division of its own
notion, it could then be considered as a ground of
opposi tion on appeal. However, novelty was only
considered for the first tine in the Opposition
Division's witten decision, issued after the oral
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proceedi ngs were concl uded, which should not form
part of "the proceedings" for this purpose. Thus
t he Enl arged Board of Appeal decisions G 9/91 (QJ
1993, 408) and G 10/91 (QJ 1993, 420) apply and
novelty can only be raised on appeal with the

pat ent ee' s agreenent which has not been given.
Wiile it is true the Respondent answered the

all egations in the Grounds of Appeal regarding
novel ty based on docunent (5), that was done
sinmply because a party answers an attack and
shoul d not be taken as agreenment that novelty
shoul d becone a ground of opposition. Wile oral
proceedings in the appeal nmay be a |l ate nonent to
chal l enge the adm ssibility of a ground of
opposition, adm ssibility may be chal |l enged at any
time and to hold otherwi se would be a denial of

t he Respondent's rights.

Docunent (6) had been raised too late in the
proceedi ngs. The Respondent accepted it had been
cited in the description of the application but it
had not been cited or considered in the opposition
proceedi ngs. While the Board was not confined to
consi deration of evidence submtted by the parties
(Article 114(1) EPC), the "ex officio" principle
has to be bal anced against fairness to a party

whi ch may be prejudiced by the [ate introduction
of new evidence into the proceedi ngs.

| f docunent (6) should be held adm ssible, the
Respondent should have tinme to consider it, either
by an adj ournnment of the appeal proceedi ngs or by
remttal of the case to the first instance. The
Board's fax raising docunent (6) arrived | ess than
t hree worki ng days before the oral proceedings.
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The Respondent's professional representative had
been able to contact the Respondent's US patent
attorney but the persons within the Respondent
conpany who had consi dered docunent (6) at the
time the description in the application was
prepared had sinply not been available within the
short space of tinme between the fax and the
hearing. The three auxiliary requests produced at
the oral proceedings (see X below) reflected
docunent (6) but were submitted with the
Respondent's instructions only to the extent that
t hey shoul d be considered if absolutely necessary
and had not been prepared in consultation with

t hose who possessed the rel evant techni cal

knowl edge. Wthout an opportunity to take full and
conplete instructions, the representative coul d
not assess the commercial significance to the
Respondent of the anmendnents docunent (6) m ght
require. The Respondent's representative had cone
to the oral proceedings prepared to argue novelty,
if necessary, in relation to docunent (5) and the
ot her docunents cited earlier in the proceedings
but was not fully instructed or prepared in
relation to docunent (6).

- Docunent (5) should not be admtted into the
proceedi ngs. This docunent was put forward by the
Appel I ant as evi dence of general know edge at the
priority date of the Patent but referred to such a
| ar ge nunber of other docunments, sonme of which
pre-dated and sone of which post-dated the
priority date, that it would be inpossible to
establish the | evel of know edge at that date with
any reliability.

2720.D Y A
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The Appell ant argued that novelty should be admtted as
a ground of opposition and docunents (5) and (6) should
be admtted in evidence. Its argunments on these
procedural issues can be summarised as foll ows:

- The Opposition Division was entitled, having
regard to Article 114(1) EPC, to exercise an ex
of ficio function and consi der issues not raised by
the parties. Wile there was sone anbiguity in the
m nutes of the opposition oral proceedings and the
subsequent written decision, novelty had been
questioned with respect to docunent (1). Even if
t here was sonme doubt as to the extent novelty had
been rai sed by the Opponent, it was clear the
Qpposition Division had considered novelty of its
own notion, both as regards docunent (1) and ot her
docunents and, in the light of the Opposition
D vision's conclusions, the introduction of
further docunents going to novelty should be
al | oned on appeal .

- Docunent (5) had been produced in response to the
Qpposition Division' s decision which had held that
the subject-matter of both independent clains of
t he Patent was novel over the then cited
docunents. Docunent (5) showed that, had those
docunents been considered in the |light of general
knowl edge at the priority date, novelty would have
been found | acki ng.

- Al t hough, since docunent (6) had only been raised
very recently by the Board's fax, the Appellant
woul d not object to remittal of the case to the
first instance if docunent (6) were admtted,
remttal would be tine-consum ng.
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- As regards the content of docunment (6), this was
so close to the subject-matter of the Patent that
there was no technical paranmeter available to
allow a delimtation over docunent (6). The only
di fference between the Patent and docunent (6) was
one of "labels" - the Patent referred to a dental
i npression tray and docunment (6) to a gunshield
for use in contact sports.

Both parties were asked by the Board if they could give
any nore detail as to the consideration, if any, of
novelty during the oral proceedings before the
Qpposition Division but they could not. The Appell ant
confirmed that, despite the unclear record in the

m nutes and the witten decision, it had (as Opponent)
referred to novelty which had then been consi dered by
the Opposition Division of its own notion. The
Respondent coul d add nothing since a different
representative had appeared at those earlier

pr oceedi ngs.

The Respondent maintained its nmain request that the
appeal be dism ssed and the Patent maintained but al so
made a nunber of procedural requests as follows:

(1) t hat novelty should not be admtted as a ground
of opposition

(i) that, if novelty be held adm ssible, docunent (6)
shoul d not be admitted in the proceedi ngs

(iii) that, if docunent (6) be held adm ssible, either
t he proceedi ngs be adjourned to all ow
consi deration of document (6) or alternatively
that the case be remtted to the first instance
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(iv) that docunent (5) should not be admtted in the
pr oceedi ngs.

The Respondent al so submitted three new sets of clains
as auxiliary requests to be considered in the event al
its other requests should be refused. For the reasons
referred to in 4.3 below, these were returned

unconsi dered by the Board.

The Appel |l ant requested that the decision under appeal
be set aside and the Patent revoked.

Reasons for the Decision

1. The appeal is adm ssible.
2. Novelty as a Ground of Qpposition
2.1 It is clear docunent (6) was not considered during the

witten proceedings at first instance. It is however
far fromclear what happened during the oral

proceedi ngs. The statenment in the witten decision that
"novel ty was not disputed” cannot be read literally, if
only because both the m nutes and the decision record
that the Opponent said novelty was questionable. It
seens nore likely that "not disputed” neans no, or no
substantial, argunment was heard on the issue. However,
it seens beyond doubt that novelty was nentioned and
per haps di scussed, albeit briefly. To accept the
Respondent's contention that it was only raised for the
first tinme in the witten decision, without the parties
bei ng given an opportunity to submt argunents thereon,
woul d be to presune the Opposition Division sprang a
surprise on the parties (and on the patent proprietor

2720.D Y A
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in particular). Wile the Board woul d be astute to
condermm this if it could be shown to have happened, it
shoul d al so be wary of concluding it to have happened
in the absence of clear and satisfactory evidence that
it did.

2.2 In the present case, the Board has insufficient
information to establish exactly what happened and
must, to the extent necessary, decide what nost |ikely
happened while remaining fair to the parties and the
Qpposition Division. It seens clear novelty was
menti oned at the oral proceedings - that is confirned
by the mnutes, the witten decision and the
Appel lant's representative. It seens probable that, the
Appel | ant havi ng nentioned novelty, the Opposition
Division considered it of its own notion and, which is
al so confirnmed by the witten decision, found novelty
est abl i shed over the docunents before it. If the
Qpposition Division did so without giving the parties
any, or any sufficient, opportunity to be heard on the
i ssue then that woul d have been not just a m stake but
contrary to Article 113(1) EPC. However, as already
i ndi cated, the Board cannot fromthe information
avai | abl e conclude that this in fact happened. It can
however be said with nore certainty that, to the extent
novelty was raised and considered, this occurred at a
very |late stage of the opposition proceedings. It
woul d, as it now transpires, have been helpful if the
Qpposition Division had in its decision nmade clearer
the extent to which novelty was considered and if, as
appears to be the case, it was considered of its own
notion, how this was put to the parties and what their
reacti ons were.

2.3 Thus, doing the best it can with the limted

2720.D Y A
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i nformati on avail able, the Board concl udes that novelty
was an issue considered in the first instance

proceedi ngs. The consequences of that finding are
twofold. First, it justified the Appellant raising the
issue in its grounds of appeal. If the Respondent

di sagreed with that, it could and should have said so
internms inits reply to the grounds of appeal. That
reply having been prepared so nuch closer in tinme to

t he Qpposition Division oral proceedings than now, it
is perhaps significant that no objection was taken then
to the adm ssibility of a new ground of opposition, if

i ndeed the Respondent so viewed it at the tine.

Second, the Respondent's argunent that novelty was
first raised only in the Qpposition Division's witten
decision and that it was not therefore raised in "the
proceedi ngs" cannot be sustained. As for the argunent
that the Respondent has not agreed to the |later

i ntroduction of novelty on appeal, the absence of any
objection to that in the Respondent's witten reply
robs this argunent of nmuch of its force. The Respondent
was correct in saying adm ssibility can be chall enged
at any time but a patent proprietor nust expect such a
challenge to be less likely to succeed if it is only
made at the |last opportunity and particularly if, as in
the present case, the proprietor has already advanced
substantive argunents on the issue in the witten
proceedi ngs. One purpose of witten proceedings is for
the parties to set out their cases fully and clearly
including, if they so wsh, alternative argunents: to
the extent they do not, they nust accept that

i nferences may be drawn.

In the present case, it is also inportant to consider
how the adm ssibility of novelty as a ground of
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opposition cane to be chall enged. The Respondent's
representative told the Board at the oral proceedings
he had been prepared to argue novelty as an issue save
as regards docunent (6). It follows that, had the Board
itself not raised docunent (6), or if it had been

rai sed earlier, the Respondent m ght not have sought to
exclude novelty as an issue. That it did do so cannot
be the subject of any conplaint particularly since, as
al ready nentioned, an unfortunate degree of uncertainty
had been created by the mnutes and witten decision of
t he OQpposition Division (see also 3.2 below). However,
the real issue is not the admssibility of novelty as a
ground of opposition but the adm ssibility in evidence
of docunment (6) and, if that document is adm ssible,
how t he proceedi ngs shoul d conti nue hereafter.

Adm ssibility of document (6)

Docunent (6) is explicitly referred to in the
description of the Patent (page 2, lines 48 to 54;
page 4, line 23), references which were present in the
application as filed (page 3, lines 8 to 21; page 8,
lines 14 to 16). This docunment was clearly considered
by the Respondent (then the Applicant) to be rel evant
prior art which needed to be distinguished fromthe
invention clained in the application and i ndeed that

di stinction was nade:

"European Pat. Application No. 0 359 135 was not
publ i shed until 21 March 1990. It describes a
nmout hpi ece (a nout hguard) for use in contact sports.
The nout hpi ece is made of inner and outer |ayers of

t her nopl astic EVA resins. The outer |ayer is required
to be inpact resistant so that it will survive strong

i npacts. The outer layer is also said to have a nelting
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poi nt preferably above 60°C, nore preferably from63 to
68°C. If nade of EVA the outer layer is required to
have a nelt flowrate ("MFR') less than 65 g/ 10 mn.
The nout hpiece is forned by heating it to a tenperature
that will nelt the inner |ayer but not the outer |ayer.
This reference does not disclose or suggest dental

i npressioning to make a dental nodel." (Application
page 3, lines 8 to 21; Patent page 2, lines 48 to 54.)

Apart fromthat distinction as to the intended use of
the products to which docunent (6) and i ndependent
claim8 of the Patent are directed, the simlarity -
above all, in technical terns - is such that it is, to
say the |l east, surprising that docunent (6) was not
consi dered during exam nation, was not relied on by the
Appel I ant (then the Opponent) during the opposition
proceedi ngs, and was not raised by the Qpposition
Division of its own notion. That docunent (6) was so
conprehensi vely overl ooked is clear fromthe opinion

t he Appell ant now takes of the docunent, nanely that
its difference fromthe product of the Patent is only
one of "labels". Having been so extensively overl ooked,
i ndeed al nost inadvertently "concealed", in all the
earlier proceedings, it was not unduly surprising that
the Board only noticed and considered its rel evance at
a |late stage of the appeal proceedings. Once it had
done so, it had no alternative but to drawit to the
parties' attention. If first instance departnents

and/ or parties have failed to take account of highly
rel evant matter which is clearly available in the EPO
file and which relates to a ground of opposition, the
Board's conpetence extends to rectifying the position
by consideration of that matter provided, of course,
the parties' procedural rights to fair and equal
treatnment are respected. This is not only consistent



4.2

2720.D

- 14 - T 0385/ 97

wi th Enl arged Board decisions G 9/91 (QJ 1993, 408) and
G 10/91 (Q 1993, 420) referred to by the Respondent
but i ncunbent on the Board as the last instance in
proceedi ngs concerning the grant or maintenance under
opposi tion of European patents.

Adj ournnment or remttal

The Board appreciates that, in the exceptional
circunstances of this case, the parties (and the
Patent's proprietor in particular) nust have a
sufficient opportunity to consider a docunment which,
even if not strictly-speaking "new' to the proceedi ngs,
has been unconsidered for so long that its "re-

i ntroduction" w thout adequate tinme for the parties to
give full instructions to their representatives m ght
anount to "surprise". The Respondent's third procedura
request - to adjourn the proceedings or renmt the case
to the first instance - was thus entirely reasonabl e.
Its representative had done his best to take
instructions follow ng receipt of the Board' s faxed
conmuni cation drawi ng attention to docunent (6) but had
not been able to take instructions fromthose best-

pl aced to deal with the matter. The Appellant, while
not agreeing to the Respondent's request, very properly
acknow edged the fairness of the request by indicating
it would not object to the remittal of the case to the
first instance.

As to whether the Board should sinply adjourn the
appeal proceedings to allow the Respondent tine to
consi der docunent (6) and give full instructions to its
representative or remt the case to the first instance,
the Board considers remttal to be the fairer course of
action. The apparent, indeed extraordinary, absence of
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any previous substantive consideration of docunent (6)
and the fact that remttal will give the parties two

i nstances before which to argue the matter are factors
whi ch nore than outwei gh the further delay nentioned,
but not relied on with any great force, by the

Appel | ant .

In the light of that decision to remt the case, the
Board considered it inappropriate to | ook at the three
auxiliary requests which had been prepared w thout the
Respondent's full instructions. When the case is
considered further at first instance, the Respondent
may W sh, having had an opportunity to consider
docunent (6) fully, to nake different requests. The
Board accordingly returned the three auxiliary requests
to the Respondent at the close of the oral proceedings.

Adm ssibility of document (5)

The position as regards the admi ssibility of docunent
(5) is perhaps nore straightforward. The Board havi ng
found novelty was raised in the opposition proceedings,
the introduction by the Appellant in its grounds of
appeal of a new docunment in response to the Qpposition
Di vi sion decision appears prima facie reasonable. The
Respondent had, and took, the opportunity to present
its witten case on docunment (5) and its representative
was prepared to argue novelty in the |ight of docunent
(5) at the oral proceedings before the Board. The only
real objection of the Respondent to docunent (5), that
it did not in fact (as the Appellant subm tted) show
the state of general know edge at the priority date of
the Patent, is an argunment that goes to the substance
of the novelty issue rather than to the admssibility
or non-adm ssibility of the docunent on any procedural
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ground. To admt docunent (5) into the proceedings,
while leaving the parties entirely free to debate its
significance and inpact on the case, cannot in the

ci rcunst ances prejudi ce the Respondent, especially
since that debate can be conducted before two

i nstances. Accordingly, while expressing no opinion on
t he significance or otherw se of docunent (5), the
Board considers it should be admtted into the

pr oceedi ngs.

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. Docunents (5) and (6) are admtted into the
pr oceedi ngs.

3. The case is remtted to the first instance for further
prosecuti on.

The Regi strar: The Chai r man:

A. Townend P. Lancon
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