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Headnot e:

| . Whereas Rul e 57a EPC establishes explicitly the patent
owner's right to anend its patent according to the criteria
laid down in this rule, it does not entitle a patent
proprietor to submt anmendnments of its patent at any tine,
i.e. also during oral proceedings, wthout the need to give
good reasons for such late filing. Rules 57a and 7l1a EPC

t oget her govern the procedural preconditions for the

adm ssibility of anendnents of a patent by its proprietor
before the Opposition Division. However anmendments not
conplying with the tine limt set under Rule 7l1la EPC may be
admtted if good reasons can be acknow edged for their late
subm ssion (point 6.6 of the Reasons for the Decision).

1. A patent owner's right to anend its patent in accordance
with Rule 57a EPC cannot be equated automatically with a right
to file additional auxiliary requests. Any anmendnent has to be
carried out in the nost expedi ent manner which has to be
established by the Opposition Division taking into due account
the interest of all parties concerned (point 6.7 of the
Reasons for the Decision).
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Summary of Facts and Subm ssi ons

2669.D

This appeal is fromthe decision of the Opposition
Division to revoke European patent No. 0 314 890
relating to a dispenser for an article conprising a
wat er sol ubl e bag containing a pelletized functional
material and nethods for its use on the basis of the
granted clains (the patent proprietor's then pending
mai n request).

In a notice of opposition, based on |ack of novelty and
on |ack of inventive step, a nunber of docunents had
been submtted, inter alia

(1) US-A-3 198 740,

(3) US-A-4 155 971 and

(11) US-A-4 426 362.

In its decision, the Opposition D vision, which
i ntroduced under Article 114(1) EPC the docunents

(12) US-A-3 595 438,

(13) US-A-4 020 865 and

(14) US-A-4 063 663

into the proceedings, held in particular that it was
obvious for a person skilled in the art to use the

detergent products of docunents (1) or (3) in a
di spenser as disclosed in docunment (14).
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Amended sets of clainms submtted by the Appell ant
(Proprietor) in auxiliary requests 1 to 3 during the
oral proceedi ngs before the Opposition Division were
not admtted to the proceedings as being filed |l ate and
not at first sight formally adm ssible.

Wth its statenent of grounds of appeal, the Appellant
mai nt ai ned these main and auxiliary requests. Follow ng
a comuni cation dated 8 Septenber 2000 wherein the
Board indicated that it also intended to consider the
auxiliary requests 1 to 3 and consequently also to
address the question of adm ssibility of the amendnents
made to the clains thereof, the Appellant filed in a
letter of 14 Septenber 2000 (received on 15 Septenber
2000) four further auxiliary requests (4" to 7'")
cont ai ni ng anended cl ai ns without giving reasons for
the justification of this subm ssion under Rule 57 a
EPC, and one further auxiliary request (8'") wherein
remttal of the case for further prosecution to the
Qpposition Division was sought.

Oral proceedings were held before the Appeal Board on
28 Septenber 2000, in the course of which the
Appel | ant, upon objections under Article 54 EPC, again
filed new auxiliary requests containing further anended
clains, nanely in a 9", 10'" and 11'M auxiliary request.

The Board expressed its reservation concerning the
unsubstantiated filing of numerous additional auxiliary
requests, but enphasized that it was open to consider
amendnments in accordance with Rule 57a of the clainms of
al ready adm tted requests. Thereupon, the Appell ant

mai ntai ned its main request and declared the clains of
the 9'" to 11'M auxiliary requests as being amendnents to
the clains of auxiliary requests 1 to 3. In addition,
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t he Appellant nmaintained its request for remttal of
the case as fourth auxiliary request. Al the other
requests were w thdrawn.

| ndependent Claim 1 of the mmin request reads:

"1. A dispenser for dispensing by the action of a
liquid an article of manufacture wherein said article
conprises: (a) a seal ed water sol uble container; and
(b) at least 200 grans of a pelletized water sol uble or
di spersi bl e functional conposition contained wthin
sai d water soluble container, wherein said water

sol ubl e container fits within said dispenser, and the
pell etized functional conposition conprises: (i) 5-90
w-% of an alkali netal silicate; and (ii) 1-90 w-% of
a sequestering agent."

The clains of the auxiliary requests are all restricted
to three i ndependent nethod Clains 1 to 3, those of the
first auxiliary request reading:

"1. A nethod of dispensing functional material froma
di spenser by directing water onto an article contained
in said dispenser in order to forma concentrate and
directing said concentrate to a use |ocation wherein
said article conprises: (a) a seal ed water sol uble
container; and (b) an institutional nultiple use anmount
of at least 200 grans of a pelletized water soluble or
di spersi bl e functional conposition conprising: (i) 5-90
wt-%of an alkali nmetal silicate; and (ii) 1-90 wt-% of
a sequestering agent.

2. A nethod for delivering an aqueous al kaline wash
chem cal, the nethod conprising: (a) placing into a
di spensing device an article conprising: (i) a
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cont ai ner conprising a sealed, water-soluble film and
(ii) an institutional multiple use anount of at |east
200 grans of a pelletized, water soluble or dispersible
wash chem cal conprising a silicate, an alkali neta
hydr oxi de or m xtures thereof contained within the
container; (b) directing water onto the article
contained within the dispenser to open and to dissol ve
the filmand to forma supply of an al kaline wash
concentrate; and (c) directing the supply of alkaline
wash concentrate fromthe di spenser

3. A nethod of dispensing nmultiple volunmes of an
aqueous solution of a wash chem cal from a di spenser
conprising the steps of: (a) depositing a seal ed water
soluble article containing a wash chem cal into said

di spenser; (b) repeatedly directing water onto an
article contained in said dispenser in response to a
concentration nonitoring device in order to forma
concentrate; and (c) repeatedly directing said
concentrate to a use |location wherein said article
conprises; (i) a sealed water sol uble container nmade of
aflexible film and (ii) an institutional nmultiple use
anount of at |east 200 granms of a pelletized water

sol ubl e or dispersible wash chem cal conprising a
silicate, an al kaline netal hydroxide or m xtures

t hereof contained within said seal ed water sol uble
container made of a flexible film"

During the appeal proceedings, the parties only relied
on the above cited docunents (1), (3), (11), (12), (13)
and (14) from anong those previously considered.

The Appellant in witing and orally submtted in
essence the follow ng argunents:
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- Any obj ection under Article 54 EPC was not to be
admtted by the Board since this ground of
opposi tion had been w thdrawn during the
opposi tion proceedi ngs by the Respondents

(Opponent s) .

- Consi dering the description of the patent in suit,
Claim1 of the main request related to a dispenser
containing a water-soluble container filled with a
pel l etized functional conposition. Such a
di spenser was not anticipated by the cited prior
art.

- The devel opnent in di spenser technol ogy | ed away
fromany use of pelletized material in a
di spenser.

- The cl osest prior art was represented by the
di spenser containing a solid block conposition
di scl osed in docunent (11).

- Thi s docunent (11) al so showed that the problem of
uneven di ssol ution due to caking was not solved by
prior art dispensers using detergent powders as
di scl osed in docunments (12) to (14).

- Not hing in the art suggested filling a di spenser
wi th an individual water-soluble film bag
containing a pelletized detergent nmaterial .

Concerning the 4" auxiliary request, the Appell ant
submtted for the first time inits letter of

14 Septenber 2000 that refusing to admt auxiliary
requests 1 to 3 filed during the oral proceedi ngs

before the Qpposition Division amunted to a

2669.D Y A
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substantial procedural violation which justified the
request for remttal of the case to the first instance.

The Respondent requested that none of the auxiliary
requests filed during the appeal proceedings be

consi dered, supported the opinion set out in the
contested decision relating to |lack of inventive step
and presented the follow ng further argunents:

- The subject-matter of Caim1 of the main request
was anticipated by the teaching of docunent (14)
since it merely related to a dispenser suitable
for dispensing a pelletized conposition.

- Docunent (14) represented the closest prior art as
it related to the sane problens as the patent in
Sui t.

- It was obvious to conmbine the detergent containing
wat er - sol ubl e bags for donmestic washi ng machi nes
of docunments (1) or (3) with the di spenser
technol ogy used in institutional apparatuses, in
particul ar since docunment (11) hinted at the using
of pellets in dispensers.

- The prior art did not contain any warni ng agai nst
usi ng wat er-sol ubl e bags in institutional washing
machi nes.

The Appel l ant requested that the decision under appeal
be set aside and that the patent be nmaintained as
granted (main request), alternatively according to
auxiliary requests 1 to 3 submtted during the oral
proceedi ngs and designated as 9'", 10'" and 11'" auxiliary
request or that the decision under appeal be set aside
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and that the case be remtted to the Opposition
Division for further prosecution (auxiliary request 4).

The Respondent requested that the appeal be dism ssed.

Reasons for the Decision

Substantial matters

2669.D

Mai n request

The cl ai ned subject-matter

The clains relate to a dispenser for dispensing a
particular article of manufacture (Clains 1 to 9) as
well as to several nmethods for its use (Clains 10 to
12).

The Appellant submtted that, while not being a ground
for opposition, the wording of product Clains 1 to 9
m ght be considered not to clearly define the clained
di spenser which according to the description of the
patent in suit unequivocally included as part of it an
"article" which conprises the seal ed water-sol uble
container (a) filled with the pellets (b). In this
respect, the Appellant in particular relied on lines 5
and 6 of page 2 and on lines 54 to 56 of page 8 in
conmbination with figure 2 and its description.

The definition of the "article" is given on page 3,

lines 47 to 49 as conprising a seal ed water sol ubl e bag
containing a pelletized functional conposition. Denoted
with reference sign 16, this article is shown in Figure
2, to which this statenent refers. However, it is clear
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fromthe Figure that the article 16 does not designate
t he conbi nation of a dispenser with an inserted seal ed
wat er sol uble bag but only the latter as such. The sane
fact results fromthe statenment on page 8, lines 54 to
56 reading "the article 16 can be used in various types
of dispensers” and is corroborated by several further
statenments of simlar neaning nmade in the description
of the patent in suit: e.g. on page 6, lines 29 to 30
("article 16 can be used in a variety of dispensers"),
on page 7, lines 17 to 18 ("the article 16 should ..

be ... inserted into the dispenser"”), or on page 8,
lines 50 to 51 ("placing the article 16 inside the

di spenser™). This is not in contradiction to the very
begi nni ng of the description on page 2 where the "Field
of the Invention"” is defined (see heading of the
respective paragraph) and which starts with the
statenment that "the invention relates to a dispenser
conprising a water sol uble container containing a

pell etized water soluble or dispersible functional
conposition”. The invention itself is defined for the
first tinme - and with the sane wording as in granted
Claim1l - on page 3, lines 11 to 20 of the patent in
suit.

Consequently, the Board concludes that the subject-
matter of Claiml is a dispenser suitable for

di spensing by the action of a liquid an article of
manuf acture wherein said article conprises container
(a) and pellets (b) of a particular detergent
conposi tion.

Novel ty

The Respondent’'s notice of opposition was inter alia
based on the ground of |ack of novelty. Contrary to its
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al l egation put forward during the oral proceedings, the
Appel I ant coul d not provide evidence that this ground
of opposition had been w t hdrawn during opposition
proceedi ngs. In contrast, in point 2 of the reasons for
t he appeal ed deci sion, the Qpposition Division

di scusses the novelty issue in detail. Therefore, this
issue is no newmy raised ground for opposition and the
Board has the power to investigate it.

Docunent (14) describes an apparatus for attachnent to
a washi ng machi ne conpri sing

- a container for powlered detergent,

- a screen nmenber nounted above a | ower outlet port
of and within the container to retainably carry
t he powdered detergent,

- wat er supplied spray-form ng nozzle neans for
directing a uniformspray at the detergent held by
t he screen nenber and

- a conduit connecting the outlet port with the
washi ng machi ne for directing the detergent
solution into the washing nmachine (see Claim1 and
Figure 1).

The dispenser of Claim1l is not defined by any
particul ar constructional features by which it could
obj ectively be distinguished fromthe prior art. The
Appel I ant did not provide any argunments why this

di spenser apparatus, whilst being suitable for

di spensing by the action of a liquid a powdered
detergent, was not also suited to dispense by the sane
action an article conposed of a pelletized water
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sol ubl e detergent conprised within a seal ed water

sol ubl e bag. Moreover, one of the objects of the patent
in suit is to enable custonmers to use for non-powdered
detergents just those dispensers which are already in
use for powdered detergents (page 2, lines 34 to 36).
Therefore, the Board is convinced that the apparatus of
docunent (14) conplies with that demand.

For these reasons, the Board concludes that the
di spenser of Claim1 cannot be distinguished fromthat
of document (14) and is consequently not novel .

First auxiliary request

Clains 1 to 3 correspond to Clains 10 to 12 as granted.
They are therefore formally adm ssible.

Concerning the wording of Claim1l, the following is to
be not ed:

According to the patent in suit (page 3, lines 31 to
49) the pelletized conposition (b) is contained within
t he seal ed water soluble container (a) (see 1.1 above).
This is confirmed by the wordi ng of independent

Claims 2 and 3. In the patent in suit no roomis |eft
for any other interpretation. Therefore, this sane
meani ng nust be given to Caim1l even though this fact
is not quite clear fromthe wording of the
claimitself.

Novel ty
None of the cited prior art documents discloses a

met hod of dispensing a functional material by the
action of a water spray onto an article within a
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di spenser which article conprises a sealed water

sol ubl e container and a pelletized water sol uble
functional conposition conprising a silicate and/or

al kali metal hydroxide. This was not contested by the
Respondent .

The Board, therefore, concludes that the subject-matter
of independent Clainms 1 to 3 is novel.

| nventive Step

It therefore rennins to be assessed whet her or not the
cl ai med nethods are based on an inventive step.

Techni cal background

The patent in suit relates to the technical field of
institutional and industrial cleaning, warewashing and
| aundering by using solid detergents, wherein two kinds
of detergent dispensers are known, nanely those which
are said to be preferably used in the art and suitable
for powdered detergents and those suitable for solid
cast detergents in the formof a solid detergent bl ock

In both cases, the detergent is contacted with a water
spray in order to forma detergent solution (page 2,
lines 17 to 22). Al these institutional detergent

di spensers are basically different fromsingle use
donestic detergent units, such as, for exanple, those
descri bed in docunents (1) or (3), due to their
qualification for nultiple dispensing action.
Therefore, institutional dispensers are designed to
contain a nmultiple use ambunt of detergent.

Institutional dispensers for powdered detergents are
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e.g. known from docunents (12), (13) and (14). An
institutional dispenser for a solid cast detergent is
e.g. described in docunent (11).

Bot h ki nds of dispensers are said to have drawbacks
(see patent in suit, page 2, lines 23 to 36 and 44 to
48) . Dispensers using powdery detergents can involve
hazards for the user in that the highly alkaline
detergent powders are easily spilled and exhibit
dusting when bei ng handl ed. Mreover, the powders have
the tendency to clunp and cake when contacted with
water and thereafter dried which results in uneven

di ssol ution and di m ni shed di spensing efficiency. These
probl ens have been solved in dispensers using solid

bl ock detergents which, however, are substantially
different fromthose conventionally used with powdery
material so that the customer nust replace the old

equi pnent with a new one. In addition, these dispensers
cannot be refilled until the detergent block has been
conpletely utilized.

Cl osest prior art

The parties disagreed on the issue of the nost rel evant
prior art. Wile the Appellant found that document (11)
shoul d be used as a starting point for assessing
inventive step, the Respondent argued that docunent
(14) represented the closest prior art since it was
concerned with the sane objects as the patent in suit,
nanmely with respect to the hazards related to the use
of powdery detergents (columm 2, lines 14 to 56) and to
the ability of being refilled. Concerning the latter
obj ect, the Respondent referred to the access port
mentioned in colum 4, lines 50 to 57 of docunent (14)
fromwhich a person skilled in the art would infer that
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t he di spenser was refill able.

However, as can be best seen fromthe technical
background recited in docunent (11), the devel opnent in
di spenser technol ogy, after trying to inprove the
powder di spensers of docunents (12) and (13) by the
constructional anmendnents suggested in docunment (14)
(colum 2, lines 20 to 57), has turned to a conpletely
di fferent approach and has eventually ended up in the
design of a dispenser containing a block of solid
detergent to overcone the drawbacks of powder

di spensers (docunent (11), colum 5, lines 24 to 43).
Therefore, the Board considers docunent (11) as the
nost prom sing starting point, since the skilled person
woul d, in all probability, not try to inprove an old
prior art whose deficiencies were already overcone by a
new devel opnent .

Techni cal problemand its sol ution

The problemexisting with dispensers for solid bl ock
detergents of document (11) can be seen in the fact
that they are not continuously refillable and that
custoners using powdery detergents cannot use their

exi sting equi pnent (see point 2.3.1). The problem
solved by the clainmed subject-matter can be seen in
overcom ng these deficiencies while retaining the
advant ages of the solid block detergents in conparison
wi th powdered detergents. According to the three
alternatives given in the independent Clains 1 to 3, it
is proposed to solve this problem by a nmethod of

di spensing a functional material, such as an al kaline
wash chemical, in the formof pellets, contained in a
seal ed water soluble container (in particular Cains 2
and 3) froma conventional dispenser by using this
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di spenser in the conventional manner.

It is evident that these nmethods ensure that the

di spensers can be refilled at any tinme and that the

exi sting equi pnent for dispensing powldery detergents
can be used. It is further evident that the drawbacks
of dusting powders cannot occur due to the encl osure of
the pelletized detergent material in a seal ed water-

sol ubl e bag. Finally, the Board considers it to be
credible that pelletized detergent material is, as a
matter of principle, |less subject to clunping and
caki ng upon water treatment than is powdery materi al

On the other hand, dissolution rate generally decreases
with increasing particle size. Nonetheless, it has been
shown in the exanples of the patent in suit that it is
possible to obtain the desired final concentrations of
detergent solution within a sufficient short period of
time (about 2 to 3 mnutes). Thus, the Board concl udes
that the clainmed subject-matter solves the existing
techni cal probl em

It remains to be decided whether, in view of the
avai |l abl e prior art docunents, it was obvious for
soneone skilled in the art to solve the above techni cal
probl em by the nmeans cl ai ned.

The Respondent argued that docunent (11) hinted at the
use of pelletized material since it disclosed not only
a container holding a solid block detergent but also a
second contai ner holding a second solid detergent in
the formof pellets, such as a chlorine source or a
def oaner detergent conposition (colum 12, line 58 to
colum 13, line 6). Therefore, it was obvious for a
skilled person also to consider it appropriate to fill
an institutional dispenser with pelletized detergent
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material. Moreover, the inclusion of such material in a
wat er sol ubl e container in order to reduce any

i nconveni ences and hazard generated by dusty materi al
was obvi ous from docunents (1) or (3).

The Board is not convinced by this line of argunent for
the follow ng reasons:

Apart fromthe di sadvantages arising fromthe handling
of powdered detergents, docunent (11) seeks to overcone
further problens which still exist when nodern
detergent powders are used in the dispensers of
docunents (12) to (14) (colum 3, lines 64 to colum 4,
line 59). It is said that due to the demands for higher
sanitary standards and shorter wash tinmes, such
detergents were increasingly conpl ex conpositions which
were nore hazardous to the user and nore difficult to
di ssolve in an uniform manner, the latter inconvenience
owing to the different solubility of the varying
conponents contained. In addition, such conpositions
are said to be | ess stable because sone of the
conponents required for satisfactory performance m ght
be inconpatible with the other ingredients of the
detergent m xture. Moreover, where the conponents
differed in particle size and density, segregation of
the different constituents could occur during shipping
and handl i ng.

Problens are said to arise particularly where the
conpositions were required to contain instable
conponents such as a chlorine source or a defoaner
whi ch are | ost in advance because of their premature
deconposi tion.

Docunent (11) therefore suggests using such instable
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conponents in relatively smaller anobunts in a second
container, either in the formof a second solid bl ock
or as a plurality of pieces (e.g. pellets), thereby
separated fromthe nmain anount of the detergent
conposition which is contained in solid block formin a
first container (colum 5, lines 24 to 43 and

colum 16, lines 12 to 21).

By this configuration, problens with generally

i nconpati bl e detergent constituents as well as problens
wi th powdered detergents are said to be overcone and,
in particular, uniformty in concentration over the
entire charge of detergent held by the dispenser, is
said to be ensured (colum 19, lines 19 to 33).

The Board, therefore, does not agree with the
Respondent's subm ssion that docunent (11) in

colum 12, line 58 to colum 13, line 10 taught that

t he conposition contained in the second container, e.g.
in pelletized form mght as well constitute any

det ergent conposition, but rather concludes fromthe
whol e teachi ng of docunent (11) that pelletized
material is only considered in a very particul ar
instance, nanmely for instable or inconpatible additives
such as a chlorine source or a defoaner, which have to
be separated fromthe main detergent conposition. It is
not suggested in docunent (11) that the main detergent
conposition should al so be used in pelletized form
instead it is proposed to use it in the formof a solid
bl ock to provide a sinple, efficient, non-hazardous and
reliable technique for producing highly concentrated
detergent solutions (colum 5, lines 26 to 38). Thus,
whereas the authors of docunent (11) were aware of the
pelletizing technol ogy, they did not apply it to the
mai n det ergent conposition.
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Therefore, the Board holds that docunment (11) rather
teaches away from using the detergent conposition in
particul ate or pelletized form

Concerni ng the Respondent's second argunent, the Board
agrees that seal ed water-sol uble containers for holding
powdered or pelletized detergent conpositions are known
in the art (see docunent (1), Caim1l; docunent (3),
colum 1, lines 46 to 67). These products are, however,
designed to contain one single dose of detergent and
for donestic application are directly dropped into the
wat er (docunent (1), colum 1, lines 42 to 46; docunent
(3), colum 1, lines 33 to 40). Therefore, these
docunents are not concerned with problens occurring

wi th detergent dispensers configurated for multiple
dosage.

The Appellant argued that a person skilled in the art
realizing the problenms of uneven dissolution of solid
detergents in nultiple use dispensers would not have
sinply consi dered the water sol uble containers of
docunents (1) and (3) to be likewi se suitable in a

di spenser, but - due to the presence of this container
as a further ingredient influencing the overal
solubility - rather expected even nore problens with
achi eving acceptabl e di ssol uti on.

The Board notes that the enclosure of powdered
detergents in water soluble bags for overcom ng powder -
i nherent hazards has been known since the publishing
date of docunent (1) in 1965. Neverthel ess, none of the
prior art docunents hint at the possibility of applying
this technique in a dispenser. This can be seen from
docunent (11) which, 19 years later, gives a detailed
revi ew of the devel opnents of dispensers for powdery
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detergents and addresses this sane problem (colum 4,
lines 44 to 54), but suggests quite another sol ution,
namely a solid bl ock detergent dispenser.

The Board, therefore, concludes that neither docunent
(11) nor docunent (1) or (3) contain the information
required for maeking obvious the subject-matter of
Clainms 1 to 3 for a person skilled in the art.

This al so applies to docunments (12) to (14) which use
powdered detergents but do not even address the
probl ens of dust and hazards related thereto.

No other result is obtained if one starts from docunent
(14) as the closest prior art as suggested by the
Respondent .

The problem actually solved in view of docunent (14)
consists in the Board's view in the prevention of
powder - born hazards and i nconveni ences. For the sane
reasons as set out in section 2.3.6 above, the solution
proposed in Clains 1 to 3 of the auxiliary request is
not made obvious by the cited prior art. The Respondent
has, in particular, not provided any evidence that a
skill ed person woul d have conbi ned the technical

t eachi ngs of docunents (1) or (3) with that of citation
(14) to solve the technical problem as defined above.
In this context it nust again be considered that
docunent (14), which was published nore than 12 years
after docunent (1), did not even nention the problem
The Respondent's further argunent that neither docunent
(14) nor any other prior art warned agai nst the using
of water soluble bags is not convincing either since
not to nention sonething which has never been drawn
into consideration cannot, in the Board's opinion, be
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taken as a suggestion for doing it.

The Board is satisfied that the other docunents on file
do not provide any incentive for the clainmed solution
either. Since, during oral proceedings before the
Board, the parties did not rely on any of these
docunents, there is no need to discuss these other
docunent s.

The Board holds therefore, that none of the cited prior
art docunents, either individually or in conbination
renders obvious the clainmed solution of the existing
techni cal problem and concludes that the nethods of
Clains 1 to 3 are based on an inventive step within the
meani ng of Article 56 EPC.

Since the above findings correspond to the all owance of
the Appellant's first auxiliary request, its second,
third and fourth auxiliary requests need not be
consi der ed.

Procedural nmatters

5.

2669.D

Adm ssibility of late filed auxiliary requests

In the present case, the Appellant submtted four
amended sets of clains as auxiliary requests 4 to 7 by
the letter dated 14 Septenber 2000. It maintained that
these auxiliary requests should be adm ssible since
they were submitted in reply to the "opinion" by the
Board dated 8 Septenber 2000. According to the
Appel | ant, a subm ssion of these auxiliary requests at
an earlier date had not been possi bl e because of the
change of the Appellant’s representative who received
t he conpl ete docunents of the file only |late.
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The conmmuni cation of the Board read as foll ows:

"The parties are inforned of the foll ow ng:

1. The oral proceedings will be based upon Claim1l to
12 as granted (Appellant's main request) as well
as upon Clainms 1 to 12 according to three
auxiliary requests as filed during oral
proceedi ngs held before the Opposition Division on
21 January 1997 and resubmtted with the
Appel l ant' s statenment of grounds of appeal dated
5 June 1997

2. As appears fromthe file, admssibility of the
amendnents made to the clains of the auxiliary
requests has not yet been addressed. Therefore,
one of the issues to be dealt with during the oral
proceedi ngs schedul ed for 28 Septenber 2000 wil |
relate to the question whether the anmendnents nade
to the clainms of the auxiliary requests fulfil
the requirements of Article 123(2) EPC."

It is clear fromthis quotation that the conmuni cation
pointed nerely to a specific topic to be considered at
the forthcom ng oral proceedings but, contrary to the
Appel | ant’ s subm ssion, did not contain any "opinion"
of the Board, |et alone an objection under

Article 123(2) EPC against the clains of the three
auxiliary requests referred to in the comunicati on.

In this situation, if the Appellant nevertheless felt
the need to inprove clains of its then pending three
auxiliary requests in view of the requirenents of

Article 123(2) EPC, it could and it should have done
this by amending them It was however not appropriate
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to sinmply file four new additional auxiliary requests
wi t hout commenting either on the need for filing nore
t han one additional request for satisfying

Article 123(2) EPC, or on the adm ssibility of those
al ready pendi ng and remai ni ng unchanged. By such
conduct, the Appellant not only left it to the
Respondent (and also to the Board) to guess why the
former three auxiliary requests should be deened to be
adm ssible but also unduly nultiplied at a rather |ate
stage of the proceedings the Respondent’s workload in
connection with his case. It is to be noted that the
filing of additional auxiliary requests while

mai nt ai ni ng al ready pendi ng auxiliary requests
unchanged can hardly be consi dered as being an
amendnent (of already existing requests) but amounts
sinply to submtting new requests which, on principle,
is not desirable - in particular not at a | ate stage of
appeal proceedings.

In this connection, it is appropriate to observe that,
wher eas anendnents to a patent may be adm ssi bl e even
at a rather | ate stage of appeal proceedings, provided
that they are appropriate and justified in view of the
particul ar circunstances of a case, this does not nean
that a party is conpletely free as to which steps are
to be taken to that end. Rather to the contrary, such
| ate amendnments should create as little extra work as
possi ble not only for the other parties but also for
the Board (see also T 0794/94 of 17.09.1998, No. 2.2.1
of the Reasons for the Decision; not published in the
Q EPO) .

The Board cannot accept the Appellant’s argunment that
submtting the new auxiliary requests 4 to 7 at an
earlier date was not possible due to a change of
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representative, for the follow ng reason: The nere
change of a representative is, in the Board s judgnent,
no valid ground which as such could justify the late
filing of requests since it would be an arbitrary nove
of the respective party. Thereby a party could

i nfl uence which procedural noves have to be considered
as belated and which as tinely. It is evident that such
a situation would be contrary to any reasonabl e conduct
of procedure.

Only if the change of representative was necessitated
by exceptional and extraordi nary proved circunstances,
this mght give rise to different conclusions. In the
present case, no such reasons were given by the
Appel I ant whi ch, therefore, cannot succeed with this
argument .

Substantial procedural violation

Inits letter of 14 Septenber 2000, the Appellant for
the first tinme alleged that the OQpposition Division
comm tted a substantial procedural violation by not
admtting three auxiliary requests submtted during
oral proceedings for being late filed.

During the opposition proceedi ngs of the present case,
the Opposition Division had indicated in an annex to
the summons to oral proceedi ngs, dated 8 August 1996,
its provisional opinion on the case. It raised several
obj ections concerning the patentability of the subject-
matter of the then pending clainms. The Opposition
Division rem nded the parties "that according to

Rul e 71a EPC, further subm ssions nust be filed at the
EPO at the | atest one nonth before the date fixed for
Oral Proceedi ngs".
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According to Rule 71a (2) EPC such a tinme limt also
applies to requests nmade by a patentee, in particular
where it has been notified of grounds prejudicing the
mai nt enance of the patent. In view of the fact that
both parties were referred to Rule 71a EPC and to the
possibility to file further subm ssions, the Board
finds that the Appellant had al so been invited to
submt anmendnents to its patent - contrary to the
Appel lant's allegation that it was not invited to do
so.

Nonet hel ess, the Appellant submtted three auxiliary
requests only at the begi nning of the oral proceedi ngs
(M nutes of the proceedings dated 4 February 1997,

first paragraph). In its final decision, the Opposition
Di vision dismssed these auxiliary request not nerely
for being late-filed but also gave as material grounds
that these requests were not at first sight adm ssible
in the sense that the anendnents nmade to the clains of
t hese requests were formally all owabl e.

The Appel lant argued that the only requirenent for a
patentee to anmend his patent as laid down in Rule 57a
EPC were substantive issues which were not subject to
any tinme limts.

Further, he referred to decisions T 463/95 and T 755/ 96
in support of his case.

In the present case and unli ke the case dealt with in
T 463/ 95 (dated 29 January 1997, unpublished in the QJ
EPO, reasons No. 2), the anendnents nmade to the clains
of the auxiliary requests filed during the oral
proceedi ngs before the Opposition Division are not
based on granted clainms only. This decision is,
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therefore, not applicable to the present case.

Nor is T 755/96 (QJ EPO 2000, 174) applicable, if only
for the reason that it relates to an ex-parte case
where no interest of an opposing party was to be
consi der ed.

In the present inter-partes case, in order to avoid a
party being taken by surprise by unexpected

subm ssions, the Opposition Division correctly
requested that any subm ssions be made by the parties
one nonth in advance of the oral proceedings. The
Appel lant sinmply did not conply with this request

wi t hout giving good reasons. Only at the begi nning of
the oral proceedings, i.e. alnost at the | atest nonent
at all, he came up with the three auxiliary requests
under consi derati on.

The Appellant tried to justify its disregard of the
time limt set by the Opposition Division by referring
to Rule 57a EPC which, as it stated, "was created as a
| ex specialis for amendnents during opposition
proceedi ngs" and did not "specify the point in tine up
to which the amendnent is allowed" (letter of

14 Septenber 2000, page 3, last full paragraph).

The Board agrees that Rule 57a EPC establishes
explicitly the patent owner's right to amend its patent
according to the criteria laid down in that rule.
However, the Board cannot accept the Appellant's
argunent that the absence of atinme |limt in Rule 57a
EPC entitles a patent proprietor to submt anendnents
of its patent at any tine, i.e. also during oral
proceedi ngs, without the need to give good reasons for
such late filing. Rules 57a and 7l1a EPC toget her
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govern, in the Board's judgnent, the procedural
preconditions for anmendnents of a patent by its
proprietor before the Qpposition D vision, which
anmendnents mnmust, of course, conply with the

requi renents of Articles 123(2) and (3) EPC. Rule 57a
EPC creates the legal basis for such an amendnent and
Rul e 71a EPC gives the appropriate point in tinme for
such an amendnent. It has to be enphasized in this
connection that of course anendnents not conplying with
atinmne limt set under Rule 7la EPC may neverthel ess be
adm ssible, if good reasons can be acknow edged for
their |ate subm ssion

Finally, the Board notes that the patent owner's right
to anend its patent in accordance with Rule 57a EPC
cannot be equated automatically with a right to file
addi tional auxiliary requests. Any anendnment has to be
carried out in the nost expedi ent manner which has to
be established by the OQpposition Division taking into
due account the interest of all parties involved.

For all the reasons set fourth in points 6.2 to 6.7
above, the Board concl udes that the Qpposition D vision
did not commt a substantial procedural violation.
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Or der

For these reasons it is decided that:

The deci sion under appeal is set aside and the case is
remtted to the first instance with the order to maintain the
patent in anmended formwith Clains 1 to 3 according to the
first auxiliary request submtted during oral proceedings,
with a description to be adapted thereto and with figures 1 to
3 as grant ed.

The Regi strar: The Chai r man:

G Rauh P. Krasa

2669. D



