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Summary of Facts and Subm ssi ons

Eur opean patent No. 0 419 984 was revoked by the
opposition division's decision dispatched on
10 February 1997.

The proprietor filed an appeal on 8 April 1997 which

i ncl uded the request "to set aside the decision of the
opposi tion division and grant the patent w th anended
papers to be sent", he paid the appeal fee on 9 Apri
1997 and filed the statenent of grounds on 10 June
1997.

1. The followi ng prior art docunents played a role in the
appeal proceedi ngs:

El US- A-4 823 552

E2 US-A-4 744 218

E3 Brochure entitled "50 Jahre HERI ON. 50 Jahre
Schrittmacher der Autonmation."” Herion-
| nformati onen 1/1988, 27. Jahrgang, 1988 Heft 1,
Heri on- Wer ke KG 7502215. 05. 05. 88, pages 66 to 70
and 81 to 83

E4 US- A-4 757 747

ES US- A-4 655 689

L1, Oral proceedi ngs took place on 20 Septenber 1999 in the
presence of the parties.

In the appeal proceedi ngs the respondent (opponent)
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argued that the appeal was not adm ssible in view of
Rul e 64(b) EPC because the extent to which the inpugned
deci si on shoul d be anended was not clear, and that the
cl ai med subject-matter was obvi ous when starting from
El or E2 and using the teachings of E3.

In the appeal proceedings the appellant (proprietor)
mai nt ai ned that the appeal was adm ssible and that the
cl ai med subject-matter was inventive over the prior
art.

During the oral proceedings the appellant filed a new
set of patent docunments of which claim1l1l reads as
fol | ows:

"A variabl e displacenent rotary hydraulic machine
conpri si ng:

a housing (60, 62) which conprises a case (60) and a
val ve bl ock (62) nounted together to include an
internal cavity (64) in which a shaft (66), cylinder
means (70), piston neans (74) and di spl acenent-varyi ng
nmeans (48) are positioned, said shaft (66) nounted

wi thin said housing (60, 62) for rotation about a shaft
axi s;

said cylinder nmeans (70) having a cylinder cavity (76)
Wi t hi n sai d housi ng;

said piston neans (74) being disposed in said cylinder
cavity, one of said piston neans and said cyli nder
means bei ng coupled to said shaft;

val ve neans (62, 88) including a valve plate (88) and
said valve block (62) formng fluid inlet and outl et
ports (92/98, 94/100) in said housing and neans (96)
for selectively connecting said cavity (76) to said
fluid inlet and outlet ports (92/98, 94/100);
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sai d di spl acenent varying neans (48) being coupled to
one of said piston neans and said cylinder neans within
sai d housing for varying displacenent of said piston
nmeans (74) within said cylinder cavity as said shaft
(66) rotates about said axis; and

sensor neans (50, 52, 54) for sensing operating

condi tions of said machine and providing electronic
sensor signals as functions thereof;

m cropr ocessor - based el ectronic control neans (42)

i ncl udi ng neans (220) for receiving and storing said

el ectronic sensor signals fromsaid sensor neans (50,
52, 54) and electronic control signals froman externa
source (34), and displacenent control neans (44)
responsive to control signals fromsaid m croprocessor
based el ectronic control neans (42) for controlling the
position of said displacenent-varying neans (48) within
sai d housing (60, 62),

characterized in that

both the electronic control neans (42) together with
said neans (220) for receiving and storing electronic
control signals and the sensor neans (50, 52, 54) are
nmounted on walls of said valve block (62) so as to form
a unitary assenbly with the machine.”

The appel |l ant requested that the decision under appea
be set aside and the patent nmaintained in anended form
on the basis of clains 1 to 30 filed in the ora
proceedi ngs, anmended colums 1 to 6 of the description
also filed in the oral proceedings and colums 7 to 15
of the description as well as the figures as granted.

The respondent requested that the appeal be rejected as
i nadm ssi bl e and by way of auxiliary request that it be
di sm ssed.
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Reasons for the Deci sion

1

2340.D

Adm ssibility of the appea

Pursuant to Rule 64(b) EPC "The notice of appeal shal
contain ... a statenent identifying the decision which
I's impugned and the extent to which anmendnent or
cancell ation of the decision is requested.” In the
present case it is true that the appellant's request
does not explicitly state the extent to which the

i mpugned deci si on shoul d be anended or cancell ed.

The I ong standi ng and consistent case | aw of the boards
of appeal has interpreted the provision under

di scussi on such that the extent of the appeal is
sufficiently identified if the notice of appeal states
that the appeal is being | odged against the first

I nstance's decision inits entirety. In such a case it
can initially be assuned that the appellant naintains

t he subm ssion on which the inpugned decision was based
(see decisions T 7/81, QJ EPO 1983, 98; T 1/88;

T 194/90; T 632/91; and T 925/91, QJ EPO 1995, 469).

The respondent has argued that this interpretation of
Rul e 64(b) EPC does not apply in the present case
because the appellant explicitly stated that the patent
shoul d be maintained "with anended papers to be sent”,
thus making it clear that the appellant specifically
did not wish to maintain the subm ssions nade to the
first instance.

The board cannot agree with this argunent. At the tine
of filing, the appellant | odged an appeal against the



2.1

2340.D

- 5 - T 0380/ 97

I mpugned deci sion, that nmeans agai nst the decision as a
whol e, without any limtations. He did not fornulate a
concrete request with regard to a specific extent. The
request was a nere statenent of intent which m ght or

m ght not be carried out in the future. This situation
can be conpared to that of an appellant who | ater
amends his original request in the notice of appeal.

Therefore the board concludes that the case | aw cited
above applies also to this case and that consequently
t he appeal has to be consi dered adm ssi bl e.

Anmendnent s

The present claiml

- defines the housing 60, 62 of the granted claiml
(colum 15, line 30 of the patent specification)
nore precisely, using the wording of the granted
claim7;

- specifies that the control signals to which the
di spl acenent control neans 44 is responsive (see
colum 15, lines 55 and 56 of the patent
specification) are control signals fromthe
m croprocessor based el ectronic control neans 42,
this being derivable fromclaim3 and Figure 9 as
granted; and

- stresses in the characterising portion of the
claimthat also the neans 220 for receiving and
storing electronic control signals is nounted on
wal | s of the valve block 62, information that was
al ready derivable fromthe granted claimsince the
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el ectronic control nmeans 42 is nmounted on walls of
the valve bl ock (see the characterising portion of
the granted claim and this electronic control
means 42 includes the neans 220 for receiving and
storing electronic control signals (see colum 15,
lines 51 to 56 of the patent specification).

Thus the present claim 1l neither extends the content of
the application as filed (Article 123(2) EPC) nor
extends the protection beyond that of the granted
patent (Article 123(3) EPC).

2.2 The dependent clains are those as granted except that
claim7 has been del eted and the subsequent clains and
t heir appendances renunbered.

2.3 The granted description has been anended to delete
arrangenents that do not fall wthin the scope of the
claims (lines 12 and 13 of colum 1 and lines 26 to 28
of colum 4), to briefly acknow edge E3 (in colum 3
between lines 36 and 37) and to nmake it clear in
columms 5 and 6 that certain arrangenents are not
i nventions covered in their own right by the present
pat ent .

2.4 The remai nder of the description and the drawi ngs are
as grant ed.

2.5 Thus the present version of the patent does not
contravene Article 123 EPC. Mreover the respondent has

made no objections under this Article.

3. Novelty - claim1

2340.D Y A
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After exam nation of the prior art docunents on file,
the board is satisfied that none of them discloses a
vari abl e di spl acenent rotary hydraulic nmachine with al
the features of claim 1. Mireover the respondent
accepts the novelty of the subject-matter of claiml.

The subject-matter of claim1l is thus considered novel
within the neaning of Article 54 EPC

Cl osest prior art

The board and the parties agree that the closest prior
art for the invention is EIl.

Colum 4, line 13 to colum 5, line 5 of E1l expl ains
that Figure 1 shows an el ectrohydraulic control system
for a variable displacenment rotary hydraulic punp 12
whose output is determ ned by the position of a punp
yoke 18. Punp conditions are determ ned by pressure,
flow, punp speed and yoke angle sensors 22, 24, 26 and
28 respectively. A mcroprocessor-based el ectronic
control conputer 34 receives and stores electronic
signals fromthe sensors and el ectronic control signals
froma master controller 46. Yoke actuator piston 16 is
fed via solenoid valve 58 which is responsive to
control signals fromthe m croprocessor-based

el ectronic control conputer 34.

Except for a piston, a valve and a sensor shown in
Figures 2, 3 and 8 respectively, and a brief nention in
colum 6, line 48 of a punp housing, El contains very
little information as to how the punp is constructed.
Vari abl e di spl acenent rotary hydraulic punps are
however well known and one typical exanple is shown in
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Figure 2 of E5 with a housing conprising a case 12
nmounted on a valve block (at the extrenme right) to
define an internal cavity in which the punp shaft 16,
cylinders, pistons and yoke 20 are situated.

Thus E1 discloses explicitly or inplicitly essentially
the features of the pre-characterising portion of
claim1l. This has been accepted by the appellant.

E2 contains simlar information to that presented by El
and so there is no need to further consider E2.

Differences over the prior art, problemand sol ution

El contains no information on where its m croprocessor-
based el ectronic control conputer 34 and its sensors
22, 24, 26 and 28 are | ocated.

The present claim1, on the other hand, specifies that
the electronic control means 42 (including the nmeans
220 for receiving and storing electronic contro
signals) and the sensor neans 50, 52 and 54 are nounted
on walls of said valve block 62 so as to forma unitary
assenbly with the nmachi ne.

These features are shown in Figures 2 to 7 of the
patent and are described in colum 8, line 47 to

colum 9, line 50. Figure 2 shows the electronic
control neans 42 beneath a cover 132 and Figure 4 shows
that this cover abuts the valve block 62. Figures 4 and
6 show a magnetic sensor 168 in the valve bl ock 62 for
t he punp speed sensor 54. Figures 2 and 3 show a
pressure sensor 52 in the valve block 62. Figure 5
shows a val ve position sensor 50 in the valve bl ock 62.
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The term "val ve bl ock” when applied to a variabl e

di spl acenent rotary hydraulic machi ne of the kind

di scl osed by the present patent has a precise and
restricted neani ng. The valve block referred to in
claim1 is not nerely the body of any valve (e.g. it is
not part of the servo valve 44 shown on Figures 1 and 8
whi ch feeds the yoke position actuator 48) but the

bl ock nunbered 62 in Figure 4 of the patent. This bl ock
is a substantially constructed base by nmeans of which
the machine is nounted on site, which stays behind with
the punp inlet and outlet piping when the case is
renoved, and which - with the valve plate 88 - routes
the hydraulic fluid between this piping and the
cylinders of the rotating cylinder block. The val ve

bl ock is al so shown to the extrene right in Figure 2 of
E5.

However, while the termvalve block has a precise and
restricted neaning, it is clear that the wording
"mounted on walls of said valve block” inclaim1l
cannot be taken too literally. The electronic contro
means 42 is nmounted on one wall of the valve bl ock but
the sensors (see especially sensor 50 on Figure 5) are
mounted in the valve block (and the rod 138 of sensor
50 could be said to be carried by the valve block). It
Is clear that the features of the characterising
portion are attached to the valve bl ock and supported
t hereby, instead of being nounted perhaps renotely or,
as shown in Figure 2 of E5 for the swash plate angle
sensor 25 and speed sensor 60, nmounted on the case.

Mounting the electronic control neans 42 and the sensor
nmeans 50, 52 and 54) as defined in the characterising
portion of claim1l provides a variabl e di spl acenent
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rotary hydraulic machine which is in one piece. This
sinplifies on-site installation in an el ectrohydraulic
system (see colum 2, lines 46 to 51 of the patent).
Mor eover al t hough external electrical wiring (e.g. to
the master controller 34 shown in Figure 1 of the
patent) is still required, there is an overal
sinmplification of the wiring because the wiring from
the sensors to the control neans is local i.e. staying
at the machine. Still further, if the case is renoved
fromthe machi ne for maintenance or diagnosis then
there is the m ninum of disturbance to the conponents
in the internal cavity (e.g. the yoke position sensor
50 shown on Figure 5 can stay in place, conpare

Figure 2 of E5 where the yoke sensor 25 nust be renoved
with the case 12).

Thus the problem starting fromE1l, of providing an

i nproved vari abl e di spl acenent rotary hydraulic nmachine
is solved by the features of the present claim1, and
in particular by the features of the characterising
portion.

I nventive step

It has been stated in the above section 5.1 that E1l
contains no information on where its m croprocessor-
based el ectronic control conputer 34 and its sensors
22, 24, 26 and 28 are physically located. O the other
prior art docunents in the appeal proceedings it is
only E5 that discloses a variable displacenent punp in
any nechani cal detail. However in this docunent, see
Figure 2, the sensors are nounted not on the valve

bl ock but on the case 12. Myreover there is no

m cr opr ocessor - based el ectronic control neans and the
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cabl es | eaving the sensors 25 and 60 on Figure 2
I ndi cate that the sensor signal are received by
somet hing external to the punp.

Thus neither E1 nor E5 nor their conbination could |ead
the skilled person to the subject-matter of claiml.

E3 discloses that it is advantageous to integrate
fluidics and electronics in a single building group
(see page 66, mddle colum first paragraph), that
sensors can be built into the fluidic device (see
page 66, right-hand columm, second paragraph) and that
sensors and el ectronics can be integrated in a valve
(see page 83, left-hand colum, second paragraph).

Mor eover page 83 of E3 discloses a closed |oop contro
valve with sensors and where the electronics are in a
casing abutting the val ve body (see Figure 4 and

lines 12 to 18 of the |eft-hand colum). Apparently
such a valve is shown in Figure 3 on page 68 |inked by
arrows to conponents such as a cylinder, a notor,
sensors and controllers.

Wi |l e E3 makes several general points it is short on
detail especially where the construction of the valve
of Figure 4 on page 83 is concerned. It could be

I magi ned however that this valve is simlar to the
servo val ve assenbly 34 with an on-board m croprocessor
based val ve controller 32 shown in detail in Figure 2
of E4.

The question is whether E3 would |l ead the skilled
person fromthe machine of E1 to the clai nmed subject -
matter. Certainly on Figure 4 on page 83 of E3 the
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sensor and el ectronics are part of the assenbly but the
assenbly is a servo valve and not a variable
di spl acenent rotary hydraulic machine.

There is no reason why the skilled person nodifying the
machi ne of E1 would be led by E3 (or E4) to nount the
sensors and the electronics on the valve bl ock of the
vari abl e di spl acenent rotary hydraul i c machi ne,
remenbering that this valve block is a specific part of
the machi ne and not the block of just any valve (see
section 5.3 above).

On page 68 of E3 the valve is linked to a notor by an
arrow but this does not nean that the valve is neant to
be nmounted directly on the notor, it is nore likely
that they are nerely neant to be connected together by
pi pi ng. Moreover there is no indication that the notor
is a variable displacenent rotary hydraul i c machi ne
with a valve block. Even if it were, and if the valve
wer e nounted physically on the notor, then the sensors
and el ectronics would still be nmounted on the servo
val ve and not on the valve block of the variable

di spl acenent machi ne.

Nei t her E3 nor E4 nor E5 discloses the features in the
characterising portion of the claim The respondent has
not cited any prior art docunment that shows these
features but argues that they are acknow edged as known
by the patent in suit, e.g. in lines 40 and 41 of
columm 8 where "punp 40 is of generally conventiona
construction". However this statenment is preceded by
the words "To the extent thus far described" and
concerns only the basic construction of the case, valve
bl ock, shaft and pistons etc. but not the sensors and
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el ectronics which are described after this statenent.

6.7 The statements in E3 referred to in the above section
6.2 (e.g. concerning the desirability of integrating
fluidics and electronics in a single building group)
woul d not | ead the skilled person fromthe machi ne of
El to the clained nmachine in an obvious manner. These
statenents are too general and could not lead to the
speci fic arrangenment of sensors and el ectronics on the
val ve bl ock set out in claim1.

6.8 Accordingly the board cannot see that any conbi nation
of the docunments E1 to E5 could (let alone would) |ead
the skilled person in an obvious manner to the clained

subj ect-matter

6.9 Thus, as required by Article 56 EPC, the subject-nmatter
of the independent claim1l involves an inventive step.

7. The patent nmay therefore be naintai ned anended, based
on i ndependent claim1, clainms 2 to 30 dependent

t hereon, the anended description and the granted
dr aw ngs.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent in the follow ng version

2340.D
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- claims 1 to 30 filed in the oral proceedings,
- colums 1 to 6 of the description together with
the supplenent to be inserted in colum 3 between

lines 36 and 37, filed in the oral proceedings,

- colums 7 to 15 of the description as granted, as
wel | as

- the figures as granted.

The Regi strar: The Chai r man:

N. Maslin C. Andries
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