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The Appel | ant (Opponent) | odged an appeal on 25 March
1997 against the interlocutory decision of the
Qpposition Division, posted on 16 January 1997, which
found that the European patent No. 399 731 in the form
as anended during opposition proceedi ngs according to
the then pending request nmet the requirenents of the
EPC.

The opposition was based on the grounds of |ack of
novelty and inventive step and was supported by several
docunent s i ncl udi ng:

(1) EP-A-400 974,

(2) EP-A-426 021

(3) EP-A-420 237

(4) EP-A-253 310,

(7) Pharmazie, Vol. 43, pages 315 to 317 (1988),

(8) Drug Devel opnment Research, Vol. 8, pages 95 to 102
(1986), and

(9) Yagaku Zasshi, Vol. 94, pages 708 to 716 (1974).

The deci son was based on an anmended first set of ten
clainms for the Contracting States AT, BE, CH, DE, DK
FR, GB, IT, LI, LU NL and SE, independent claim1l
readi ng as foll ows:
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"1. An azai ndene derivative of the fornula I

3
R N
[l Z
R4/A Tj\ﬂi I
~ /[ﬁ

X Q2

wherein A together with the adjacent vinylene group of
the im dazole noiety conpletes an azene ring sel ected
from pyridine, pyrimdine, pyridazine or pyrazine ring;
R is (1-8CQal kyl, (3-8Ccycloal kyl, (3-8C)-cycl oal kyl -
(1-4Q) al kyl, phenyl or phenyl (1-4Cal kyl; R is
hydrogen, (1-4C)al kyl, (1-4C)al koxy, hal ogeno,
trifluoromethyl, cyano or nitro; R and R are optional
substituents on the said azene ring, independently

sel ected from hydrogen, (1-4C)alkyl, (3-8C)cycloalkyl,
(1-4C) al koxy, hal ogeno, trifluoronethyl, cyano,

hydr oxy, hydroxynethyl, fornyl, and nitro; or when A
together with the imdazole noiety to which it is
attached is an imdazo[ 4, 5-b] pyridi ne or

i m dazo[ 4, 5-c] pyridine group, R® and R}, when they are
on adj acent carbon atons of A forma trinethylene or
tetramet hyl ene group, or together with the adjacent

vi nyl ene group of A conplete a benzene ring, the latter
optionally bearing a hal ogeno, (1-4C)alkyl or

(1-4C) al koxy substituent; or when A together with the

i mdazole nmoiety to which it is attached is other than
a 1Himdazo[4,5-c]pyridine ring, one of R or RRis a
carboxy or (1-6C)al koxycarbonyl group and the other is
as defined above; X is phenyl ene optionally bearing a
substituent selected from (1-4C) al kyl, (1-4C)al koxy and
hal ogeno, or X is a direct bond between the adjacent
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phenyl and nethyl ene noieties; and Zis 1Htetrazol-5-
yl or a group of the fornmula -CO OR; or -CO NH SO. R
in which R is hydrogen or a non-toxic, biodegradable
resi due of a physiologically acceptabl e al cohol or
phenol, and R is (1-6C)al kyl, (3-8C) cycloal kyl or
phenyl; and wherein any of said phenyl noieties may be
unsubstituted or bear one or two substituents

i ndependently selected from (1-4C)al kyl, (1-4C)al koxy,
hal ogeno, cyano and trifluoronethyl; or a
physi ol ogi cal |y acceptable salt thereof except when R
is other than hydrogen and R® or R* is other than

car boxy."

The further independent clainms 8 9 and 10 of that
first set were directed to a process for the

manuf acture of the conpounds as defined in claiml, to
a pharmaceutical conposition conprising a conmpound as
defined in claiml1 and to intermnedi ate conpounds
according to general fornmula | wherein a protecting
group was affixed to the 1Htetrazol-5-yl group of the
substituent Z, respectively.

The second set of three clainms for the Contracting
State ES and the third set of four clainms for the
Contracting State GR were as granted; both conprised an
i ndependent process claimidentical to claim8 for the
ot her designated Contracting States and an i ndependent
use claimdirected to the use of the conpounds of
formula I, and, for the Contracting State GR
additionally an independent product claimidentical to
claim 10 for the other designated Contracting States.

The Opposition Division held that the docunents cited
nei ther anticipated nor rendered obvious the subject-
matter of the patent in suit as anended.
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The individual conpounds disclosed in docunents (1) to
(3), which the OQpponent used for challengi ng novelty,
were covered by claim1l of the patent in suit. However,
the relevant part of claiml, i.e. the generic fornula
as well as the definitions of the substituents given

t herei n which covered those individual conpounds, was
al ready described in the first priority docunent of the
patent in suit. To that extent claiml1l was entitled to
that first priority date. Docunments (1) to (3) having a
|ater priority date, thus, were not novelty destroying
pursuant Article 54(3) EPC.

Concerning inventive step the Opposition Division held
that, starting fromdocunent (4) as closest prior art,
the invention aimed at providing further conpounds

wi thout altering their angiotensin Il antagonistic
activity. The structural nodifications carried out on

t he known conpounds to arrive at the conmpounds cl ai ned
were not rendered obvious by docunents (7) to (9) since
t hese were directed to conmpounds having conpletely

di fferent pharnmacol ogi cal activities.

The Appel |l ant argued that the clained subject-matter
was neither novel nor inventive for the reasons being
in essence as follows:

A Docunents (1) to (3) disclosed in sonme exanpl es
particul ar individual conpounds representing a
specifically selected class of compounds accordi ng
to fornmula | wherein the substituent A was a
pyridine ring substituted with a nmethyl group at
the 7-position and R' a | ower (cyclo)al kyl group
Those individual conpounds were entitled to
priority dates which were situated after the first
but before the second priority date of the patent
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insuit. CQaiml of the patent in suit covered

t hose individual conpounds; however, that claim
was only partially entitled to the first priority
date, i.e. only with respect to those el enents

di sclosed in that priority document, pursuant to
Article 88(3) EPC. Wiile the first priority
docunent of the patent in suit backed up the
generic formula of present claiml1, it neither
specified the particul ar individual conpounds

di scl osed in docunents (1) to (3) nor the
correspondi ng particul ar class of conpounds.
Hence, the patent in suit was not entitled to the
first priority date clained with regard to those
i ndi vi dual conmpounds. Thus, docunents (1) to (3)
were prejudicial to the novelty of the subject-
matter of claim1l according to Article 54(3) EPC.

B. Starting fromdocunent (4) as closest prior art
whi ch taught structurally close conmpounds having
angiotensin Il antagonizing activity, the
obj ective problemunderlying the patent in suit
was the provision of alternative conpounds having
the sane activity. Docunents (7) to (9), the
conpounds thereof having pharnmaceutical activity,
gave the person skilled in the art the incentive
to fuse a 6-nenbered heterocyclic ring to the
i mdazol npiety of the conpounds known from
docunent (4) thereby arriving w thout inventive
ingenuity at the clainmed invention.

The Respondent (Proprietor of the patent) argued that
none of the cited docunents anticipated the subject-
matter of the patent in suit as anended and that none
of the cited docunents rendered the claimed subject-
matt er obvious for the reasons being in essence as
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foll ows:

A Docunents (1) to (3) qualified as state of the art
pursuant to Article 54(3) EPC only in respect of
subj ect-matter which was entitled to an earlier
priority date than the subject-matter of the
clainms of the patent in suit as anmended. In
particul ar, those docunents did not qualify as
state of the art in respect of the clained group
of conmpounds which generically or specifically
enjoyed the first priority date of the patent in
suit since this was the earliest of any priority
dates. The disclosure of a generic group in the
priority docunment entitled that particular group
to that priority date. The individual conpounds of
the state of the art referred to by the Appellant
were exanples within the cl ai med generic group of
conpounds which was entitled to that first
priority date of the patent in suit. Thus, the
di scl osure of those individual conmpounds in
docunents (1) to (3) claimng later priority dates
was not novelty destroying.

B. Starting fromdocunent (4) as closest state of the
art and aimng at the provision of further
conpounds havi ng angi otensin Il antagoni zi ng
activity, the skilled person would not take into
account docunents (7) to (9) since they addressed
di fferent pharmaceutical activities, nanely
t ubercul ostatic, antiallergic and
hypochol esterolem ¢ activity. Therefore, the
cl ai med subject-matter was not obvious in the
[ight of that prior art.

VII. The Appel |l ant requested that the decision under appeal

0008. D Y A
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be set aside and the patent revoked.
The Respondent requested that the appeal be dism ssed.
Oral proceedings were held on 24 COctober 2000. At the

end of the oral proceedings the decision of the Board
was given orally.

Reasons for the Decision

1

0008. D

The appeal is adm ssible.

Amendnents (Article 123(2) and (3) EPQO

The amended set of clains for the designated
Contracting State AT, BE, CH, DE, DK, FR, GB, IT, LI

LU NL and SE as well as the respective sets of clains
for the designated Contracting States ES and GR, which
are in the formas granted, are those underlying the
deci si on under appeal. No objections pursuant to
Article 123(2) and (3) EPC were raised in the decision
under appeal against the anmended set of clains. In
appeal proceedings the Appellant did not challenge in
this respect any of the amendnents nade; nor does the
Board see any reason to take a different view since the
amendnents nmade to the clains as granted are limted to
the renoval of two clainms and to the deletion of one

i ndi vi dual conmpound fromthe list given in claim6.

Thus, that anended set of clains is held to nmeet the
requirenents of Article 123(2) and (3) EPC.

Novel ty
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Docunents (1) to (3) have been relied on for

chal  enging the novelty of the subject-matter of
claiml of the anmended set of clains for the
Contracting States AT, BE, CH D, DK FR GB, IT, LI
LU, NL and SE. Those docunents were internediate
docunents having priority dates situated between the
first and the second priority date clained by the
patent in suit. The Appellant and the Respondent had
di vergent views on the matter of whether or not the

di scl osure of particul ar individual conmpounds in
docunents (1) to (3) generically covered by present
claiml1l were detrinmental to the patent's right to its
first priority date. Consequently, both parties cane to
contrary concl usions as to whether or not those
docunents constitute state of the art pursuant to
Article 54(3) EPC destroying the novelty of the
subject-matter of claim 1. Therefore, the matter of an
effective claimon priority has to be decided by the
Board, however, only insofar as it is relevant for the
present case.

The patent in suit clains two priorities, the first
dated 23 May 1989 and the second dated 15 March 1990.
Docunent (1) clains the priorities dated 30 May 1989
and 4 May 1990, the forner being between the first and
the second priority date of the patent in suit.
Docunent (2) clains the priorities dated 31 Cctober
1989, 22 Decenber 1989 and 21 May 1990, the two forner
bei ng between the first and the second priority date of
the patent in suit. Docunment (3) clainms the priorities
dated 29 Septenber 1989 and 27 Decenber 1989, both
bei ng between the first and the second priority date of
the patent in suit. These interpenetrating priority
dates of the patent in suit and the addressed docunents
require the provisions governing priority to be
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consi dered accurately.

Wth respect to the purpose of Article 54(3) EPC, the
right of priority has the effect that the date of
priority counts as the date of filing of the European
pat ent application as prescribed in Article 89 EPC
This effect of the priority right applies to the patent
in suit as well as to docunents (1) to (3) which are
Eur opean patent applications.

Whet her or not and, if so, to what extent the patent in
suit and those docunents are entitled to their
respective priority dates is governed by Article 88(3)
and (4) EPC which states that if one or nore priorities
are clainmed, the right of priority covers only those
el ements which are included in the application whose
priority is clained, taking into account the
application as a whole. In the present case it follows
therefromthat the patent in suit as well as docunents
(1) to (3) may only partially be entitled to a
particular priority date, i.e. only for those el enents
di sclosed in the corresponding priority docunment as a
whole. This principle of a partial entitlenment to a
specific priority date also applies to a single claim
since nultiple priorities may be clainmed for any one
claim i.e. any single claim pursuant to

Article 88(2), second sentence, EPC. Thus, the

provi sions governing the priority right provide for
that present claiml1 for the Contracting State AT, BE
CH, DE, DK, FR, GB, IT, LI, LU NL and SE may only
partially be entitled to the first priority date

cl ai ned.

Applying these provisions to the present case, a basic
consideration is that claim11, which was chal |l enged by
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t he Appellant, would have the benefit of the first
priority date clained to the extent that its el enents
are disclosed in the first priority docunent of the
patent in suit. To the extent that claim1 enjoys that
first priority date, none of the docunents (1) to (3)
may be considered to be conprised within the state of
the art in the sense of Article 54(3) EPC for the
sinple reason that all those docunents claimlater
priority dates. Only to the extent that sone

enbodi nents di scl osed in docunents (1) to (3) and
falling within the scope of present claim1, would
benefit frompriority dates earlier than the second
priority date of the patent in suit (cf. point 3.2
above) while claim1l to that extent would not be
entitled to the first priority date clained, those
docunents woul d constitute state of the art in the
sense of Article 54(3) EPC anticipating the subject-
matter of claiml.

Thus, on the basis of the conclusions indicated above,

t he enbodi nents di scl osed in docunents (1) to (3) as
well as the extent to which claim1 is supported by the
first priority date need cl oser exam nation.

The Appellant referred in appeal proceedings to the

i ndi vi dual conpounds di scl osed in Exanples 9 and 10 of
docunent (1), to the individual conpounds No. 1 and 11
di scl osed in Exanple 6 of docunent (2) and to the

i ndi vi dual conpounds di scl osed in Exanples 2, 3 and 5

of docunment (3) and to the conpounds No. 2 to 6 and 11
di scl osed in Exanple 5 thereof, which are 7-nethyl - 3-

[(2'-(1H tetrazol -5-yl)bi phenyl -4-yl ) et hyl ] -3H

i m dazo[ 4, 5-b] pyri di nes having at the 2-position an

et hyl, propyl or butyl group or, in the absence of the
7-met hyl group, a cyclopropyl group, or which are 4'-
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[ (7-met hyl - 3H-i m dazo[ 4, 5- b] pyri d- 3-yl) net hyl ] bi phenyl -
2-carboxylic acids having at the 2-position of the

i m dazopyridyl ring a nethyl, ethyl, propyl, butyl,
cycl opropyl or cycl obutyl group.

These individual conpounds satisfy the general

formula | according to claiml of the patent in suit;
internms of that claim the substituent A represents in
t hese conpounds a pyridine ring, R hydrogen, X

phenyl ene and Z 1Htetrazol -5-yl or -COOH The

i ndi vi dual substituents situated at the 2-position in

t hose conpounds fall under the generic definitions (1-
8C) al kyl and (3-8C)cycloal kyl alternatively given in
claim1l for the substituent R, and those at the 7-
position are either hydrogen or fall under the generic
definition (1-4C)al kyl, both given in claim1l for the
substituents R and R, respectively. Thus, any of those
i ndi vi dual conpounds di sclosed in docunents (1) to (3)
is generically covered by claim1 of the patent in
suit. This finding has not been contested by the
Respondent .

The first priority docunent GB 8911855 of the patent in
suit discloses on page 2, paragraph 2 in conbination

wi th page 19 the sane general formula | as in present
claim1l. The neanings pyridine for the substituent A,
hydrogen for R?, phenylene for X, 1Htetrazol-5-yl and
-COCH for Z, (1-8C alkyl and (3-8C)cycloal kyl for R,
and hydrogen and (1-4C)al kyl for the substituents R® and
Rt find literal support in that first priority document
on page 2, paragraph 2, lines 3 to 11 and 13 to 15.

Therefore those enbodi nents of claim1 of the patent in
suit having the general fornmula | and the particul ar
definitions for the substituents A R, R, R, R, X and
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Z given above, represent elements within the neaning of
Article 88(3) EPC which are entitled to that first
priority date. Thus, at least to that extent, claiml
enjoys the first priority date clainmed which is the

23 May 1989. Since any of the docunents (1) to (3)
nmerely has the benefit of priority dates after that
date (cf. point 3.2 above), they cannot be conprised
within the state of the art pursuant to Article 54(3)
EPC.

The Board is not convinced by the Appellant's argunent
that the disclosure of particular individual conpounds
in docunents (1) to (3) referred to in point 3.4.1
above, which were not individually backed up by the
first priority docunment of the patent in suit, though
generically covered by present claiml1, was detrinental
to that extent to the patent's right to the first
priority date clained resulting in a | ack of novelty.

It is established case | aw of the Boards of Appeal that
i ndi vi dual conpounds which may be considered as a
selection froma general formula, in the present case
fromgeneral formula | in claim1l of the patent in
suit, and which were specifically disclosed for the
first tinme in docunents (1) to (3), do not affect the
Respondent-Proprietor's right to the priority date
clainmed in respect of that general fornula as such and
its generic elenments (see decision T 85/87, point 4 of
t he reasons, not published in Q) EPO). Since in the
present case the relevant elenents of claiml in the
sense of Article 88(3) EPC, i.e. general formula | and
the particular, generic definitions for each
substituent thereof which are rel evant vis-a-vis those
i ndi vi dual conpounds specifically disclosed in
docunents (1) to (3), were properly disclosed in the
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first priority docunent of the patent in suit, claim1l,
at least to that extent, retains the unreserved benefit
of the first priority date clainmed, regardl ess of any
further docunents in the art entitled to later priority
dat es.

In the Board's judgenent, therefore, none of the
docunents (1) to (3) is prejudicial to the novelty of
the subject-matter of claiml of the set of clains for
the Contracting States AT, BE, CH, DE, DK, FR, GB, IT,
LI, LU NL and SE; nor, by the sane token, anticipate

t hose docunents any of the further clains thereof which
were not objected to by the Appellant.

Nor does the Appellant challenge the novelty of any of
the clains of the sets of clainms for the Contracting
States ES and GR, respectively. The Board is thus
satisfied that the novelty of none of those clains is
dest royed.

For these reasons, the Board concl udes that the clained
subject-matter of the patent in suit is novel and neets
the requirements of Article 52(1) and 54 EPC

| nventive step

The patent in suit relates to substituted

1- (bi ) phenyl nmet hyl -i m dazol e conpounds havi ng
angiotensin Il antagoni zing activity (patent
specification page 2, lines 4, 5, 26 and 27).
Structurally simlar conpounds having the sane

phar macol ogi cal activity already belong to the state of
the art: docunent (4), which is the state of the art
acknow edged in the specification of the patent in suit
on page 2, line 24, refers to conpounds having the
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i dentical angiotensin Il antagonizing activity (page 1
lines 13 and 14). That prior art docunent discloses

i m dazol e conmpounds substituted at the 1-position with
a carboxy substituted bi phenyl met hyl group.

The Board considers, in agreenment with the Appell ant,

t he Respondent and the Qpposition Division, that this
di scl osure of docunment (4) represents the closest state
of the art, and, hence, the starting point in the
assessnent of inventive step.

In view of this state of the art, the problem
underlying the patent in suit as submtted by the
Respondent and acknowl edged by the Appell ant consists
in providing further conpounds having angiotensin |
ant agoni zi ng activity.

The patent in suit proposes as the solution to this
probl em t he conpounds wth the general fornmula | (see
point |11 above) which are essentially characterized by
t he presence of an azene ring fused to the im dazole
ring.

The specification of the patent in suit denonstrates on
page 6, line 6 to page 7, line 20 by way of a test
report that the clainmed conmpounds achi eve an
angiotensin Il antagonizing activity, i.e. solve the
probl em defi ned above. Several tests were carried out
invitro and in vivo and the results indicated show
that the angiotensin Il activity is antagoni zed due to
t he presence of a clainmed conpound according to general
formula I.

For these reasons, the Board is satisfied that the
probl em underlying the patent in suit has been
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successfully solved. This finding has not been
chal | enged by the Appell ant.

Finally, it remains to be decided whether or not the
proposed solution to the probl em underlying the patent
in suit is obvious in view of the cited state of the
art.

Docunent (4), i.e. the closest prior art docunent (see
point 4.1 above), is directed to unfused

1- bi phenyl net hyl -i m dazol e conpounds havi ng angi ot ensin
Il antagonizing activity. It does not give any
incentive to structurally nodify the imdazole ring by
fusing it with an azene ring in order to provide
further conpounds show ng that pharmacol ogi ca

activity. Thus, document (4), on its own, does not
render obvious the solution proposed by the clained

i nvention.

Docunents (7) to (9) refer to i mdazol e conpounds
wherein an azene ring is fused to the imdazole ring,
havi ng pharmacol ogi cal activities. However, it is to be
noted that the conpounds of docunment (7) are reported
to show tuberculostatic activity, those of docunent (8)
to show antiallergic activity and those of docunent (9)
to show hypochol esterolem c activity which are

phar macol ogi cal activities substantially different from
and unrelated to that of the present invention, i.e. to
ant agoni ze the action of angiotensin Il. Therefore, a
person skilled in the art would not take the teaching
of those docunents into consideration at all when

| ooking for a solution to the problem underlying the
patent in suit of providing further conmpounds having
angiotensin Il antagoni zing activity.
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The Appellant's objection of obviousness based on
docunents (7) to (9) |eaves aside the established
jurisprudence of the Boards of Appeal that, when
assessing inventive step, the decisive question is not
whet her the skilled person could have arrived at the
invention, in the present case by fusing an azene ring
to the imdazole ring, but whether he would have done
so wth the reasonabl e expectation of providing
conpounds havi ng angi otensin Il antagonizing activity
(see for exanple decision T 2/83, QJ EPO 1984, 265,
point 7 of the reasons). Thus, as is clear fromthe
precedi ng considerations, the latter condition has not
been nmet since the decisive fact remains that documents
(7) to (9) are directed to conmpounds having different
phar macol ogi cal activities.

Hence, the skilled person would ignore docunents (7) to
(9) when aimng at a solution to the probl em underlying
the patent in suit.

To summarise, in the Board s judgenent, none of the
docunent s addressed above renders the clained invention
obvi ous, either taken alone or in conbination.

The Appellant not relying on further docunents in order
to support his objection of obviousness, the Board is
satisfied that none of the other docunents in the
proceedi ngs renders the proposed sol ution obvious.

For these reasons, the Board concl udes that the
subject-matter of claim1 of the set of clains for the
Contracting States AT, BE, CH D, DK FR GB, IT, LI
LU, NL and SE, and, by the sanme token, that of
dependent clainms 2 to 7, that of independent claim8
directed to a process for the manufacture of the
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conpounds as defined in claiml1, that of independent
claim9 referring to a pharnmaceutical conposition
conprising a conpound as defined in claim1l and that of
i ndependent claim 10 directed to intermedi ate conpounds
according to general formula I, as well as the subject-
matter of any of the clains of the sets of clains for
the Contracting States ES and GR respectively, involve
an inventive step within the neaning of Articles 52(1)
and 56 EPC.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

N. Maslin A. Nuss

0008. D



