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Summary of Facts and Submn ssions

1670.D

This appeal is fromthe Opposition division' s decision
revoki ng European patent No. 414 549 conpri sing
15 clainms, for insufficiency of disclosure.

The only independent claim1l of the patent as granted
read:

"1. A nobile liquid conmposition conprising: water, a
surfactant or m xture of surfactants present in a
concentration sufficient to forma nobile spherulitic
or dispersed | anellar phase in the absence of

El ectrol yte; and a substantially water insoluble
functional material, suspended in the conposition, said
conposition being substantially free fromEl ectrol yte."

In its decison the Opposition division found that the
patent in suit did not neet the requirenments of

Article 83 EPC essentially since the patent in suit did
not gi ve any gui dance how a skilled person could find
surfactants other than those specified in the exanpl es
to prepare all the conceivabl e enbodi nents covered by
the cl ai m because these functionally defined conpounds
could only be determ ned with undue burden.

The Appel |l ant | odged an appeal against this decision
and submtted in essence

- that the definition of a chem cal substance by a
property such as solubility was not strictly
speaki ng a functional definition;

- that the definition in the claim by inplication,
was limted to those surfactants capabl e of
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formng a nobile spherulitic or dispersed |anellar
phase in the absence of an electrolyte phase in a
binary m xture with water and that this set of
surfactants could not be indicated by any ot her
name;

- that a skilled chem st would have no difficulty in
predicting or identifying the surfactants which
woul d be useful;

- that there was no necessity of establishing a
phase di agram for each surfactant;

- that the Opposition division was wong when
stating that the objective was how to obtain a
| anel [ ar phase; the actual problemwas how to
suspend solids in water;

- that the clainmed conpositions were able to suspend
any insoluble solid frommcron sized particles up
to paper clips.

- that docunents (1), (2) and (3) were irrel evant.

V. The Respondent submitted in essence

- that the patent did not give any pointer how to
sol ve the problem w t hout undue burden;

- that the nunber of experinents was indefinite
because there were al so phase di agrans of surface
active substances which did not show | anel |l ar or

spherulitic phases;

- that the exanples of the patent in suit were

1670.D Y A
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I sol ated cases which were of no help for executing
the invention;

- that the subject-matter of claim11 | acked novelty
over docunent (4);

- that the patent |acked an inventive step over
docunents (5), or (5) and (7);

- that the affidavits were not apt to prove
sufficiency of disclosure;

- that the patent in suit did neither disclose a
concrete sel ection nodus for making the
conpositions nor restrictions with respect to the
solids to be suspended (see for instance page 6,
lines 18 to 24).

VI . During oral proceedings, which took place on 5 Apri
2001, the Appellant submtted a new main request
conprising 12 clains, claim1 of which read as foll ows:

“"1l. A nobile liquid conposition conprising:. water; a

m xture of surfactants; and a substantially water

i nsol ubl e functional material characterised in that
said m xture of surfactants has a nean solubility
paraneter in the range 10 to 12 and forns a nobile
spherulitic phase in water in the absence of

el ectrolyte and at a concentration within the range 8
to 25% of surfactant based on the total weight of said
m xture of surfactants and water; said m xture of
surfactants being present in a concentration sufficient
to forma nobile spherulitic phase in the absence of

el ectrolyte; said substantially water insoluble
functional nmaterial being suspended in the conposition;

1670.D Y A
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said conposition being substantially free from
el ectrol yte. "

The Respondent submitted docunent
(9) R Heusch and F. Kopp, "Structures in aqueous
sol utions of nonionic tensides", Progress in

Colloid & Polynmer Science, vol. 77, 1988, 77-85.

in order to prove that the requirenents of Article 83
EPC were not net.

The Appel |l ant requested that the decision under appea
be set aside and a patent be granted on the basis of

the clains 1 to 12 submtted during oral proceedings.

The Respondent requested that the appeal be dism ssed.

Reasons for the Deci sion

1670.D

Articles 84 and 123 EPC

Apart fromeditorial anmendnents claim1l filed during
oral proceedings differs in essence fromclaim1 as
originally filed in that the words "a surfactant or"
and the sentence "present in a concentration sufficient
to form... a lanellar phase" have been del eted, and
the passage "said m xture of surfactants has a nean
solubility paraneter of 10 to 12 and forns a nobile
spherulitic phase in water in the absence of

el ectrolyte and at a concentration within the range 8
to 25% of surfactant based on the total weight of said
m xture of surfactants and water" was inserted in a
characterisation part.
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The basis for the amendnment is found in the description
(page 4, lines 54 to 56).

The Board is satisfied that the anmendnments did not give
rise to objections under Articles 84 and 123 EPC. Since
no further objections in respect to these articles were
rai sed during oral proceedings a detailed reasoning is
not necessary.

Articles 83 and 100(b) EPC

Claim1 concerns a nobile liquid conmposition
conprising, inter alia, a mxture of surfactants which
has a nean solubility paraneter in the range 10 to 12
and forns a nobile spherulitic phase in water in the
absence of electrolyte and at a concentration within
the range 8 to 25% of surfactant based on the total

wei ght of said m xture of surfactants and water.

Article 83 EPC requires that the invention has to be

di scl osed in a manner sufficiently clear and conplete
for it to be carried out by a person skilled in the
art. This neans that substantially any enbodi nent of
the invention covered by the broadest claim i.e.
claim1l, nust be capable of being realized on the basis
of the clains and the description of the respective

pat ent .

Exanples 7 to 10 of the patent in suit provide
conpositions neeting the requirenents of claim21 which
now concerns surfactants form ng a nobile spherulitic
phase. Furthernore the feasibility of the worked
exanples, in which typical exanples of surfactants were
used, remained unchallenged. It is inportant to note
that not only the exenplified specific enbodi nents nust
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be reproduci bl e but any enbodi ment which falls within
the anbit of the claim Therefore it had to be decided
whet her or not the subject-matter of claim1l as a whole
can be carried out by the person skilled in the art.

One of the present invention's essential technica
features, the m xture of surfactants is now defined by
its mean solubility paraneter, and the concentration of
the m xture to be used is defined as bei ng between 8
and 25% of surfactant based on the total weight of said
m xture of surfactants and water. Al so, the claimhas
been imted to surfactants formng a spherulitic
phase.

This neans that it has to be investigated whether or
not the clains cover subject-matter which after reading
the description would still not be at the disposal of
those skilled in the art. This question has to be
answered on the nerits of each individual case

eval uating the avail able evidence on the basis of the
bal ance of possibilities (see also T 409/91, head note,
first sentence, and point 3.3 of the Reasons for the
deci sion, OQJ EPO 1994, 653; and T 435/91, Reasons for
the Decision, point 2.2.1). In this context it has to
be kept in mnd that detailed instructions howto
obtain all possible variants within a functiona
definition are not mandatory for conplying with the
requirenents of Article 83 EPC (see also T 292/ 85,
headnote, 1., QJ 1989, 375).

The choice of the surfactants is nowlimted by the

requi renent of the solubility paraneter; the m xture of
surfactants should have a solubility paraneter of 10 to
12. Further, the concentration of the m xture should be
8 to 25% by wei ght based on the total weight of m xture
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and water. According to the description this
information is sufficient for obtaining the nobile
spherulitic phase (patent in suit, page 4, lines 54 to
56). In the Board's judgenent, the adjustnent of the
solubility paraneter and of the concentration range of
the mxture within the given limts, as well as of the
respective concentration ratios of the surfactants in
the m xture, lies within the skills of an ordinary
practitioner.

The Respondent argued that 80% of surfactants m xtures
used at a concentration of 8 to 25% by wei ght and
satisfying the solubility paraneter of claim1l did not
forma spherulitic phase. However no evi dence was
submtted to prove this allegation. It is true that
docunent (9) discloses a mxture of surfactants, "Dob
91/5-EO', which is a reaction product of G-, C, and
C,,- fatty alcohols wth ethyl ene oxide showi ng a
spherical structure at a concentration of 45% at a
tenperature of 0°C (see Figure 5, and page 79, right-
hand columm, three last lines) and a | anellar structure
at a concentration of 70% at 20°C (see Figure 6, and
page 80, |eft-hand colum, first paragraph). This is
however not sufficient evidence for proving that nost
surfactants m xtures at a concentration range between 8
and 25 weight % and with a solubility paranmeter of 10
to 12 would not forma spherulitic phase.

No evi dence was provided that the anopunt of trial and
error woul d i npose an undue burden on the skilled
person when it canme to the sufficiency of disclosure.

For these reasons it is concluded that the subject-
matter of the anended claim 1 conplies with the
requi renments of Article 83 EPC, as do the dependent
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clainms 2 to 12.

3. Rem ttal

The deci si on under appeal was based upon a set of
clains which is no | onger upheld by the Appellant.
Therefore, taking into account that the novelty and the
i nventive step of the subject-matter of the new set of
cl ainse was not yet exam ned, the Board considers it
appropriate to exercise its discretion under

Article 111(1) EPC and to remt the case to the first

i nstance for further prosecution on the basis of the
clains 1 to 12 of the request submtted during ora

pr oceedi ngs.

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of clains 1 to 12 as submtted
during oral proceedings.

The Regi strar: The Chai r man:

G Rauh P. Krasa
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