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Summary of Facts and Subm ssi ons

0483. D

The respondent is proprietor of European patent

No. 0 225 103 which was granted with 20 clains on the
basi s of European patent application No. 86 308 961.1,
whi ch nade reference, anong other prior art docunents,
to US-A-4 505 967.

Caim1l as granted read as foll ows:

"1. Method of making encapsul ated-lens retroreflective
sheeting which conprises the foll ow ng steps:

(1) partially enbed substantially a nonol ayer of |enses

into a carrier web,

(2) deposit specularly reflecting material over the
| ens-bearing surface of the carrier web,

(3) under heat and pressure, contact with a high

nmol ecul ar wei ght thernoplastic binder filmhaving a
wei ght average nol ecul ar wei ght of at |east 60,000 and
a nelt index |less than 750, portions of the specularly
reflecting deposit which are on | enses w thout
contacting any portion of the specularly reflecting
deposit which is on the surface of the carrier web

bet ween | enses,

(4) strip off the carrier web,

(5) lay a cover filmover the exposed | enses, and
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(6) apply heat and pressure along a network of
interconnecting lines to soften and deformthe binder
material into contact wth the cover film thus form ng
hernmetically sealed cells within which the |enses are
encapsul ated and have an air interface.”

Clainms 2 to 8 were dependent nethod clains and clains 9
to 20 were product clains.

An opposition was fil ed agai nst the patent on the
grounds of lack of novelty and inventive step having
regard to a plurality of prior art docunents.

The opposition division decided to nmaintain the patent
in amended form In particular, step 3 of the clained
met hod was anended to read (with sonme of the added
features being shown in bold type):

"3) assenble a high nol ecul ar wei ght thernoplastic

bi nder film having a wei ght average nol ecul ar wei ght of
at | east 60,000, a gradual change in viscosity over a
tenperature interval of 50°C in the softening range

i ndi cated by a | ess-than-order-of-magnitude reduction
in |l oss nodul us neasured in dynes per square
centineter, and a nelt index |ess than 750 agai nst the
nonol ayer of lenses in the carrier web, pass the
assenbly between rollers, the heat, pressure and rate
of passing between rollers being selected to enbed the
| enses into the thernoplastic binder filmand thereby
contacting the thernoplastic binder filmwth the
specul arly reflecting deposit on the |enses but not to
the extent that there is any contact between the

t her mopl astic binder filmand any portion of the
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specul arly reflecting deposit which is on the surface

of the carrier web between | enses,"”

The opponent | odged an appeal as the sol e appell ant
against the interlocutory decision of the opposition

di vision maintaining the patent in anmended form

At the oral proceedings of 17 Decenber 1998 before the
Board of Appeal the respondent (patent proprietor)
filed a total of 13 sets of clains as main and
auxiliary requests, sonme of them having already been on
file and discussed in the proceedi ngs before the

opposi tion division.

The main request on file contains clains 1 to 8 as
mai nt ai ned by the opposition divisioninits
interlocutory decision. Claim1l of this request is
objected to by the appellant (opponent) with respect to
a feature introduced during the opposition proceedi ngs.
It concerns the definition of the thernoplastic binder
filmby its | oss nodul us characteristic in step 3 of
the clained nethod ("a gradual change in viscosity ...
indicated by a ... reduction in |oss nodul us neasured
in dynes per square centineter"). In the appellant's
subm ssion this feature was unclear (Article 84 EPC),
ext ended beyond the content of the application as filed
(Article 123(2) EPC) and defined subject matter not
sufficiently clearly and conpletely disclosed for it to
be carried out by a person skilled in the art

(Article 83 EPC).

The first auxiliary request consists of a set of clains

whi ch is distinguished fromthe set of clains of the
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main request in that, in claiml1, the feature objected
to by the appellant has been del et ed.

In some of the further auxiliary requests the feature
deleted in the first auxiliary request at | east
partially reappears and/or these requests contain

suppl ement ary anendnents. For instance, in the seventh
auxiliary request, claim1l again contains this feature
and, noreover, features specifying the used heating and
pressi ng neans which are not included in the first

auxiliary request.

As last auxiliary request, the respondent requests
remttal of the case to the opposition division with
the order to reconsider the patentability of all sets
of cl ains.

The appel l ant, on the other hand, requests that al
petitions submtted by the respondent be exam ned for
clarity and in view of "reformatio in peius" and,
nor eover, that the follow ng questions be referred to

t he Enl arged Board of Appeal:

"1) Must an anended claimwhich, if accepted by the
Board of Appeal, would put the opponent and sole
appellant in a worse position than if he had not
appeal ed, be rejected? (see T 923/92, QJ EPO 1996, 564
vs. T 752/93 of 16 July 1996, unpublished in the QJ
EPO) ;

2) If the answer to the first question is no, is it
appropriate under such circunstances to rent the case

to the opposition division for further exam nation?"

0483. D Y A
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The appellant submtted the follow ng argunments in
support of his requests:

The respondent’'s main request contained inter alia the
feature "a gradual change in viscosity ....in dynes per
square centinmeter” which was not conprised verbatim in
the clains of the application as filed or in the clains
as granted and which is based on a cross-reference in
the original application to the docunent US-

A-4 505 967. The main request |acked clarity because
there was an anmbiguity as to which high nol ecul ar

wei ght thernopl astic binder filns were covered by the
present fornulation of the claimincluding the feature
referred to above.

In the respondent's first auxiliary request, this
particul ar feature had been del eted. Thereby, the
protection conferred by the patent was extended to

nmet hods of maki ng encapsul ated-1ens retroreflective
sheeting using high nol ecul ar wei ght thernoplastic

bi nder filnms which were not such that they showed "a
gradual change in viscosity ....in dynes per square
centineter", as was the case for the nmethod of claiml

mai nt ai ned by the interlocutory decision.

However, as stated in the decision G 9/92, QJ EPO 1994,
875, of the Enlarged Board of Appeal (see in particular
Headnote Il1), or in the decision G 4/93, which has the
sane text as G 9/92, if the opponent was the sole
appel | ant agai nst an interlocutory decision maintaining
a patent in amended form the patent proprietor was

primarily restricted during the appeal proceedings to

0483. D
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defending the patent in the formin which it was

mai nt ai ned by the opposition divisioninits
interlocutory decision. Arendnents proposed by the
patent proprietor as a party to the proceedi ngs as of
right under Article 107, second sentence, EPC, nust be
rejected as inadm ssible by the Board of Appeal if they
are neither appropriate nor necessary.

In the present case, it was therefore not open to the
respondent sinply to delete the feature objected to
fromclaim1l as this would have the effect of
substantially increasing the scope of the protection of
the patent in the appeal proceedings. This would be to
t he appell ant's di sadvantage. Shoul d the Board consi der
such an amendnent to be adm ssible, the appellant would
envi sage wi thdrawi ng the appeal. Instead, the only
course of action open to the respondent was to restrict
the thernoplastic binder filmin claiml to specific
resins which were both explicitly nentioned in the
opposed patent and proved to possess the |oss nodul us
characteristic defined by the feature objected to.
Shoul d the present Board of Appeal have any doubt about
this and be inclined to go against the order of the
decision G 9/92, then the requested questions should be

asked to the Enl arged Board of Appeal.

The respondent argued in substance as follows in

support of his requests:

The skilled reader was able to determ ne which high
nol ecul ar wei ght thernopl astic binder filmwas covered

by the present fornulation including the feature "a

gradual change in viscosity ....in dynes per square

0483. D
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centineter”, even if sone of these materials would not
be chosen by himtaking into account other technical
reasons. Therefore, claim1l of the main request was

cl ear.

As to the adm ssibility of the first auxiliary request,
the follow ng had to be taken into account:

Firstly, if the feature objected to in claim1l of the
mai n request was to be considered as neani ngl ess, then
deleting it for arriving at the first auxiliary request

did not extend the protection.

Mor eover, according to decision G 9/92 (see point 16 of
t he reasons), anendnents proposed by the patent
proprietor and respondent in the appeal proceedings
coul d indeed be rejected by the Board of Appeal if they
were neither appropriate nor necessary, which was the
case if the anmendnents did not arise fromthe appeal

However, in the present case, where deleting the
feature "a gradual change in viscosity ....in dynes per
square centineter" was for neeting the objection that
said feature introduces unclarity, the anendnent
proposed for the first auxiliary request in the appeal
proceedi ngs was, in the sense of the decision G 9/92,
appropriate and necessary as arising fromthe appeal.
Therefore, it should not be rejected. This was also in
line with the conclusions of decision T 752/93 stating
that such anendnents could actually extend the scope of

the clains as mai ntained by the opposition division.

I n any case, although the respondent was not agai nst

0483. D Y A
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referral to the Enlarged Board of Appeal of the
guestion of "reformatio in peius" wth respect to the
first auxiliary request, indications by the Board about
the admi ssibility and allowability of the sets of
clainms of the further auxiliary requests, sone of which
contain the feature objected to in claim1l1, would be
wel cone.

Reasons for the Decision

1. The appeal conplies with Articles 106 to 108 and with
Rule 1(1) and Rule 64(b) EPC and is therefore
adm ssi bl e.

2. Main request

2.1 Caim1l of the respondent's main request conprises, in
its step (3), the feature that the high nol ecul ar
wei ght (HWM) binder filmis such that it presents "a
gradual change in viscosity over a tenperature interva
of 50°C in the softening range indicated by a | ess-than-
or der - of - magni tude reduction in | oss nodul us nmeasured
in dynes per square centineter".

This feature has been added to claim1l as granted
during the opposition proceedings in order to specify
the type of HW t hernoplastic binder filmto be used in
step (3) of the nethod and thus to restrict the nethod
as conpared to the nethod of claim1l as granted, which
does not specify said binder filmmaterial.

0483. D Y A
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This additional feature was not conprised verbatim in
the clains of the application as filed and it has not
been di sputed that the correspondi ng anendnent of the
patent in suit was based on a passage of the
description of the application as filed (see page 3,
lines 30 to 35) which reads as foll ows:

"Best results in the practice of this invention are
obt ai ned when the HWN t hernopl astic binder resin has a
gradual change in viscosity over a w de range of
tenperatures as taught in U S. Patent No. 4,505, 967
(Bailey) at col. 8, lines 16 to 59 and Fig. 6."

Figure 6 of US-A-4,505,967 shows a set of graphs Ato E
of loss nodulus in dynes per square centineter versus
tenperature in degrees centigrade for a variety of
polynmeric materials showing a property useful in
achieving retroreflective sheeting of the invention

di scl osed therein. However, according to this docunent,
"best results”" were obtained only with materials having

properties as represented in curves A and B

In this respect, during the oral proceedings, the Board
poi nted out that Figures 6 of the cross-referenced
docunent showed a set of curves Ato E and that, in
addition to the curves A and B corresponding to

materi als which were adequate for the invention, at

| east curve E al so appeared to satisfy the feature
added to claim 1. The respondent, when asked whet her
met hods with the material of curve E were al so covered
by claiml1l of the nain request, answered that this
material could be | ess convenient for other reasons, so

that the person skilled in the art would not use it for

0483. D Y A
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the intended purpose, but that it was covered by the

cl ai m anyway.

However, it is to be noted that, in this case, an
anbiguity arises. The wording in the present
description referring to US-A-4 505 967 and begi nni ng
with "Best results..... " can be construed as relating
to all the curves Ato E, whereas the text |ocation
referred to in this docunent refers only to the
materials of curves A and B of Figures 6 of

US- A-4 505 967 for obtaining "best results".

Thus, the skilled reader is left in a situation where
he cannot determne fromthe wording of claiml1,
interpreted with the description and draw ngs, which
are the binder filmmterials intended for use in step
3 of the nmethod of this claim either just those of
curves A and B, or those of curves A B, and al so at

| east E.

For these reasons, the Board is not able to envisage
giving a positive decision on the basis of the
respondent's main request. It is therefore relevant for
the further proceedi ngs whether the respondent's first

auxi liary request could be acceptable.

The auxiliary requests

0483. D
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In the respondent's first auxiliary request, the
feature referred to above has been del eted. Thereby,
the protection conferred by the patent is extended to
nmet hods of maki ng encapsul ated-1ens retroreflective
sheeting which are not limted to the use of a

t hernopl astic binder filmhaving "a gradual change in
viscosity over a tenperature interval of 50°Cin the
sof tening range indicated by a | ess-than-order-of-
magni t ude reduction in | oss nodul us nmeasured in dynes
per square centineter", as was the case for the nethod
of claim1l maintained by the interlocutory decision.

The respondent’'s argunent, that if the objected feature
of claim1l of the main request was neani ngl ess, then
deleting it for arriving at the first auxiliary request
did not extend the protection, cannot convince. The

obj ection concerning said particular feature is not
that it is neaningless, but that there is anbiguity
concerni ng which binder filns are covered by its

formul ation. For instance, it has not been disputed
that binder filmmaterials corresponding to curves A
and B of Figure 6 of US-A-4 505 967 referred to in the
present description satisfy the condition of said
feature. However, it is not clear whether the sane is
true for materials show ng the characteristics of curve
E of this Figure (see point 2.1, supra).

In the present case it cannot therefore be disputed
that the anmendnent leading to the first auxiliary
request and consisting in the deletion of the feature
"a gradual change in viscosity ....in dynes per square

centineter" of step (3) of claim1 results in the scope

0483. D
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of protection being broadened and thus putting the
appellant in a position worse than if he had not
appeal ed. This could be the case either because of the
br oadened protection of the contested patent or because
of the financial |osses arising fromthe uselessly
incurred costs of the appeal if the appellant, as

decl ared during the oral proceedi ngs, sees hinself
obliged to wthdraw the appeal and thus accept the
contested patent in a formwhich has been found

obj ecti onabl e.

It is not disputed either that the requested del etion
arises fromthe appeal and could be considered as
appropriate and necessary because it is used for
nmeeti ng an objection put forward during the appeal

pr oceedi ngs.

The central issue to be decided in connection with the
respondent’'s first auxiliary request is therefore

whet her, in the present proceedi ngs, the anendnent
proposed by the non-appealing patent proprietor - i.e.
deleting the limting feature of claim1l - which would
put the opponent and sole appellant in a worse
situation than if he had not appeal ed, nust be rejected

even if it arises fromthe appeal.

In decision T 923/92 (QJ EPO 1996, 564, points 40 to 42
of the reasons) it was set out that "in accordance with
decision G 4/93 (...) anended clai mrequests which, if
accepted by the Board, would put the appellants in a
worse position than if they had not appeal ed nust be
rejected". The decison went on to state that it mnust

t heref ore be exam ned whet her the extent of protection

0483. D
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conferred by the anended claimwas |arger than that
conferred by the clains maintained by the opposition
division. Since, in the circunstances of that case, the
Board came to the conclusion that the scope of each
request was the sane and that, therefore, the

appel lants woul d not be in a worse position it finally
admtted the anended cl ai mrequest.

Decision T 579/94 of 18 August 1998 (point 2.1 of the
reasons) concerned a case in which a new set of clains
was i ntroduced by the non-appealing proprietor in
response to an objection, under Article 123(2) EPC, to
a claimmaintained by the opposition division in
anmended form The scope of the new set of clains was
broader than that of the clains underlying the
interlocutory decision. The Board found that,
therefore, the new set of clainms, if admtted by the
Board, would result in a contravention of the principle
of "prohibition of reformatio in peius" set out in the
decisions G 9/92 and G 4/93. The fact that the new

cl ai ms had been introduced in response to an objection
did not, in the Board's view, justify a departure of
the principle referred to above, particularly since
this was not the only possible way of neeting the

obj ecti on.

On the other hand, it was pointed out in decision

T 752/ 93 of 16 July 1996 (the catchword and points 2.3
and 2.4 of the reasons) that, in a situation as
referred to above, it was not rel evant whether or not
anendnent s requested by the non-appealing proprietor
resulted in alimtation or an extension of the scope

of the patent nmintained by the opposition division in

0483.D Y
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anmended form provided that the anendnent was
appropriate and necessary and did not infringe
Article 123(3) EPC).

In case T 1002/95 of 20 February 1998 (points 3.1 to
3.5 of the reasons) the opponent and sol e appel | ant
objected to the adm ssibility of an anmendnent renoving
a deficiency under Article 123(2) EPC in a clai mupheld
by the opposition division. Since the deficiency was

i ndependent fromthe objections made by the appell ant
in the appeal, he considered hinself in a worse
position than when conpared to the situation if no
appeal had been filed. However, the Board found that a
non- appeal i ng proprietor was entitled to nake
amendnents on its own volition even if these anendnents
- al t hough occasi oned by an opposition ground under
Article 100 EPC - did not arise fromthe opponent's
appeal . The Board referred to new Rule 57a EPC
explicitly allowing - wwthout any tinme limt -
amendnent of the description, clains and draw ngs of a
pat ent provided that the anmendnents are occasi oned by
grounds for opposition, even if the respective ground
has not been invoked by the opponent. Thus, the

requi renents set out in decisions G 9/92 and G 4/93 are
al so satisfied if an anmendnent does not arise fromthe

appeal but froma ground for opposition.

Fromthe decisions referred to above it appears that
the jurisprudence of the Boards of Appeal is not
uniform On the one hand, there are decisions putting
t he enphasis on the principle that the opponent and
sol e appellant rmust not be placed in a worse position

than if he had not appealed (point 3.3, supra). From

0483. D
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that principle it is derived that the scope of the

cl aims mai ntai ned by the opposition division in anmended
formconstituted a bar to any anmendnent requested by

t he non-appealing proprietor resulting in the

br oadening the clains. According to other decisions
(point 3.4, supra) the only criterion to be applied for
admtting such anmendnents is whether or not they are
appropriate or necessary, be it that they arise from

t he appeal or froma ground for opposition, despite any
br oadeni ng of the clains underlying the interlocutory
deci si on under appeal .

An indication of the | egal uncertainty created anong
the parties by the jurisprudence referred to above is
given by the fact that the |legal point referred to
above was raised in several cases after the Enlarged
Board of Appeal had issued its decisions G 9/92 and

G 4/93 in 1994 and that in at |east three cases the
parties requested to refer it to the Enl arged Board of
Appeal (T 752/93, T 812/94 of 14 March 1996 and the

present case).

Therefore, the present Board finds that the bal ance of
priorities of the criteria in the decision G 9/92, i.e.
the worsening of the position of the sole appellant vs.
the appropriate and necessary character of the
anendnents still needs clarification. As already set

out a decision is requested for the above purposes.

In view of the above the two conditions of
Article 112(1)(a) EPC for referring a matter to the
enl arged Board of Appeal have been net. The issue

raised is an inportant point of law as it touches both

0483. D Y A
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on the rights of parties in appeal proceedings and the
powers of the Boards of Appeal. G ven that previous
rulings have produced deci sions stressing contradictory
priorities to one or the other of the criteria set in
decision G 9/92, it is also a question of ensuring

uni form application of the | aw

Consequently, the question arises in which

ci rcunst ances an anendnent in the clains requested by
the proprietor and respondent could be allowed, if it

put the opponent and sol e appellant in a worse
situation than if he had not appeal ed.

Or der

For these reasons it is decided that:

The followng point of lawis referred to the Enlarged Board of

Appeal :

Must an anended cl ai m whi ch woul d put the opponent and sol e
appellant in a worse situation than if he had not appeal ed -
e.g. by deleting a limting feature of the claim- be rejected?

The Regi strar: The Chair man:

P. Martorana E. Turrini
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