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Summary of Facts and Subm ssi ons

Eur opean patent No. 375 647, based on application
No. 89 850 444.4 was granted with 3 cl ai ns.

Claim1l as granted reads as foll ows:

1. Artificial tooth crown conprising a coping and a
veneer, wherein the coping is prefabricated of a

bi oconpati bl e ceram c material conprising > 50% by
wei ght of Al ,O; characterised in that the coping is
formed of a sintered material which shrinks during
sintering and shows a closed porosity after sintering.

1. An opposition was filed against the granted patent by
t he Respondent (Opponent) alleging |ack of novelty and
| ack of inventive activity under Article 100(a) EPC.

L1, Wth the decision dated 22 January 1997 the Opposition
Di vision revoked the patent under Article 102(1) EPC
for lack of novelty with regard to the disclosure of
EP-A 0 030 850 (docunent (1)).

| V. The Appellant (Proprietor) |odged an appeal agai nst
this decision and filed an anended claim 1.

V. The Respondent (Qpponent) objected to the anended
claim11l under Articles 123(2), (3) and 84 EPC.

VI . In a comuni cati on dated 24 March 2000 the Board
expressed the opinion that the anended claim 1l did not
nmeet the requirenents of Articles 123(2) and (3) and 84
EPC.

In response to this conmunication with the |etter dated

0219.D Y A
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20 June 2000, the Appellant filed an anended set of
cl ai ns.

Wth the letter dated 17 Novenber 2000 the Appell ant
anended agai n the clains.

In the communi cati on dated 22 Novenber 2000 the Board
noticed that the set of clains filed with the letter
dated 17 Novenber 2000 appeared not to fulfil the
requirenents of Articles 123(2) EPC.

In response to this conmunication, with the letter
dated 27 Novenber 2000, the Appellant anended the set
of cl ai ns.

Oral proceedi ngs took place on 18 Decenber 2000.

After the discussions concerning the admssibility of

t he amendnments in view of Article 123(2) and(3) EPC and
Article 84 EPC the Appellant replaced the clains filed
with the letter dated 27 Novenber 2000 by a new version
of clainms which was al so contested under the same
articles by the Respondent. Later on in the oral
proceedi ngs the Appellant filed in an Annex 2 a further
new set of clainms as new main request conprising the
following claim1l on which the present decision is
based:

1. Artificial tooth crown conprising a coping and a
veneer, characterised in that the coping is fornmed of a
sintered material and prefabricated of a bioconpatible
ceram c material conprising > 85% by wei ght of Al .0
shrinking during sintering, and showi ng cl osed porosity
and a density >98% of the theoretical density after

shri nkage of a powder conpact during subsequent
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sintering to a body of high density and with the
desired final geonetrical internal shape.

The Respondent consi dered that al so anended claim1 did
not fulfil the requirenents of Articles 123(2) and 84
EPC.

The Appel |l ant requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of the clainms of the new main request (Annex 2).

The Respondent requested that the appeal be dism ssed.

After the final requests of the parties the Chairman
cl osed the debate. The Appellant then sought to
reintroduce a previously proposed set of clains as
auxiliary request. The Chairman stated that the debate
had been cl osed. Reopening of the debate was not
request ed.

Reasons for the Decision

1

0219.D

The appeal is adm ssible.

Amended claim 1 on which the present decision is based
contains a m xture of product paraneters and process
features in order to characterise the subject-matter
for which protection is sought, nanely an artificial
tooth crown.

The wording of the present claimis the result of
several anmendnents nmade in the course of the

exam nation and appeal procedure to claim1l as
originally filed which defined an artificial tooth
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crown conprising a coping and a veneer characterised in
that the coping is prefabricated of a bioconpatible
ceramic material with a relative density of >98%
preferably 99.5%

Fromthe wording of claim1l of the application as filed
it can be derived that, originally, the term

"bi oconpati ble ceramc material"™ was used to define the
final coping material obtained after sintering to high
density, as this material was characterised in the
claimby the high density achieved only after the
sintering process.

The wording of claim1 as granted introduced in the
claiman uncertainty with regard to the neani ng of
expression "bioconpatible ceramc material™

According to the wording of that claimtwo
characteristics define the coping. On one side the
claimnmentions that the coping is "prefabricated of a
bi oconpati ble ceram c material”, and on the other side
that the coping is "forned of a sintered material™

It can be taken fromthat wording that the final
material from which the coping is nmade is naned
"sintered material", whereas contrary to the neaning
whi ch was derivable fromthe claimas originally filed,
"bi oconpati ble ceramc material" defines nore |ikely
the starting material before sintering.

There was consequently in the claimas granted al ready
an uncertainty concerning the exact nature of the

mat eri al s naned and defined in the claim

According to the wording of present claim additional

0219.D Y A
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terms nanely, "a powder conpact” and "a body of high
density", are introduced in order to further
characterise the materials used in the preparation of
the coping. The fact that the present claimnow
contains four different nanmes qualifying the materials
of which or fromwhich the coping is nmade introduces
unclarity regarding the expression "bioconpatible
ceramic material™ in a manner which was not present in
claim1l as granted.

In fact it could be derived fromthe wording of the
present claimthat the expression "bioconpatible
ceramic material"™ mght relate to the final materia
obt ai ned after shrinkage and sintering of a starting
material which is now named "powder conpact”. However
it cannot be excluded that the term "bi oconpatible
ceramic material" is read to refer in fact to the
material before sintering as the expressions "sintered
material” and "body of high density"” are used in the
claimto title the final material after sintering. This
interpretation could also be regarded as bei ng
supported by the fact that the claimnentions that the
coping is "prefabricated" of a "bioconpatible ceramc
material" whereas it is "forned" of a sintered

mat eri al .

Therefore, although in the Appellant's opinion, the
term "bi oconpatible ceramc material" refers to the
starting material before sintering, another plausible
interpretation reinforced by the anmendnments nmade to the
claimin course of the appeal procedure, is that the
termonly designates the ceramc material after
sintering, which in fact was the neaning derivable from
the originally filed claim
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Accordingly, the Board can only conclude that it is not
clearly derivable fromthe wording of the present claim
which material is named under the expression

"bi oconpati ble ceramc material™

As a consequence of this unclarity it is not possible
to determ ne whether the newly introduced anendnent in
the present claimrelating to an alum na content of
nore than 85% by weight refers to the material before
or, after sintering.

It has not been contested during the appeal procedure
that the content of Al ,O0, may change during the
sintering process since volatile additives can be added
to the starting material in order to inprove and
facilitate the sintering process. Accordingly, a |ow
content in Al ,O expressed in weight percent of the
whol e starting nmaterial may result in a sintered
product with a high content of Al Q.

The Board notes that the Appellant has argued that

vol atile additives are not taken into account when

cal cul ating the wei ght percent of Al .0, since the

cal cul ation takes only into account the conpounds which
will be present also in the final product and that as a
consequence the Al ,0, content in the starting and final
product were the sane and there were real reason to
make a distinction between them

The Board, however, does not see any basis for this way
of calculating the alumna content. In particular,
neither the application as originally filed nor the
patent in suit, nor the wording of the present claim
allow clearly to conclude that the anount of volatile
additives has not to be taken into account when
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cal culating the alum na content.

The node of cal culation of the content of Al ,O is not
restricted to the interpretation that the Appellant has
gi ven and the Board has to consider therefore that
there may be a difference in Al ,0 content in the
starting material and in the sintered material .

Therefore, the amendnents made to the clai med subject-
matter according to the Appellant's new nain request
give rise to objections under Article 84 EPC, because
it is unclear for which kind of enbodi nents of the
invention protection is sought.

Furthernore, the present claimcontains a reference to
a content of Al ,0 of >85% by "weight" (enphasis added),
whereas the originally filed application on page 7,
lines 25/26 - the only basis for this figure of the

al um na content - |eaves open whether the al um na
content is calculated on a nole-, volune- or weight-
per cent age.

However, these three units are all nentioned in the
description as originally filed. On page 5, second

par agr aph, wei ght percents are used to define the
amounts of additives. On page 7, first paragraph the
anount of additives is expressed in nole and vol une
percent. In claim?2 as originally filed the conposition
of oxides is given in nole % whereas the exanple of
the application as originally filed shows a conposition
in weight percent.

The Board cannot share the Appellant's point of view
that nole percents were only indicated in connection
wi th additives whereas the conposition of the basic
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conposition was stated as wei ght percents excl usively.
As indicated above, claim2 as originally filed rel ates
to the conposition of the whole ceramc material and
expresses the contents in nole percents. On the other

si de on page 5, second paragraph wei ght percents are
used to define the ambunts of additives. There is
consequently no clear distinction in the application as
originally filed between the units used to characterise
the content in additives and those used for the content
of Al,O0,. In the light of these facts it could be al so
envi saged that the 85% i ndi cated on page 7, line 26
were in fact 85 nol e%

Accordingly, it is not clearly and unanbi guously
derivable fromthe application as originally filed that
the figure 85% which is one of the anendnents
introduced in the present claimshould be understood as
wei ght percents and as a consequence the present claim
does not fulfil the requirenents of Article 123(2) EPC
since it contains subject-matter which extends beyond
the content of the application as originally filed.

In these circunstances the only conclusion is to
di sm ss the appeal .

At the end of the oral proceedings before the Board the
Chai rman asked the parties for their final requests and
both parties repeated their requests as indicated in
point X. of the Facts and Subm ssions of the present
deci sion. The Chairman then decl ared the debate cl osed
in accordance with Article 11(4) of the Rul es of
Procedure of the Boards of Appeal, as applicable from
1 Cct ober 2000 (see QJ EPO 2000, 316, Article 2 and
Annex 111, Article 1). Thereafter, the Appellant sought
to reintroduce as an auxiliary request a set of clains
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whi ch had been previously proposed and di scussed in the
oral proceedi ngs, but had then been abandoned by the
Appel I ant. The Appellant did, however, not ask for the
reopeni ng of the debate. As the Appellant had until
then had anple tine and opportunity to file any
requests on which he wanted a decision by the Board to
be based in the course of the present appeal
proceedings and in particular also in the course of the
oral proceedings before the Board (see points IV. to

| X. of the Facts and Subm ssions of the present
decision), there was no justification for the Board to
reopen the debate of its own notion solely to give the
Appel lant a further opportunity to reintroduce a
request which, as to its substance, had al ready been

di scussed in the oral proceedings and been found by the
Board not to be patentable.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

A. Townend P. A M Lancon

0219.D



