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Summary of Facts and Subm ssi ons
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Eur opean patent application No. 91 106 831.0, filed
on 26 April 1991 and claimng JP priorities of

27 April 1990 (JP 112540/90 and JP 112541/90) and

1 August 1990 (JP 204171/90 and 204172/90),
respectively, and published under No. 0 454 158, was
refused by a decision of the Exam ning Division,
dated and issued in witing on 28 Cctober 1996. The
deci sion was based on a set of Clains 1 to 24, filed
on 1 July 1996, Caim1 of which reads as foll ows:

"A polyam c acid conposite conprising

i) a polyam c acid having a three-dinmensional network
nol ecul ar structure obtai nable by a ring-opening

pol yaddi tion reaction of a tetracarboxylic acid

di anhydride with an aromatic diamne and tri- or
tetram no conpound wherein the tetracarboxylic acid
di anhydri de/aromatic diamne nolar ratio is
(100)/(50-100), the tetracarboxylic acid

di anhydri de/aromatic diamne/tri- or tetraam no
conmpound nol ar ratio is (100)/(50-100)/(2-25) and an
equi valent ratio of the reactive groups in the
tetracarboxylic acid dianhydride to those in the
aromatic diamne and the tri- or tetraam no conpound
(an acid value/ amne value ratio) is 0.95 to 1.05

i) (a) at |east one high nolecul ar wei ght polymner

conponent sel ected from pol yam dei m de,

pol yet heri m de, pol yethersul fone, polysulfone,

pol ybenzi m dazol e, pol ybenzoxazol e,

pol ybenzot hi azol e, pol yam de, pol ypeptide, polyester,
pol ycar bonat e and pol yacrylonitrile which is (are)

di spersed in the three-di nensional network nol ecul ar
structure of the polyamc acid and the nol ecul ar
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chains of which are interpenetrated with nol ecul ar
chains of the polyamc acid or

(b) a curable resin conposition not being a
pol yam ¢ acid which is dispersed in the three-
di mensi onal network nol ecul ar structure of the
polyam c acid."

Clainms 2 to 12 are dependent clains directed to
el aborations of the conposite according to Caim 1.

Claim 13, an independent claim is directed to a
process of preparing the polyamc acid conposite of
Claim1.

Clainms 14 to 17 are dependent clains directed to
el aborations of the process according to C aim13.

Claim 18, an independent Claim is directed to a
process for producing a polyimde resin conposite,
conprising the step of dehydrating and cyclizing the
polyam c acid in the polyamc acid conposite of
Claim1.

Clainms 19 to 23 are dependent Clains directed to
el aborations of the process according to C aim18.

Claim 24 is an independent Caimdirected to a
pol yi m de conposite obtai nable by any of the
processes according to Clains 18 to 23.

According to the decision, the nention, in Caima1,
that the conponent (ii)(a) was a "high nol ecul ar
wei ght pol ynmer” wi thout indication of the nolecul ar
wei ght range of the pol yner, was vague and di d not
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clearly define the matter for which protection was
sought. The argunent of the Applicant, that this
wor di ng nmeant that the conpound had a nol ecul ar

wei ght greater than 10 000 could not be accepted for
the follow ng reasons:

(a) According to the Ronpp Chem e Lexi kon
pol yet hyl enes were considered as having a "high
nol ecul ar wei ght" when they exhibited a
nol ecul ar wei ght between 200 000 and 500 000.

(b) According to patent application WO A-95/ 10560,
al kenyl aromatic polyners were consi dered as
having a | ow nol ecul ar wei ght when t hey
exhi bited a nol ecul ar wei ght between 100 000 and
165 000.

(c) According to patent application WO A-88/ 07561
pol yaryl et her pol yners were consi dered as having
a hi gh nol ecul ar wei ght when they exhibited an
i nherent viscosity greater than 0.5 dl/g.

This showed that there was no unique and recogni sed
meani ng of the wording "high nolecular weight” in the
pol ymer field, which resulted in the skilled person
not being able to ascertain the scope of a claim

whi ch included "high nol ecul ar wei ght polynmer", but
no further definition in terns of a nol ecul ar wei ght
range. Nor was it relevant that there was enough
information in the description that polyners having a
nol ecul ar wei ght greater than 10 000 were neant,
since the clainms had to be clear in thensel ves when
read by the skilled person, having know edge of the
prior art but none derived fromthe description.

Ref erence was made to decision T 454/89 of 11 March
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1991 (not reported in QI EPO).

On 17 Decenber 1996, a Notice of Appeal against the
above decision was filed, the prescribed fee being
paid on the sane day.

The Statenent of G ounds of Appeal, filed on 5 March
1997, was acconpani ed by three sets of Clains 1 to
24, formng a main request, a first auxiliary request
and a second auxiliary request, respectively.

The clains of the main request corresponded to those
underlying the decision under appeal. In relation to
the latter, the Appellant argued substantially as
fol |l ows:

(a) The decision T 454/89 relied upon in the
deci si on under appeal did not reflect the nost
recent case |aw of the boards of appeal.
According to the published decision T 860/93 (QJ
EPO 1995, 047) which referred to T 454/89 in the
Headnote, the principle of not using the
description when interpreting the clains could
only apply in the specific circunstances of
T 454/ 89 where two features of the clains
contradi cted each other. On the contrary, the
provision of Article 69(1) EPC, according to
whi ch the description and drawi ngs shall be used
to interpret the clains, applied also to the
clarity requirenment of Article 84 EPC, provided
that the clains were not self contradictory.

(b) Since, in the application in suit, the use of
the term "high nol ecular weight” did not lead to
any self contradiction, there was no
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recogni sabl e reason why the description should
not be used to interpret the clains.

Appl ying these principles to the term "high

nol ecul ar weight” in the clains, the skilled
person would learn fromthe third section on
page 3 of the description, that the term "high
nol ecul ar weight” is not only used for conponent
(ti)(a) but also for conmponent (i). The rel evant
section read: "...a new polyam c acid conposite
havi ng i nproved and new characteristics, in

whi ch nol ecul ar chains of a three di nmensional
net wor k nol ecul ar structure (high nolecul ar gel
structure) of a polyam c acid [=conponent i)]
are interpenetrated with nol ecul ar chai ns of
anot her hi gh nol ecul ar wei ght pol yner™

[ =conponent ii)(a)]. Furthernore, for

conponent i) (polyamc acid) a typical nolecul ar
wei ght range was di scl osed as being 10 000 to
300 000 on page 8 of the description (Iast
line). Consequently the skilled person was given
a sufficiently clear idea as to the neani ng of
"hi gh nol ecul ar wei ght" when used in conjunction
wi th conmponent ii)(a). Consequently, the clains
conplied with Article 84 EPC.

The Appel | ant request ed:

1

that the decision under appeal be set aside;

that the allowability, under Article 84 EPC, of
Claims 1 to 24, submitted as nain request be
acknow edged and the case remtted to the

Exam ning Division with the order to continue

t he substantive exam nation as to novelty and
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i nventive step, or,

3. if request 2 was not granted, that the

al lowability, under Article 123(2) EPC, of
Clains 1 to 24 submtted as first auxiliary
request be acknowl edged and the case remtted to
the Examning Division with the order to
continue the substantive exam nation as to
novelty and inventive step, or,

4. if request 3 was not granted, that the

al lowability, under Article 123(2) EPC, of
Clains 1 to 24 submtted as second auxiliary
request be acknow edged and the case remtted to
the Examning Division with the order to
continue the substantive exam nation as to
novelty and inventive step, or, finally

5. t he appoi ntment of hold oral proceedings, should
t he above requests not be allowed on the basis
of the witten subm ssions.

Reasons for the Decision

2338.D

The appeal is adm ssible.

Mai n request

Adm ssi bility of amendnents

The clains of the main request correspond to those
under |l yi ng the decision under appeal. No objection

under Article 123(2) EPC was raised in the decision
under appeal against these clains. Nor does the Board
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see any reason to take a different view Consequently
Clains 1 to 24 are held to neet the requirenents of
Article 123(2) EPC

Clarity

The sole issue to be decided is whether the term
"hi gh nol ecul ar weight" used to qualify the pol yner
conmponent ii)(a) in Caimlis sufficiently clear to
nmeet the requirenents of Article 84 EPC

In this connection, it is evident that the

requi renent of the "high nol ecul ar wei ght conponent”
to be interpenetrated with nol ecul ar chains of the
polyam c acid (Cl aim1, sub-paragraph ii)(a)) inplies
a functional capability, on the part of the high

nmol ecul ar wei ght conponent, of effecting such
interpenetration. Wiilst this would predicate a
certain mninmumchain | ength, corresponding to a
certain m ni num nol ecul ar wei ght, to enable such
interpenetration to take place, there is nothing in
such a concept which would i npose a correspondi ng
upper limt on its nolecular weight. Nor has any
specific reason been put forward in the decision
under appeal for regarding the term "high nol ecul ar
wei ght" as inplying a particular upper limt.

Hence, the question at issue boils down to what the
skill ed person woul d understand as the m ni mum

nol ecul ar wei ght corresponding to such a "high

nol ecul ar wei ght conponent ™.

According to the decision T 860/93 (supra), it is a
general principle of law, that the proper
interpretation of any docunent, and nore specifically
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any part of a docunent, is to be derived by having
regard to the docunent as a whole. That principle is
expressed in Latin as: ex praecedentibus et
consequenti bus optima fit interpretatio (the best
interpretation is that nade from what precedes and
what follows.). The EPC and its | npl enenting
Regul ati ons do not suggest that any departure from
the generally accepted principles of |egal
interpretation is contenplated (reasons for the
decision, point 5.1).

Furthernore, the decision goes on to draw a
distinction fromthe situation described in T 454/ 89
(supra), since the latter involved a factua

situation in which a claimhad two features which
were nutually inconpatible, and the subject-matter of
the claimwas therefore not feasible (reasons for the
deci si on point 5.4).

The Board in the present case sees no reason to

di verge fromthe general principles set out in

T 860/93, and even less to resile fromthe narrowness
of the exception which it permts on the basis of

T 454/ 89 relied upon in the decision under appeal.

Appl ying these principles to the term"high nol ecul ar
wei ght" polynmer in the context in the application in
suit, the Board is not aware of any el enent of self-
contradiction, let alone nutual inconpatibility in
such a term Nor does the decision under appeal

menti on any such contradiction in the words of the
claimitself. Consequently, the clains of the
application in suit are to be interpreted in the
[ight of the description.
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In this connection, the statenent, in the application
insuit, that it is an object to provide "a new

pol yam ¢ acid conposite..., in which nol ecul ar chains
of a three di nensional network nol ecul ar structure
(high nol ecul ar gel structure) of a polyamc acid are
i nterpenetrated with nol ecul ar chains of another high
nol ecul ar wei ght polynmer (hereinafter referred to as
a high polyner conponent)" is a relevant indication

t hat the nol ecul ar wei ght of the "high polyner
conponent™ wll at |east be comrensurate with that of
the polyam c acid gel (page 3, penultimate

par agraph). This understanding, read in the |ight of
the statenment on page 8 that "The polyamc acid in
the gel formusually has a nol ecul ar wei ght of about
10,000 to 300,000.", is, in the Board' s view, an
unamnbi guous indication that a relevant species with a
nol ecul ar wei ght of about 10 000 upwards woul d
qualify as a "high nol ecul ar wei ght polymer".

The finding, in the decision under appeal, based on
respective references to a definition of polyethylene
in Rompp's Chemi e Lexi kon, and two references to a
definition of the term"low nol ecular weight" in
separate WO applications (section Il. (a), (b) and
(c) above) is not convincing, since none of the
definitions is referred to in the application in
suit. Consequently, they do not form part of "what
precedes and what follows" in the sense of the
decision T 860/93 referred to above. In other words,
they have | ess bearing on the interpretation of the
clainms of the application in suit than does the
description of the latter.

Quite apart fromthe contextual renoteness of the
Ronmpp Chem e Lexi kon reference, the polyethelenes it
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refers to are not anongst the polynmers listed as

bel onging to the rel evant "hi gh nol ecul ar wei ght
conmponent™ in Claim1l. Consequently, the content of
this reference has no relevance to the subject-matter
of the application in suit.

Application WO 95/10560 referring to "l ow nol ecul ar
wei ght al kenyl aromatic polyner foant is al so not
concerned with a polymer of the type referred to in
the definition of the relevant conponent in Claiml
of the application in suit. Furthernmore, it was not
published until after the filing date of the
application in suit. Carity is, however, determ ned
at the relevant filing date. Consequently the skilled
person construing the rel evant claimof the
application in suit at the rel evant date woul d not
have had access to the information in this PCT
application. Thus the latter has no rel evance to the
application in suit.

The reference to "high nol ecul ar wei ght

pol yaryl ether" in application WO 88/ 07561, although
publ i shed before the priority date of the application
in suit, is clearly given in the context of that
specific application. Such a reference cannot be
regarded as a general teaching in the sense of a
dictionary. It is thus even nore peripheral to the
subject-matter clainmed in the application in suit
than a dictionary reference woul d have been (section
2.2.5.1, above). Finally, the polyethers it refers to
are al so not anong the polyners listed in Caim1.
Consequently, its content has no relevance to the
subj ect-matter of the application in suit.

In summary, the contextual and factual renoteness of
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the statements nade in the disclosures referred to
nmeans they have no relevance to the interpretation of
Claim1l1l of the application in suit.

2.2.6 Hence, on a proper interpretation, the lower [imt of
the term "high nolecular weight”" in Caim1 can be
unanbi guously understood by the skilled person.
Consequently, no valid objection under Article 84 EPC
can be maintained. It follows that the main request
nmust be al | owed.

3. Auxi |l iary requests
In view of the above finding, there is neither any
need for the Board further to consider the clains of

the first or second auxiliary request, nor to appoint
oral proceedings.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Exam ning Division for
further prosecution, in particular as to novelty and
i nventive step, on the basis of the main request.

The Regi strar: The Chai r man:

2338.D
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E. Gorgmai er C. Gérardin
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