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Summary of Facts and Subm ssi ons

0982.D

The appel l ant (applicant) |odged an appeal, received
on 4 Novenber 1996, against the decision of the
Exam ni ng Division, dispatched on 19 Septenber 1996,
refusi ng the European patent application

No. 89 303 193.0 (EP-A-0 335 729). The fee for the
appeal was paid on 4 Novenber 1996. The statenent
setting out the grounds of appeal was received on

13 January 1997.

Foll ow ng a request of the appellant dated 16 January
1996, the Exam ning Division took a decision according
to the state of the file. In its decision, the

Exam ning Division held that the application did not
neet the requirenents of the EPC for the reasons given
in the result of the consultation by tel ephone on

19 Septenber 1995, dispatched with the communi cation
of 25 Septenber 1995. In particular, point 1(ii) of
the result concerns the allowability of anmendnents
under Article 123(2) EPC. Moreover, in the decision,
the Exam ning D vision drew attention to points 1, 4
and 5 of the comuni cation of 16 June 1994 pertaining
to objections under Articles 54 and 56 EPC

During the exam ni ng procedure, the Exam ning Division
consi dered the foll ow ng docunents:

(D1) US-A-4 244 024, cited in the search report, and

(D2) EP-A-0 284 821, cited in the light of the EPO
Gui del i nes, paragraph C Vi, 8.9.

The appel | ant requested that the decision under appea
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be set aside and a patent be granted on the basis of
the foll ow ng application docunents:

Mai n request:

d ai ns:

No. 1 (in part) as filed with the letter of

18 February 1994,

Nos. 1 (in part)-4 as filed with the letter of

14 Decenber 1994,

Nos. 5 to 12 (in part) as filed with the letter of
18 February 1994,

Nos. 12 (in part)-14 as filed with the letter of
14 Decenber 1994,

Descri ption:

Pages 1, 3, 5 to 17 as originally filed,

Pages 66 to 70 (renunbered 18 to 22) as originally
filed,

Page 2 as filed with the letter of 13 May 1993,

Page 4 as filed with the letter of 14 Decenber 1994,
Pages 4a, 4b, 4c as filed with the letter of

18 February 1994,

Dr awi ngs:
Sheets 1/11 to 11/11 as filed with the letter of
20 April 1989,

Auxi |l i ary request:
d ai ns:

Nos. 1 to 14 as filed with the letter of 10 January
1997,
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Descri ption:

as for the main request,

Dr awi ngs:

as for the main request.

Mor eover, the appellant requested rei nbursenent of the
appeal fee and, as an auxiliary request, ora
pr oceedi ngs.

By letter of 22 Decenber 1999, the appellant w thdrew
the request for oral proceedings "should the Board of
Appeal decide to remt the case to the Exam ning
Division for further prosecution.”

The wording of claim1l according to the main request
reads as foll ows:

"A swept-tuned test instrunent (10) conprising:

an input (12) for receiving an incom ng signal (RF),
a swept local oscillator (16) for producing a | ocal
oscillator signal (LO,

a frequency m xer (14) connected to the input (12) and
to the local oscillator (16) for m xing the incom ng
signal (RF) with the local oscillator signal (LO,
an IF filter (18) connected to the m xer (14) for
passing a m xi ng product (M XER PRODUCTS) when the
frequency of the m xing products (M XER PRODUCTS)
equal s a predeterm ned |F,

a peak detector (20) connected to the filter (18) to
detect the passed signal (IF),

a digitiser (22) connected to the peak detector (20)
for sanpling and storing the detected signal (VIDEO
to formtrace data,
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a di splay device (24) connected to the digitiser (22)
and responsive to the trace data to cause a vertica
defl ection on the display device (24),

a neasure control circuit (26) connected to the | oca
oscillator (16) and the display device (24) for
driving the horizontal deflection of the display
device (24) and for tuning the local oscillator (16)
over a neasurenent range to enable a full set of trace
data to be stored for the neasurenent range, and
nmeans (28, 30) connected to the nmeasure contro
circuit (26) for adjusting a control setting of a
nmeasur enent paraneter for neasurenent of the incom ng
signal (RF), characterised by:

said neasure control circuit (26) being responsive to
adj ustnment of the control setting of a neasurenent
paraneter by the neans (28, 30) for adjusting the
control setting (STATE CHANGES) for a new nmeasurenent
to be made and to the stored traced data (DATA FOR
ESTI MATE) from a previ ously nade neasurenent for

cal cul ating an approxi mati on of the new neasurenent

( TRACE ESTI MATE) i ncorporating said adjustnent of the
control setting and causing the display device (24) to
di splay revised trace data processed in light of the
adj ustnent as a precursor to the new neasurenent, the
revised trace data providing a full or less than ful
di spl ay across the display device (24) to the extent
that the stored trace data (DATA FOR ESTI MATE) are
avai l able in respect of the particul ar said adjustnent
of the control setting, and

said neasure control circuit (26) enabling a full set
of trace data to be stored responsive to a full range
of a new neasurenent in accordance with an adjusted
said control setting and to be displayed as a ful

repl acenent of whatever data were displayed as a ful
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trace fromsaid previous neasurenment prior to the

di spl ay of said revised trace data according to said
cal cul ated approxi mati on and as a replacenent of the
di spl ayed revised trace data."

The wording of claim8 according to the nain request
reads as foll ows:

"A nmethod (Fig. 4, Fig. 5) for facilitating adjustnent
of control settings of a test instrunment (10) by

di spl aying an estimate before performng a tine
consum ng neasurenent, conprising the steps of:
determ ning (40, 50) whether or not a user is
adjusting a control setting of a nmeasurenent

par anet er ;

calculating an estinmate of how new y neasured data
wi ||l appear, if a new neasurenment which is
subsequently nmade is in accordance with that
particul ar adjusted said control setting, the estinmate
bei ng based on the adjusted control setting and
previously neasured data to the extent that the
previously neasured data are available in respect of
that particular adjustnent of said control setting, if
the user adjusts a control setting;

di spl aying (42, 52) the estimate as a full or |ess
than full trace across a display device (24);
perform ng (44, 56) said subsequent new neasurenent;
and di splaying (46, 58) the newy neasured data as a
full trace across the display device (24) with the

di spl ay updated to incorporate any adjustnents in the
control settings and fully replacing whatever said
previously nmeasured data were di splayed as a ful

trace on the display device prior to display of the
estimate and repl acing the display of the estinmate.”
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Clains 2 to 7 and 9 to 14 according to the main
request are dependent.

| V. The appel |l ant essentially argued as fol |l ows.

As to procedural nmatters, the follow ng issues
contravened Article 113(1) and Rule 51(3) EPC, so that
refund of the appeal fee under Rule 67 EPC was
justified:

- An apparent objection under Article 123(2) EPC was
raised in the consultation by tel ephone on
19 Septenber 1995. This objection had never been
previously raised, despite the fact that the
feature referred to had been introduced into the
clains in February 1994 and that a communi cation
dated 16 June 1994 was subsequently issued.
Mor eover, proper reasoning was not given, so that
t he appellant was not in a position to understand
the nature and extent of the objection.

- Wth the letter of 14 Decenber 1994, the appel |l ant
filed a statenent fromthe inventors of docunent
D1 explaining the differences between the
teachings of D1, D2 and the clai ned subject-
matter. The statenent was conpletely disregarded
by the Exam ning Division wthout reasons being
given, although it fornmed an integral part of the
appel l ant's subm ssi ons.

- In the letter of 11 April 1995, the appell ant
i ndi cated that the objections rai sed agai nst
claims 1 and 8 on file apparently took account of
only part of the clainmed features. No comments or

0982.D Y A
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obj ections had been raised by the Exam ning
Division to the other features in these clains. If
t he Exam ning Division had objections, then it
ought to have raised themin order to give the
appel  ant an opportunity to comrent thereon.

- The conmmuni cation of 16 June 1994 repeated a | ack
of novelty objection raised against claim8 in a
previ ous conmuni cati on. However, substanti al
amendnents to this claimhad been nade and
argunents raised in support of the claim The
Exam ning Division had a duty to consider the new
features introduced into claim8 and to advise the
appel I ant accordi ngly.

As to substantive natters, the invention as clai ned
was neither disclosed nor suggested in either D1 or
D2.

Docunent D1 di sclosed a spectrum anal yser with graphic
di splay. In operation, when the user adjusted an

I nstrunment control setting, a new neasurenent was
performed, and the graphic display was updated to
reflect the newy neasured data in accordance with the
adj usted control setting. This operation was shown in
Figure 2 of the present application. In the display, a
di scontinuity appeared in the trace data at the point
where the sweep resuned. Thus, the spectrum anal yser
known from D1 did not process stored neasurenent data
by recalculating the trace data in the |ight of any
adj ustnment entered by the user in order to provide an
estimate of a future neasurenent.

Docunent D2 di sclosed a signal anal yser having a
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scrolling function of a display screen. The anal yser
conprised a scroll command section providing a conmand
for shifting an i mage previously acquired in a first
frequency sweep range. Wien the scroll command was
recei ved, newy acquired neasurenent data were
processed in a second frequency sweep range. An inmage
of the second frequency sweep range was then displ ayed
so that it was continuous with the image of the first
frequency sweep range shifted in accordance wth the
scrol | command.

Reasons for the Deci sion

2.1

2.1.1

2.1.2

0982.D

The appeal is adm ssible.

Subst antive matters

Mai n request

Unity of invention

The present requests include clains 1 to 7 concerning
a swept-tuned test instrunent and clains 8 to 14
relating to a nethod for facilitating adjustnent of
control settings of a test instrument. The Board takes
the view that the application neets the requirenent of
unity of invention. The "single general inventive
concept” referred to in Article 8 EPCis seen in the
fact that an estimate is cal culated, which is based on
the previously neasured data and the adjusted contro
setting (see point 2.1.5 bel ow).

Anmendnent s
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The application as anmended according to the main
request neets the requirenents of Article 123(2) EPC
Support for the anmended cl ains can be found in the
publ i shed original application as follows:

claim 1: see claiml1l, Figures 3, 6 and 10,
page 4, lines 39 to 47,

claims 2 to 7. see clains 2 to 7,

cl aim 8: see clains 8 and 9,

claims 9 to 14: see clains 9 to 20.

The description has been brought into conformty with
the new cl ai ns. Mdreover, D1 has been acknow edged
pursuant to Rule 27(1)(b) EPC

Clarity

The clains read in the light of the description are
clear to the skilled person.

Novel ty

Docunent D1

Docunent D1 di scl oses a spectrum anal yser conpri sing
the features of the precharacterising part of claiml
(see colum 6, line 34, to colum 7, |ine 20,

Figure 1). The operation of the analyser known from D1
is described in the affidavit submtted by the
appellant with the letter of 14 Decenber 1994, which
affidavit forns an integral part of the appellant's
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subm ssions (see the letter of 10 January 1997,

page 4, second paragraph). Having regard to the fact
that the affidavit is signed by the inventors of D1
and to the disclosure in colum 7, lines 8 to 20, of
D1, the Board has no reason to doubt the correctness
of the appellant's contention in this respect.
According to it, in operation of the spectrum anal yser
di scl osed in D1, the user can adjust an instrunent
control setting at any tine. If an instrunent contro
setting is adjusted by neans of the front panel, an
interrupt is generated. An interrupt type routine
interrogates the front panel to determ ne the new

i nstrunment control setting, and correspondi ng data are
transferred fromthe main processor 250 to the display
controller 135 which operates as a "slave" controller
perform ng the necessary mani pul ati on of data stored
in menory 140 to change the display. In other words,
when the interrupt is detected, the current sweep
stops, and the sweep and display settings are updated
based on the new instrunment control setting. Then, the
sweep is restarted, and additional trace data froma
new neasurenent are displayed on the screen fromthe
poi nt where the sweep resunmes using the new instrunent
control settings. The sweep continues until retrace,

at which tine a new sweep is initiated. A

di scontinuity will thus appear in the trace data at
the point where the sweep resunes. Evidence that a new
nmeasurenent is perforned after adjustnent of a control
setting can be found, for instance, in Figure 16 of

D1. Indeed, additional data are shown in the traces
according to Figures 16B to 16E as conpared to the
original trace in Figure 16A (see the letter of

10 January 1997, page 5, last two paragraphs, page 6,
first line).
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The situation is conpletely different in the present
case because, in accordance with clains 1 and 8, upon
t he adjustnent of an instrument control setting, the
stored trace data, neasured before the change is
effected, are used for calculating how the trace data
woul d appear in the Iight of any adjustnent that is
entered by the user. This represents an estinate of
the effect of the adjustnent, which estimte is

di spl ayed so as to provide i medi ate feedback to the
user. Adjustnent can thus be effected w thout sl ow ng
t he neasurenent process. Moreover, when the sweep
resunes, there is no discontinuity in the trace data.

The feature concerning the cal culation of an estinate
based on the adjusted control setting and the
previously neasured data is neither inplicitly nor
explicitly disclosed by D1.

Therefore, the subject-matter of clains 1 and 8
according to the main request is novel with regard to
t he docunent D1.

Docunent D2

Docunent D2 is a state of the art according to
Article 54(3),(4) EPC

It discloses a signal analyser having a scrolling
function for a display screen. The anal yser
essentially conprises the followng features (see
claim1l):

- i nput processing nmeans for neasuring an input
signal in a predeterm ned frequency sweep range,
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- menory neans for storing the signal,

- di spl ay neans for displaying the signal,

- scroll command neans for shifting the i mge
di spl ayed, and

- control neans for supplying

- afirst control signal for neasuring the input
signal in a first frequency sweep range prior to
reception of a command fromthe scroll command
nmeans and

- a second control signal for storing the signal

- athird control signal for nmeasuring the input
signal in a second frequency sweep range when a
command fromthe scroll command neans is
recei ved, and

a fourth control signal for storing the signal

Mor eover, the display neans displays an inage in the
second frequency sweep range to be continuous with the
image in the first frequency sweep range which is
shifted in accordance with the scroll comuand (see
Figures 4 and 5).

D2 does not disclose calculation of an estimate of a
subsequent new neasurenent, as provided in accordance
wWith the invention defined by apparatus claim1l and
process claim8. |Indeed, the previously generated
trace is not used as an estimate of the effect of
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changes in control settings on the subsequent trace.
In other words, the known spectrum anal yser nerely
stores the neasurenent data shifted in accordance with
the scroll command w thout processing the stored data
based on adjustnent of control settings. Moreover, the
previously generated trace is not replaced by the
subsequent trace. Only the second frequency sweep
range i s neasured during a subsequent neasurenent, and
the stored data obtained when the first frequency
sweep range was neasured are sinply re-displayed as an
I mage continuous with the imge of the neasured second
frequency sweep range.

Therefore, the subject-matter of clains 1 and 8
according to the main request is novel with regard to
the internedi ate docunent D2.

I nventive step

Docunent Dl is considered as the nost relevant state
of the art. It shows a spectrum anal yser wi th graphic
di splay, which typically has user controls to adjust

t he paraneters of the neasurenent being taken.
According to columm 7, lines 23 to 49, front pane
controls consist in function controls and data
controls. In particular, once a function is sel ected,
its value can be changed. The changes in val ues and
condi tions which are input "imredi atel y" cause a
change in the displayed waveform The neani ng of the
adverb "imedi ately" is not defined in DL. However, it
Is clear fromthe whole context of the docunent that,
when the user adjusts a control setting by neans of a
knob or button on the front panel, a new nmeasurenent
Is taken and the graphic display is updated to refl ect
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t he new neasured data (see colum 7, lines 8 to 20 and
point 2.1.4.1 above). The graphic display thus

provi des the result of the |ast nmeasurenent taken. The
di sadvantage of this systemconsists in that

consi derable tinme nmay be required to performa new
swept neasurenent. For this reason, changes in contro
settings are normally restricted to periods between
nmeasur enents. Conventional spectrum anal ysers either
do not address the problem or they restart the sweep
to reduce the delay (see the published application,
page 2, lines 47 to 57), whereby resum ng the sweep
produces the discontinuity in the trace data nentioned
above. The problemto be solved is thus to enable
adjustnent in control settings prior to or during a
subsequent neasurenent (sweep) after a data trace from
an initial neasurenent is observed by the user. This
problemis not considered as contributing to inventive
step because the user of the spectrum anal yser woul d
obvi ously appreciate the possibility of adjusting the
I nstrunent control settings at any tine with a rapid
feedback on the display. On the contrary, the clained
solution is inventive. In accordance with the

i nvention, upon adjustnent of a control setting, the
current data, taken before the change if effected, are
recal culated in the light of any adjustnment that is
entered by the user. This is advantageous because the
time needed to calculate the estimte of the effect of
the adjustnent is normally shorter than that for
taking a real neasurenent. Docunent D1 does not
suggest the solution of manipulating old neasured data
to provide a prediction of how new neasured data w ||
appear.

Therefore, the subject-matter of clains 1 and 8
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according to the main request involves an inventive
st ep.

Having regard to the prior art disclosed in docunents
D1 and D2 only, the main request is allowable.

Procedural matters

Search report

Wth the communi cation dated 5 Novenber 1990, the EPO
transmtted the partial European search report under
Rul e 46(1) EPC. The Search Division considered that
the application did not conply with the requirenent of
unity of invention (Article 82 EPC) and inforned the
appel | ant that the search report had been drawn up
only for those parts of the application relating to
the first invention nentioned in clains 1 to 7. The
Search Division, noreover, inforned the appellant
that, if the search report was also to cover the other
inventions identified (see clains 8 to 13 and 14 to
20), a further search fee had to be paid for each of
these inventions, wthin one nonth fromthe
notification of the conmuni cation. The appel |l ant,
however, did not pay any further search fee for the

i nventions nentioned in the original clains 8 to 13
(second invention) and 14 to 20 (third invention).
Wth the comunication of 20 February 1991, the EPO
thus transmtted the European search report relating
toclains 1 to 7 only.

Wth the comunication of 30 Novenber 1992, point 2,
the Exam ning D vision disagreed with the concl usion
of the Search Division and stated that the clains were
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considered to satisfy the requirenment of unity of

i nvention. The Exam ning Division, however, did not
require an additional search for the nethod clains 8
to 20.

During the exam nation procedure and with the
statenment setting out the grounds of appeal, anended
cl ai ms have been filed. It is clear that the nethod
clainms according to both the main and auxiliary
requests have not been searched. However,

Article 92(1) EPC i nposes the obligation to draw up a
conpl ete search report for an application which
conplies with the requirenent of unity and for which
the search fee has been paid, whereby all search work
other than for Article 54(3) EPC material should, in
princi ple, be done by the Search D vision (see the
Qui del i nes, paragraph GVI, 8.9). In viewof this, and
considering that the search report ought to provide an
applicant with an accurate indication of the state of
the art that is relevant for assessing the issues of
novelty and inventiveness and that the search report
Is the basis for substantive exam nation by the

Exam ning Division, the fact that the Exam ning

Di vision did not request an additional search
constitutes a procedural violation (see the

Qui del i nes, paragraph C VI, 8.5).

In this respect, even assum ng that the Exam ning

Di vi si on, having concluded that the application
conplies wth the requirenent of unity, did not

request an additional search because it considered
docunents D1 and D2 sufficient to refuse the
application, the appellant cannot neverthel ess be
deprived of its right that a conplete search report be
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drawn up, |eaving aside the consideration that the
second instance mght take a different view on
patentability.

Rei mbur senent of the appeal fee

In the statenment setting out the grounds of appeal,
pages 2 and 3, points (a) to (d), the appell ant has
drawn attention to various procedural irregularities.

Fol |l owi ng the appellant's request for a decision
according to the state of the file (see the letter of
16 January 1996), the application was refused
according to Article 97(1) EPC. The reasons for the
deci si on were given on EPO Form 2061, which is usually
used by the exam ning divisions for decisions
according to the state of the file, by referring to
the consultation by tel ephone on 19 Septenber 1995 and
to the comunication dated 16 June 1994.

In the Board's judgnent, a first procedural violation
consists in that it is not clear whether, during the
exam nation procedure, the Exam ning D vision indeed
rai sed an objection under Article 123(2) EPC (see the
result of the tel ephone consultation on 19 Septenber
1995, point 1(ii)) and whether such an objection is a
ground for the decision under appeal (see the decision
dated 19 Septenber 1996, the sentence after "G ounds
for the decision:"). This violation is substantia
because it constitutes a violation of the fundanental
principle of affording parties the right to be heard
on matters affecting their rights (Article 113(1)

EPC) .
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A further procedural violation consists in the

obj ection under Article 54(3) EPC. The deci sion

i ncludes the hand-witten sentence "The division also
draws particular attention to sections 1, 4 and 5 of
t he conmuni cation of 16/6/94, for the applicant's

i nformation." According to section 4, the feature of
claim8 that an estinmate is displayed as a | ess than
full trace is anticipated by D2, "as are the renai nder
of the steps of claim8". As proof thereof, reference
was made to "the sections of D2 quoted under point 5
of the exam ner's conmmuni cation of 30.11.92". In
point 5 of this communication, the Exam ning D vision
stated that "all the steps of independent claim8 and
of dependent claim 10 are known in conbination from
D2". Now, with the letter of 18 February 1994, i.e.
bet ween the communi cati ons dated 30 Novenber 1992 and
16 June 1994, the appellant filed a new claim8 which
included inter alia the features of the origina
clainms 8 and 9. In none of the officia
communi cati ons, however, did the Exam ning D vision
rai se the objection that the subject-matter of the
original claim9 was not novel with regard to D2.

Therefore, in the decision under appeal, the Exam ning
Di vision rai sed an objection under Article 54(3) EPC
against claim8 on file but failed to give reasons why
all the features of the claimshould not be novel.

It is the duty of the Exam ning Division to give
reasoned decisions (Rule 68(2) EPC). Reasoning is
essential because the appellant should be in a
position to state in the grounds of appeal the |ega
and factual reasons why the contested decision should
be set aside and the appeal allowed. Failure to conply
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with this essential duty constitutes a substanti al
procedural violation.

3.2.3 Bot h procedural violations nentioned above are
substantial. The appeal being all owabl e, rei nbursenent
of the appeal fee is justified.

3.3 Furt her procedure

The nmethod clainms according to all requests have not
been searched (see point 3.1 above). Article 92(1)

I nposes the obligation to provide a search report.
Thus, an additional search has to be requested.

For these reasons, the case is remtted to the

Exam ning Division for further prosecution. Once the
addi ti onal search report has been drawn up, the

Exam ning Division will, in particular, have to decide
on the patentability of the clainms on the basis of the
new docunents cited in the additional search report.

If no docunents are cited, which would justify a
refusing of the application once nore, a patent shal
be granted on the basis of the docunents according to
the main request presently on file.

O der

For these reasons it I s decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the Exam ning D vision for

0982.D
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further prosecution (see point 3.3 of the reasons).

3. The request for reinbursenent of the appeal fee is
al | owed.

The Regi strar: The Chai r man:

R Schumacher G Davi es

0982.D



