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Summary of Facts and Subm ssi ons
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The appel | ant | odged an appeal agai nst the decision of
t he Exam ning Division refusing European patent
application 92 905 570.5 (International Publication
No. WD A-92/15868) under Article 97(1) EPC.

In its decision, the Exam ning Division held that the
t hen i ndependent clains 1 and 21 directed to an

el ectrophoretic elenment were unclear in that they did
not define such an elenment per se but its relationship
to an uncl ai ned el ectrophoretic buffer in an

el ectrophoresis apparatus. In particular, the
conposition and the concentration of the ions in the
wat er insoluble gel of the clainmed el enment were defined
rel ative to, and not independently from the
conposition and concentration of the ions in the

el ectrophoretic buffer which was unknown as it was not
part of the electrophoretic elenment as clainmed. Thus,

t he conposition and concentration of the ions in the
gel being dependent on unknown paraneters were
undef i ned.

An al | owabl e cl ai mshould either nake clear the
conposition of the el ectrophoretic el enent or should be
directed to a conbination of the el ectrophoretic

el enent and an el ectrophoretic buffer. In fact, the
application did not concern a defined el ectrophoretic
el ement but the choice of conditions concerning the

el ectrophoretic elenent in function of conditions of
the use of the elenment in an el ectrophoretic apparatus,
i.e. an el ectrophoretic nethod.

The application was refused on the basis of |ack of
clarity of clainms 1 and 21 (Article 84 EPC)
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The appel |l ant contested these findings in his statenent
of grounds of appeal, thereby inter alia referring to
the foll ow ng textbooks:

(1) J. Sanbrook et al.: "Ml ecular Coning - A
Laboratory Manual ", 2nd edition, CSH Press, New
York 1989, pages 6.2 to 6.19;

(2) F.M Ausubel: "Current Protocols in Ml ecular
Bi ol ogy", John Wley & Sons, New York 1988,
pages 2.5.1 to 2.5.10, and

(3) T.A Brown (ed.): "Ml ecular Biology LabFax", Bios
Scientific Publishers, Oxford 1991, page 259.

Mor eover, an additional claim31 and a newclaim1l1 in
accordance with an auxiliary request were submtted.

In a comuni cation pursuant to Article 11(2) of the
Rul es of Procedure of the Boards of Appeal, the Board
shared the Exam ning Division's opinion that the
subject matter of claim1 |acked the clarity required
by Article 84 EPC since the el ectrochem cal properties
of an el ectrophoretic elenent, i.e. basically an

el ectrophoretic gel, were inter alia defined by the

el ectrochem cal properties of a buffer solution which
was to be used with said gel in an el ectrophoresis
process. It appeared in general doubtful whether a

cl ear teaching was inparted to a skilled person by
definitions in clains based on references to further
uncl ai med subject matter. Simlar objections were

rai sed agai nst independent clains 14, 21 and claim 1l of
the auxiliary request.

The Board held the provisional viewthat the
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application related to the specific conbination of an
el ectrophoretic gel, which as such was in substance
conventional, with an el ectrophoretic buffer, which as
such was al so conventional, in order to achieve a
specific technical effect. Thus, for reasons of clarity
the clains should be directed to such a conbi nati on.

Mor eover, since a full exam nation of the present
application had not yet been carried out by the first

i nstance, the Board in accordance with the appellant's
request considered remttal of the case to the

Exam ning Division for further prosecution to be
appropriate if the issue of lack of clarity could be
settled in the present proceedings.

In preparation for the schedul ed oral proceedings
requested on an auxiliary basis, the appellant filed a
set of anmended clains 1 to 16 with his letter dated

10 March 2000.

Oral proceedi ngs took place on 12 April 2000, in the
course of which further anendnents of the clains
consi dered necessary by the Board for the clained
subject matter to neet the requirenents of

Articles 123(2) and 84 EPC were discussed with the
appellant. At the end of the oral proceedings the
Board' s deci si on was given.

The appel | ant requested that the decision under appeal
be set aside and that the case be remtted to the first
i nstance for further prosecution on the basis of

claims 1 to 16 filed at the oral proceedings.

| ndependent clains 1, 14 and 15 now under consi deration
read as foll ows:
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"1. A conbination of an el ectrophoresis gel and an

el ectrophoresis buffer, wherein said gel consists of
wat er insoluble polymer and a gel buffer, and is to be
imrersed in the el ectrophoresis buffer in contact with
el ectrodes which create an electric field able to cause
m gration of nolecules and their separation into bands
in said gel, wherein

the gel contains at |east 2% of the insol uble polyner
dry wei ght,

t he gel buffer has an ionic conposition or
concentration different fromthe ionic conposition or
concentration of the el ectrophoresis buffer, and

the ionic conposition and concentration of the gel
buffer is adjusted to the ionic conposition and
concentration of the el ectrophoresis buffer so that at
the end of el ectrophoresis the bands representing
separated nol ecul es are substantially normal to the
direction of mgration of said nolecules in the

el ectrophoresis gel."

"14. A method of submerged gel el ectrophoresis,
conprising using the conbination of claiml1."

"15. Use of an el ectrophoresis gel for submerged gel

el ectrophoresis with an el ectrophoresis buffer, wherein
said gel consists of water insoluble polyner and a gel
buffer, and wherein the gel is immersed in the

el ectrophoresis buffer in contact with el ectrodes which
create an electric field able to cause m gration of

nol ecul es and their separation into bands in said gel,
wherein
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the gel contains at |east 2% of the insol uble polyner
dry wei ght,

t he gel buffer has an ionic conposition or
concentration different fromthe ionic conposition or
concentration of the el ectrophoresis buffer, and

the ionic conposition and concentration of the gel
buffer is adjusted to the ionic conposition and
concentration of the el ectrophoresis buffer so that at
the end of el ectrophoresis the bands representing
separated nol ecul es are substantially normal to the
direction of mgration of said nolecules in the

el ectrophoresis gel."

In the above wording of claim15, two clerical m stakes
("subnerged" for "sunerged” and "an electric field" for
"electric field") have been corrected by the Board.

Claims 2 to 13 and 16 are appended to clains 1 and 15,
respectively.

Reasons for the Decision

1117.D

Adm ssibility of appeal

The appeal conplies with the provisions nmentioned in
Rul e 65 EPC and is therefore adm ssible.

Articles 123(2) and 84 EPC
The Board is convinced that the subject matter of

claims 1 to 16 does not extend beyond the content of
the application as fil ed.
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The subject matter of claim1 in substance corresponds
to that of claiml as filed, the feature of result-to-
be-achi eved type at the end of the claimbeing based on
page 3, lines 19 to 22 and page 9, lines 19 to 27 of
the original application docunents. The | atter passage
clearly establishes an equival ence between a constant
ratio of current density and conductivity as originally
clainmed (see claim1l as filed) and vertical bands as
clainmed in present claiml.

Dependent clains 2 to 13 are - apart from being
directed to the conbination of claiml1l - identical to
original clains 2 to 13.

The met hod of claim 14 can be derived, e.g., from

page 3, lines 26 to 28 relating to the use in subnerged
gel electrophoresis. Simlarly, the use of an el ectro-
phoresis gel for subnerged gel electrophoresis in
accordance with claim 15 can be derived fromthe
passages of the original application docunents cited
above with respect to clains 1 and 14.

Finally, the additional feature of dependent claim16
can, e.g., be based on page 19, lines 10 to 13 of the
description as filed.

In the Board's opinion, the clains are al so clear and
thus conply with the requirenents of Article 84 EPC

As suggested in the inmpugned decision, claim1l is now
directed to the specific conbination of an el ectro-
phoresis gel and an el ectrophoresis buffer so that the
objection of a definition by reference to uncl ainmed and
unknown subj ect matter does no | onger apply.
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The Board wi shes to underline that it considers the
present case to be distinguished fromthe case T 458/ 96
concerning a claimdirected to an el ectrical connector
defined inter alia by way of features of the connector
pins reciting a specific cooperation with respective
holes in a printed circuit board. In that case, clarity
of the claimwas not an issue, but novelty and
inventive step. Having regard to patentability, the
Board decided that the claimcould not be construed as
if these features of the connector pins nerely defined
an (irrelevant) intended use of the connector (see the
Cat chword). The present case, however, focusses on
clarity and there is no such "specific cooperation”
between a gel and a standardi sed buffer which could be
considered to be an essential feature of the gel

itself. In the Board's view, the present application
rather relates to the specific selection of a
gel / buffer conbi nation, the respective constituents of
whi ch may per se be conventional as has been adm tted
by the appellant at the oral proceedi ngs. Moreover,
even in T 458/ 96 the Board concl uded that the claim
woul d actually have to be construed as if directed to a
particul ar conbi nation of two cooperating el enents (see
point 3.4 of the reasons).

Claim14 relates to a nmethod of subnerged gel

el ectrophoresis using the conbination of claim1, which
in the Board's opinion is equivalent to the use of the
cl ai med conbi nation in subnmerged gel el ectrophoresis
and as such is also clear.

Finally, claim1l5 is of standard use type and concerns
the use of an el ectrophoresis gel under specific
conditions to achieve a specific technical effect.



2.3

Or der

- 8 - T 0234/ 97

The dependent cl ai ns have been adapted to the wording
of the independent clains to which they refer back.

Thus, clains 1 to 16 submtted at the oral proceedings
are found to neet the requirenents of Articles 123(2)
and 84 EPC, respectively.

Article 111(1) EPC

The specific conbination of features now clai ned has
not yet been exam ned by the first instance with
respect to patentability in the light of the avail able
prior art, including docunents (1) to (3) submitted by
t he appellant in the appeal proceedings.

Therefore, in order to allow an exam nati on of the

cl ai med subject nmatter before two instances and in
accordance with the appellant's request, the Board
exercises its discretion under Article 111(1) EPC to
remt the case to the departnment of first instance for
further prosecution.

For these reasons it is decided that:

1117.D

The deci sion under appeal is set aside.

The case is remtted to the first instance for further
prosecution on the basis of clainms 1 to 16 filed at the
oral proceedings, with the corrections of claim15 as
indicated in point VIII of "Summary of Facts and
Submi ssi ons".
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The Regi strar: The Chai r man:

P. Muartorana E. Turrini
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