BESCHVWERDEKAMVERN  BOARDS OF APPEAL OF CHAMBRES DE RECOURS
DES EUROPAI SCHEN THE EUROPEAN PATENT DE L' OFFI CE EUROPEEN
PATENTAMI'S OFFI CE DES BREVETS

Internal distribution code:

(A [ ] Publicationin Q
(B) [ ] To Chairmen and Menbers
(O [X] To Chairnen
(D) [ 1 No distribution
DECI SI ON

of 13 Decenber 2001
Case Nunber: T 0232/97 - 3.3.1
Appl i cation Nunber: 90112333. 1
Publ i cati on Nunber: 0405537
| PC. CO07D 209/ 20

Language of the proceedi ngs: EN
Title of invention:

N-substituted cycl oal kyl and pol ycycl oal kyl al pha-substituted
Trp- Phe- and phenet hyl am ne derivatives

Appl i cant:
WARNER- LAMBERT COMPANY

Opponent :

Headwor d:
Trypt ophan deri vati ves/ WARNER- LAMBERT COVPANY

Rel evant | egal provisions:
EPC Art. 111(1), 123(2)

Keywor d:
"Amendnment (not allowable) - a generic disclosure does not
reveal any specific group covered thereby - inadm ssible

general i sation of structural elenent of individual conpounds”

Deci si ons cited:
G 0010/93, T 0288/92, T 0680/93

Cat chword

EPA Form 3030 10.93



9

Europdisches European Office européen
Patentamt Patent Office des brevets

Beschwerdekammern Boards of Appeal Chambres de recours

Case Nunber: T 0232/97 - 3.3.1

DECI SI1 ON

of the Technical Board of Appeal 3.3.1

Appel | ant :

Represent ati ve:

Deci si on under appeal

Conposition of the Board:

Chai r man: A J. Nuss
Menber s: R Freinmuth
S. C Perryman

of 13 Decenber 2001

WARNER- LAMBERT COVPANY
201 Tabor Road

Morris Pl ains

New Jer sey 07950 (US)

Mansmann, |vo

&ddecke AG

Pat ent wesen
Mooswal dal | ee 1-9

D- 79090 Freiburg (DE)

Deci si on of the Examining Division of the

Eur opean Patent O fice posted 11 COctober 1996
refusi ng European patent application

No. 90 112 333.1 pursuant to Article 97(1) EPC



- 1- T 0232/ 97

Summary of Facts and Submn ssions

3100.D

The appeal | odged on 5 Decenber 1996 lies fromthe

deci sion of the Exam ning Division posted on 11 Cctober
1996 refusing European patent application

No. 90 112 333.1 (European publication No. 405 537).

The deci si on under appeal was based on clains 1 to 62
according to the then pending request. The Exam ni ng
Division found that claim1l as anended contai ned

subj ect-matter which extended beyond the content of the
application as filed, thus contravening Article 123(2)
EPC

The Examining Division held in particular that the
meani ng "tetrazole" of the substituent Din claiml did
not find support in the application as filed. The

i ndi vi dual conpound C 49, which was identical to the

i ndi vi dual conpound C-100, conprised the tetrazole
group. However, that conpound was not covered by
claim1l since the particular group B linking the
substituent Dto the rest of that nolecule did not fal
under the definition given in claiml. Thus, the

i ndi vi dual conpound C-49 could not serve as basis for
the amendnent nmade to claim1l. In the individua
conpounds C-11, C 12 and C-86 the substituent D was the
tetrazole group and the linking group B fell within the
definition given in claim1. However, the disclosure of
these three individual conpounds was limted to their
structural elenents in their specific conbination
excluding any variability of the numerous substituents
included in general formula I. Thus, any information
whi ch could only be obtained by nentally disassenbling
the structural fornmula of an individual chem ca
compound into its constituent conponents and then
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arbitrarily reassenbling themcould not be directly and
unanbi guously derived fromthe application as fil ed.
The anendnent of incorporating the tetrazole group in
claim1 for the substituent D fornmed an arbitrary cl ass
of compounds which had no basis in the origina
appl i cation.

The Appellant (Applicant) submtted on 10 February 1997
four fresh sets of clains as main and auxiliary
requests together with the Statenent of G ounds of
Appeal superseding any previous request. The main
request conprised sixty clainms, the first auxiliary
request sixty-two clains, the second auxiliary request
sixty clainms and the third auxiliary request sixty-two
clains. CQaim1l according to the nmain request read as
fol | ows:

" 1. A conpound of the fornul a

Ra 0 R" R‘]z R13
I i [ ] f
Rl g — =0 ¢ N ¢ C-Ar
H *l 1l il T

3 4
N

H

or a pharmaceutically acceptable salt thereof wherein:

R! is a cycloal kyl or polycycl oal kyl hydrocarbon of from
three to twelve carbon atons with fromzero to four
substituents each i ndependently selected fromthe group
consi sting of a straight or branched al kyl of from one
to about six carbon atons, halogen, CN, OR*, SR*, COR*
CF;, NRPR?, and -(CH, ,OR wherein R* is hydrogen or a
strai ght or branched al kyl of fromone to six carbon
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atoms, R and R are each independently hydrogen or

al kyl of fromone to about six carbon atons and n is an
i nteger fromzero to six;

Ais -(CH),CO,-80-, -S(=0-, -NHCO, -(CH,),-OCO,
-SCO, -O(CH),CO or -HC=CHCO- wherein n is an integer
fromzero to six;

R> is a straight or branched al kyl of fromone to about
si x carbon atons, -HC=CH, -C/CH, -CH,-CH=CH, -CH,C/CH,
-CHAr, -CHOR*, -CHOAr, -(CH,),COR*, or -(CH,) . NRR
wherein n, R*, RP and R’ are as defined above and Ar is
as defined bel ow,

R® and R* are each independently sel ected from hydrogen,
R? and - (CH,) .- B-D wherein:

n'" is an integer of fromzero to three;

B is a bond,-OCQ(CH,) -, -Q(CH,),-, -NHCQ(CH,) -,

- CONH(CH,) -, - NHOOCH=CH-, - COQ(CH,) ;-, - CX(CHy) -,
-S(CH) -, -S(=0-(CHy) - -SO- (CHY) -,

—_—~C=0—-
|1

rR'RS or
H H

| |

—C -
.

R'RS

wherein R” and R are independently selected from
hydrogen and R® or together forma ring (CH,), wherein m
Is an integer of from1l to 5 and n is as defined above;
Dis -COOR*, -CONRR}, -CN, -NRPR’, -OH, -H and acid
repl acenents such as tetrazole
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R1® ia om,m,.cH;"cr,
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-CHOR*, -CHROR*, -CHSR*, -CHR’SR*,

wherein R*, R, R, and R are as defined above;

R° is hydrogen or a straight or branched al kyl of from
one to about six carbon atons, -(CH,),COR*, -(CH,),OAr'
-(CH,) ,Ar' or (CH) NRPR’, wherein n, R*, R, and R are as
defi ned above or taken fromR and Ar' is taken from Ar
as defi ned bel ow,

R2 and R are each independently hydrogen or are each
i ndependently taken with RR and R* respectively to form
a noi ety doubly bonded to the carbon atom and

Ar is 2- or 3-thienyl, 2- or 3-furanyl, 2-, 3- or 4-
pyridinyl or an unsubstituted or substituted phenyl
whose substituents if any are each independently

hydr ogen, fluorine, chlorine, brom ne, iodine, nethyl,
met hoxy, trifluoronethyl or nitro." (enphasis added)
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Claim1 according to the first auxiliary request
differed fromclaim11l according to the main request
exclusively in omtting the neaning "tetrazole" from
the list of alternative definitions given for the
substituent D. Cains 1 according to the second and the
third auxiliary request differed fromclaim1l according
to the main and the first auxiliary request,
respectively, in that the term"selected from
(conprising)" was substituted for the term"such as" at
the beginning of the list of acid replacenents for the
substituent D

The Appellant submtted that the anendnent of claiml
objected to by the Exam ning Division was supported by
the application as filed. Tetrazole was a group covered
by the generic term"acid replacenents” given in
original and present claim1l for the substituent D
this fact was well known in the art as shown by the
fresh docunent

(4) Chem e der Heterocyclen, H Lettau, 1980, pages 80
to 89.

Therefore the skilled person would automatically

i nclude the tetrazole group as a nenber of "acid

repl acenents" w thout any further consideration. The
Appel | ant conceded that the individual conpound C-49
was not covered by the generic formula I of claim1l due
to the different |inking group B. The individua
conpounds C-11, C-86 and Exanple 34 fell within claim1l
and conprised tetrazole as an acid replacenent group D
However, the skilled person would not restrict that
particul ar acid replacenent group tetrazole to those

i ndi vi dual conpounds only. Such narrow and litera
interpretation of the content of the application as
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filed ignored the skilled man's ability for abstract

t houghts which led himto the conclusion that tetrazole
was not hing but an inadvertently omtted additiona

equi val ent exanple for the originally disclosed "acid
repl acenents”. Therefore the correctly interpreted
definition of substituent D was anended in claim1l to

i nclude an omtted radical on the basis of exanples
clearly disclosing it w thout changi ng the scope of the
amended cl ai m which was, thus, in keeping with the
requi renents of Article 123(2) EPC

The Appel |l ant requested that the decision under appea
be set aside and that a patent be granted on the basis
of the set of clains according to the main request or
subsidiarily of the sets of clains according to the
first to third auxiliary request, all sets of clains
submtted with letter dated 6 February 1997.

Oral proceedings were held on 13 Decenber 2001. At the
end of the oral proceedings the decision of the Board
was announced.

Reasons for the Deci sion

1

3100.D

The appeal is adm ssible.

Scope of exam nation on appea

VWhile Article 111(1) EPC gives the Boards of Appeal the
power to raise new grounds in ex-parte proceedi ngs
where the application has been refused on ot her

grounds, proceedi ngs before the Boards of Appeal in ex-
parte cases are primarily concerned with exam ning the
contested decision (see decision G 10/93, Q) EPO 1995,
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172, points 4 and 5 of the reasons), other objections
normal ly being left to the Exam ning Division to
consider after a referral back, so that the Appellant
has the opportunity for these to be considered w thout
| oss of an instance.

In the present case the Board, thus, restricts itself
to considering whether the anended claim 1l neets the
requirenents of Article 123(2) EPC which is stated in
t he deci sion under appeal as being the sole ground for
refusal of the application.

Mai n request

3.1

3.2

3.3

3100.D

Amendnents (Article 123(2) EPC)

Caiml is based on original clains 1 and 6. Moreover,
the Appellant has introduced into claim1l the fresh
meani ng "tetrazole” in the list of "acid replacenents”
defining the substituent D. That anmendnment was the sole
ground given in the decision under appeal for refusing
the present application. In case of such an anendnent,
it nmust be fully exam ned by the Board as to its
conmpatibility with the provisions of Article 123(2)

EPC

In order to determ ne whether or not an amendnent

of fends against Article 123 (2) EPC it has to be

exam ned whet her technical information has been

i ntroduced which a skilled person would not have

obj ectively and unanbi guously derived fromthe
application as filed (see decisions T 288/92, point 3.1
of the reasons; T 680/93, point 2 of the reasons;
nei t her published in QJ EPO).

The Appel |l ant conceded that the application as filed
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| acks any general disclosure of the fresh definition
"tetrazole" as a specific enbodi nent of the substituent
D. The neaning "tetrazole" is exclusively disclosed in
the original application as part of the structure of

t he individual conpounds C 11, G 12, C 49, C- 86, C 100,
Exanpl e 33, Exanple 34, Table |I No. 49, fornulae No. 86
and 90, and conpounds (44) and (62) of the reaction
schenes on pages 35 and 37. Thus, it has to be

est abl i shed whether or not those particular individua
conpounds form a proper basis for generalising the
definition "tetrazole" of the substituent D to any
conpound covered by claim 1.

The i ndividual conpounds nanmed C-49, C 100, Table |

No. 49 and forrmula No. 90 in the original application
are indeed structurally identical, hence being only one
singl e individual conpound. This individual conpound is
covered neither by original nor present claiml as
conceded by the Appellant since the linking group B in
t hat conpound has a carboxam do group | ocated between
the substituents B and D which is not provided for in
claim 1. That individual conpound bei ng outside of the
scope of claim1, it cannot forma proper basis for any
amendnment of that claim

The i ndivi dual conpounds naned C- 86, Exanples 33 and
34, and fornula No. 86 in the original application are
structurally identical, hence exenplifying only one

si ngl e individual conmpound, as conceded by the

Appel  ant at the oral proceedi ngs before the Board.

For these reasons, exclusively the three particular
i ndi vi dual conpounds C-11, G 12 and C 86 plus both
conpounds (44) and (62) of the reaction schenes on
pages 35 and 37 renmain for being taken into
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consi derati on when assessi ng whether or not the fresh

definition "tetrazole" of the substituent Din claiml
as anended is supported by the original application as
required by Article 123(2) EPC.

3.5 These five particular individual conpounds conprise in
their structure the tetrazole group as substituent D,
however, exclusively linked to the group -NHCO (CH,) ,-
as substituent B. There is no conpound in the
application as filed wherein the tetrazole group Dis
conbi ned wth any other of the 12 alternative generic
definitions given in claiml for the substituent B.

In the Board's judgenent, the skilled person derives
fromthe structure of those five particular individua
conmpounds not hing nore than the bare disclosure of the
structural elenments in their particular conbination,
nanmely the tetrazole group Dto be linked to the group
-NHCO- (CH,) ,- as substituent B. Therefore the original
di scl osure of those five individual conpounds cannot
support the generalisation indicated in claim1 as
anmended which results in claimng conpounds wherein the
tetrazole group Dis linked to any other of the 12
alternative generic definitions given for the
substituent B. To dismantle the definition "tetrazole"
for the substituent D fromthe particul ar group

-NHCO (CH,) ,- for the substituent B and to generalise
that definition to any other neaning given for the
substituent B, provides the skilled person with
technical information which is not directly and

unanbi guously derivable fromthe application as filed.

3.6 The Appel |l ant argued that the tetrazole group was

covered by the generic term"acid repl acenents”
indicated in original and present claiml for the

3100.D Y A
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substituent D as shown in docunment (4). The skilled
person including therefore automatically the tetrazole
group as an acid replacenent w thout any further

consi deration, the respective anendnent of the
substituent Din claim1 found sufficient support in
the application as filed.

However, as a general rule, a generic term does not
reveal each and every specific structural group to the
skill ed person which is covered thereby. Thus, in the
present case the generic term"acid replacenents" used
inoriginal claim1 for defining the substituent D does
not disclose, either explicitly or inplicitly, the
specific tetrazole group indicated in claim1l as
anended. For that reason the Appellant's argunent is
devoid of nerit.

The Appel |l ant argued furthernore that the |ist

i ndi cating specific groups within the generic neaning
"aci d replacenents" of the substituent Din claim1l
including inter alia "tetrazole" was nerely an
exenplary list not restricting that generic definition.
Thus, the fresh inclusion of the tetrazole group in
that |ist was allowabl e.

However, the provisions of Article 123(2) EPC, i.e.

that the application may not be anended in such a way
that it extends beyond the content of the application
as filed, applies sinply to the application as a whol e
Wi t hout excl udi ng anmendnents of any list fromthat

requi renent. Whether a list is exenplary or exhaustive,
hence, is irrelevant for deciding on the allowability
of an anmendnent nade to that list. Thus, in the present
case, the fresh inclusion of the tetrazole group in the
list of "acid replacenents” defining the substituent D
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Is to be examned as to its conpatibility with the
provi sions of Article 123(2) which results, however, in
a negative conclusion as set out in point 3.5 above.

The Board concludes that claim1 as anmended extends the
subj ect-matter clai ned beyond the content of the
application as filed, thus, contravening the provisions
of Article 123(2) EPC. In these circunstances, the
Appel lant's main request is not allowable and nust be
rej ected.

First auxiliary request

3100.D

Amendnents (Article 123(2) EPC)

Caiml results fromconbining original claiml with
the specific enbodi nent of original claim6 depending
thereon. Thus, that claimis in keeping with the
requi renents of Article 123(2) EPC

Rem ttal

Havi ng so deci ded, the Board has not taken a deci sion
on the whole matter since the decision under appeal was
solely based on deficiencies of claim1l wth respect to
Article 123(2) EPC. As the Exam ning D vision has not
yet ruled on the other clains and the other

requi renents for granting a European patent, the Board
considers it appropriate to exercise the power
conferred on it by Article 111(1) EPCto remt the case
to the Exam ning D vision for further prosecution on
the basis of the clains according to the pending
request, in order to enable the first instance to

deci de on the outstanding issues.
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Second and third auxiliary request

Or der

Since the preceding first auxiliary request overcones
the objection raised in the decision under appeal for
the reasons set out above, there is no need for the
Board to decide on any | ower ranking auxiliary request.

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of the set of clains according
to the first auxiliary request submtted with |etter
dated 6 February 1997.

The Regi strar: The Chai r man:

N. Maslin A. Nuss

3100.D



