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Summary of Facts and Submn ssions
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The Appel |l ant (Opponent 1) | odged an Appeal against the
i nterlocutory decision of the Opposition Division

mai nt ai ni ng the European patent No. 0 415 778 ( European
application No. 90 309 536.2) in anended form when

deci ding on two oppositions filed on the grounds that
the subject-matter of the patent in suit |acked novelty
and did not involve an inventive step as indicated in
Article 100(a) EPC

The deci sion was based on clains 1 to 4 as filed on

5 Novenber 1996 and on pages 2 to 12 of the description
submtted at the oral proceedi ngs before the Opposition
Di vision on 17 Decenber 1996.

Caiml of said set of clains, conprising a correction
(line 4: "an" instead of "and") as submtted during the
oral proceedi ngs before the Opposition Division, read
as foll ows:
"1l. Arefrigeration oil conposition conprising:

(1) a hydrogenated fl uoroet hane and

(2) an ester conpound obtai ned only from

(2-a) an aliphatic dihydric alcohol having 1 to 2
pri mary hydroxyl groups;

(2-b) a branched saturated aliphatic
nonocar boxylic acid having 2 to 9 carbon
atons, or a derivative thereof; and
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(2-c) a saturated aliphatic dicarboxylic acid
having 2 to 8 carbon atons, straight or
branched, or a derivative thereof,

said ester conpound having a kinematic viscosity
at 100°Cin the range of 1 to 100 x 10 °nt/
S(cst) . "

The Opposition Division held that the subject-matter of
the clains was novel under Article 54(3)(4) EPC, since
it concerned a specific conbination of features which

could not be directly derived fromthe cited docunents:

(1) EP-A-0 406 479, and

(4) WD A-90/12849 (EP-A-0 422 185),

bot h docunents being state of the art within the
nmeani ng of Article 54(3)(4) EPC for all the Contracting
States designated in the patent in suit.

Furthernore, the Qpposition Division held that the
ground of opposition based on Article 56 EPC was
insufficiently founded, because neither Cpponent 1 nor
Qpponent 2 had put forward reasons attacking the
required inventive step. Neverthel ess, the Opposition
Di vi sion consi dered the question of inventive step of
its own notion in the formof additional coments to
its decision and concluded that, in the [ight of the
prior art cited by the opponents, the clainmed subject-
matter al so involved an inventive step

Oral proceedings before the Board were held on
25 Cctober 2000. Opponent 2, who was a party to the
appeal proceedings as of right under Article 107 EPC
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havi ng been duly summoned, did not attend these ora
pr oceedi ngs.

The Appel |l ant argued that the subject-matter of claiml
did not neet the requirenents of Article 123(2) EPC,
because it concerned a conbi nation of features

ext endi ng beyond the content of the application as
filed. In this context, he submtted in particular that
the definition of the ester conpound in the conposition
of present claim11 involved arbitrary selections within
t he broad neani ngs of the conponents (2-a), (2-b) and
(2-c) as disclosed inthe originally filed application,
as well as the restriction that it was obtained only
fromsaid three conponents, i.e. excluding the use of
additional starting constituents. He concl uded, that
the so generated subject-nmatter was novel when conpared
with the content of the original application, and
consequently not all owable under Article 123(2) EPC

The Appell ant al so argued that the subject-matter of
the present clains | acked novelty in view of
docunents (1) and (4) under Article 54(3) (4) EPC

Wth respect to docunent (1) he submtted in
particul ar:

- that this docunent - according to a first
enbodi nent of the invention - disclosed
refrigeration oil conpositions conprising a
hydr ogenat ed fl uoroethane and an ester m xture
obtai ned from (i) neopentyl glycol, (ii) at |east
one nonoval ent fatty acid having 3 to 18 carbon
atons, such as isoheptanoic acid and 2-ethyl
hexanoi c acid, and (iii) optionally a pol ybasic
acid having preferably 4 to 10 carbon atons, such
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as adi pic acid and glutaric acid;

that suitable esters net the viscosity condition
as indicated in present claim1l of the patent in
Sui t;

that there was an al nost conplete overl ap between
the conposition as defined in claim1 of the
patent in suit and the scope of the disclosure of
docunent (1); and

that the clainmed subject-matter could only be seen
as an arbitrary selection which did not neet the
criteria for a selection to be novel as required
in the decisions T 198/84 (QJ EPO 1985, 209);

T 279/89 of 3 July 1991 and T 666/89 (QJ EPO 1993,
495), in particul ar because:

(1) the concrete exanples of the disclosure of
docunent (1), though falling outside the
scope of the clained subject-matter of the
patent in suit, were in fact closely rel ated
to those of the present patent,

(ii) docunent (1) included each conponent
constituting the ester defined in the
claim1l of the patent in suit, so that it
coul d not be said that the scope of the
i nvention was narrow as conpared with that
of said docunent,

(iii) the refrigeration oil conpositions of
present claim1 did not show unexpected
effects as conpared with the exanples A-5
and A-8 of docunent (1) or with the exanples
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of the application as filed relating to
strai ght saturated aliphatic nonocarboxylic
aci ds now del et ed.

Moreover, he contested the statenment of the Opposition
Di vi si on concerni ng docunent (1) that it did not

i ndi cate the use of saturated nonovalent fatty acid,
and he observed in this context that at the priority
date of the patent in suit industrially available fatty
acids, particularly in the carbon nunber range 7-9,
were saturated as shown in docunent

(12) Exxon Chem cal: The Universe of Acids (Nov. 1989).

Concerni ng docunent (4), the Appellant accepted during
the oral proceedings that the novelty objection based
on docunent (4) essentially corresponded to that raised
Wi th respect to docunent (1). Therefore, he
substantiated his novelty objection nerely with
docunent (1).

The Respondent (Proprietor of the patent) disputed that
the subject-matter of present claim1l1l extended beyond
the disclosure of the application as fil ed.

Furthernore, he submtted regarding the ground of
opposition based on Article 54(3)(4) EPC, in essence:

- t hat none of the exanples given in docunment (1)
fell wwthin the scope of present claim1,

- t hat nunerous selections had to be made fromthe
broad di scl osure of docunment (1) in order to
arrive at the specific ester as defined in present
claim1, and
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- that therefore the clainmed subject-matter did not
formpart of the state of the art.

The Appel | ant (Opponent 1) requested that the decision
under appeal be set aside and that the patent be
r evoked.

Qpponent 2, being a party as of right, did not file any
request .

The Respondent (Proprietor of the patent) requested
that the appeal be di sm ssed.

At the conclusion of the oral proceedings the Board's
deci si on was pronounced.

Reasons for the Decision

1

1.1

2.1

0619.D

Adm ssibility

The appeal is adm ssible.

Scope of the appeal

The Qpposition Division held that the ground of

opposi tion based on Article 56 EPC was insufficiently
founded, but it neverthel ess considered the question of
i nventive step of its own notion and concl uded that the
cl ai med subject-matter involved an inventive step. As

t he Appellant did not contest this finding, the Board
sees no reason to deviate fromit.

Therefore, and in view of the subm ssions of the
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parties in these proceeding, the only issues to be
dealt with are (i) the question whether the subject-
matter of the present clains is supported by the
application as filed as required under Article 123(2)
EPC, and (ii) whether the clainmed subject-matter is
novel under Article 54(3)(4) EPC

Conpliance with Article 123(2) EPC

The subject-matter of present claiml is supported by

(1) claim6 representing a preferred enbodi nent of
the oil conposition as defined in claim1l,

(i) the definition of the preferred ester conpound
on page 7, second paragraph, and

(iii) the exanples relating to the conpounds 3, 10,
11, 12 and 13

of the application as filed.

In this respect, the Appellant alleged that the
subject-matter of present claiml resulted froma
multiple selection fromseveral broadly defined
features constituting a conposition, which did not form
part of the disclosure of the application as filed.

However, the conposition as defined in present claiml
corresponds to the preferred enbodi nent as disclosed in
claim6 of the application as filed, except that the
nonocar boxylic acid (conponent (2-b)) indicated in
present claiml is restricted to its explicitly

i ndi cat ed branched-chain form by deleting the
explicitly indicated straight-chain form Such a
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restriction of only one of the conponents (2-b) for
obt ai ning the ester conpound to an explicitly defined
one can, in the Board's judgnent, only result in matter
whi ch a skilled person woul d have objectively derived
fromthe disclosure of the application as filed.

Concerning the term"only" in present claiml1 (line 3),
the Board observes that this termnerely restricts the
scope of the ester conpound to its actually disclosed
enbodi nent .

Furthernore, the Board found that present dependent
clainms 2 to 4 corresponded to clains 7, 8 and 9,
respectively, of the application as fil ed.

Therefore, the Board concludes that all the present
clains neet the requirenents of Article 123(2) EPC

Novel ty under Article 54(3)(4) EPC

In view of the fact that the Appellant accepted that
the content of docunent (4) was not nore relevant with
respect to the novelty of the subject-matter of the
present clains than docunent (1), and because the Board
did not see any reason to deviate fromthis point of
view, the only question to be decided is whether the

cl ai med subject-matter is novel under Article 54(3)(4)
EPC in the Iight of docunent (1).

Docunment (1) relates to refrigerants containing

hydr of | uor ocar bons and | ubricants, which in the form of
a first enbodi nent are defined by clains 1 and 2
reading as foll ows:

"1. A lubricant for hydrofluorocarbon refrigerant
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conprising as a nmain conponent an ester conprised of
neopentyl glycol and at |east one straight or branched-
chai n nonoval ent fatty acid having a carbon nunber of
3-18."

"2. The lubricant according to claim1, wherein at

| east one pol ybasic acid having a carbon nunber of 4-36
is further esterified in an anmount of not nore than 80

nol % per total fatty acid with said neopentyl glycol."

Moreover, the parties in these proceedi ngs agreed that
docunment (1) also disclosed that the optionally used
pol ycarboxylic acid as indicated in said claim2 had
preferably 4 to 10 carbon atons, and that in accordance
with clains 1 and 2 aliphatic nonocarboxylic acids and
al i phatic dicarboxylic acids could be used, which fal
within the scope of the conponents (2-b) and (2-c¢),
respectively, as defined in present claiml.

However, in reading docunent (1) the skilled person
woul d derive fromits technical teaching that a

sui tabl e nonocarboxylic acid can be strai ght or
branched, saturated or unsaturated, and can be sel ected
froma broad range of conpounds having 3 to 18 carbon
atons (see the list of nobnocarboxylic acids on page 3,
lines 37 to 41), and that a suitable polycarboxylic
acid can be aliphatic or aromatic, saturated or
unsaturated, and can have 2 or nore (preferably 3)

car boxyl groups (see the |ist of polycarboxylic acids
on page 3, lines 53 to 56).

Thus, in order to arrive at a conposition in accordance
with present claiml of the patent in suit, the skilled
person woul d have to consider the use of a

pol ycar boxylic acid as nmandatory. Moreover, he would
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al so have to make a specific nmultiple selection from
two i ndependent lists of starting conponents for the
preparation of the ester conpound.

Furt hernore, the Board observes that docunent (1) does
not conprise any exanple of conpositions falling under
the scope of present claiml1l, nor does it conprise any
pointer to the use of the particular conbination of
starting conponents as defined in present claim21 under
(2-a), (2-b) and (2-c).

Under these circunstances, and in accordance with the
establ i shed jurisprudence of the Boards of Appeal (see
e.g. T 12/81 (QJ 1982,296), T 401/94 of 18 August 1994,
T 720/ 96 of 16 Septenber 1999, T 231/97 of 21 March
2000, and T 524/97 of 16 May 2000), the Board concl udes
that the ester conpound as defined in present claiml,
and consequently the clained refrigeration oi

conposi tion, should be regarded as bei ng novel under
Article 54(3)(4) EPC

In this context, the Appellant submtted that the
subject-matter of the present clains could not be

consi dered as a novel selection invention, since it did
not nmeet the required criteria therefore as has been
set out in the decisions T 198/84, T 279/89 and

T 666/ 89.

However, the Board cannot accept this subm ssion for
the foll ow ng reasons:

The criteria for selection inventions indicated in

T 198/ 84 and T 279/89 relate to the selection of a sub-
range of a known broader range. This is not the case
here. Furthernore, two of the three criteria devel oped
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in those decisions, i.e. the selected sub-range should
be narrow and the sel ected sub-range should be far
renoved fromthe prior art preferences and exanpl es,
are nmeaningless in the present case, in which a

mul tiple selection of features has been nade from
different lists of sone length. The third criterion
indicated in T 198/84 and T 279/89, nanely, that the
sel ected sub-range should not be arbitrarily chosen
fromthe prior art, but nust be purposively sel ected,
Is in the Board' s judgnent not a proper novelty
criterion, but nerely a confirmation of a previously
formed opinion on novelty. This point of viewis
actually confirmed in T 666/89 (point 8 of the reasons)
and by the decision T 720/96 (point 2.1.3 of the
reasons).

Li kewi se, the Appellant's argunent, that the

conbi nation of starting conponents for obtaining the
ester conpound of the conposition as clained in present
claim1 woul d have been seriously contenplated by a
skilled person and therefore would | ack novelty as
indicated in the decision T 666/89, cannot be accepted
either. Apart fromthe question whether the criterion
"seriously contenplating” is a proper novelty
criterion, there is - as indicated above - no evidence
in the present case that a skilled person i ndeed woul d
have seriously contenpl ated the use of the specified
conposition of matter as defined in present claim1.

O der

For these reasons it is decided that:

0619.D Y A
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The appeal is dism ssed.

The Regi strar: The Chai r man:

N. Maslin J. M Jonk

0619.D



