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Summary of Facts and Subm ssi ons

Thi s appeal is against the rejection of the opposition
to European patent No. 363 056.

1. In the notice of opposition the opponent (now
appel l ant) had requested revocation of the patent in
its entirety on the grounds that the subject-nmatter of
the clains of the patent was not new and did not
i nvol ve an inventive step (Article 100(a) EPC) having
regard in particular to the following prior art
docunent s:

D1: DE-A-3 423 887

D2: "Keine Angst vor der Conpact D sc", parts 1 and 2:
Funkschau No. 20/1983, pages 77 to 80 and
No. 21/1983, pages 86 to 89

D3: "Spurtreu": Funkschau No. 11/1983, pages 59 and
60.

L1, In the statenment of grounds of appeal the appellant
referred to three new prior art citations, copies of
which were filed shortly after expiry of the tinme limt

for filing the statenent of grounds of appeal:

D4: "Plattenspieler technisch verfeinert": rnme (Radio
Ment or El ektroni k) 1977, No. 8, pages 310 and 311

D5: "ADC Accutrac 4000": KlangBild 1976 (May/ June)
page 9

D6: "Hi Fi - Fonoaut omat PA 225" RFE (radi o fernsehen
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el ektroni k) 1979, No. 10, pages 659 to 663

and argued that the subject-matter of the opposed
patent was obvious in view of D4, D5 and D6. No
justification was offered for submtting this new
evidence for the first tine on appeal.

In a subsequent letter of 12 May 1999 the appel |l ant
cited two famly nenbers of DL:

D1': BE-A- 897 174
D1": FR-B-2 548 424

bot h published before the priority date of the opposed
patent, as support for his contention that the
opposition division had msinterpreted DL in the
deci si on under appeal. D1' corresponded to the priority
clainmed by D1; Dl1" was cited for conveni ence because

t he photocopy of D1' to hand was of poor quality.

The respondent objected to the |ate subm ssion of the
docunents D4 to D6. In a communi cation acconpanyi ng a
sumons to oral proceedings the board indicated that it
was likely that the new citations D4 to D6 woul d be

di sregarded pursuant to Article 114(2) EPC

The patent has not been anmended. Claim1l, the sole
I ndependent claim reads as follows:

"1l. A conpact disk player, for playing back data
recorded on a conpact disk (1) having a surface on
which a lead-in area, a programarea and a | ead-out
area are distinctly provided wherein the program area
contains data to be played back to which an address is
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al | ocated, conpri sing:

a pickup (3), novably positioned relative to the
surface of the conpact disk (1), for reading the data
contained in the lead-in area, the programarea and the
| ead- out area; and,

a servo nechanism (4) for controlling the position
of the pickup (3);

control neans (8) for servo-I|ocking the pickup (3)
to the position where the reading of the data contai ned
in the programarea is interrupted characterised by:
said control neans controlling the servo nechani sm (4)
so that the pickup (3) is positioned in a predeterm ned
position allocated with a predeterm ned address for
subsequent resunption of the data reading if the
address of the servo-|ocked position is outside the
program area. "

Oral proceedings were held before the board on 15 June
1999.

The appel |l ant argued essentially as foll ows:

The docunents D4 to D6 were sufficiently relevant to be
admtted even at the appeal stage. The docunents
related to stylus pickup anal ogue record pl ayers but
apart fromthis single difference all features of
claiml of the opposed patent were known from D4 and
D5, which related to the sane apparatus, when the
teaching of the latter was interpreted in the |ight of
t he background information in D6 relating to nuting
circuits.

The deci si on under appeal pivoted on the finding that
the person skilled in the art would not conbine the two
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separate enbodi nents in Dl because the second

enbodi nent was explicitly presented in that docunent as
an alternative to the first enbodinent. This finding
was supported by a reference to page 6, of D1 which
indicated that in the fully electronic second

enbodi nent the el ectronic neans for determning the

| aser position at interrupt was provided as a

repl acenent for the nmechanical |ocking neans ("statt
der mechani schen Verriegel ung") of the first

enbodinent. In comng to this conclusion, however, the
opposi tion division had overl ooked the fact that the
enbodi nents in clains 1, 2 and 3 of DL were readily
conbi nabl e; a nmechani cal | ocking neans as specified in
claim6 was not inconpatible with the electronic
solution specified in claim3. Indeed, contrary to the
finding of the opposition division, the person skilled
in the art would be positively encouraged by the clains
of D1 to consider conbinations of the different

el ements of the solutions set out in these clains. This
was particularly evident in the clains of the Belgian
pat ent application fromwhich DL clainmed priority. In
the Belgian priority docunent D1' of DL as well as in
the French famly nenber D1", claim 1l contains the
foll ow ng passage:

"caractérisé [...] en ce que, a cet effet, au tourne-
di sque, sont associ és des npbyens mécani ques,

él ectriques et/ou él ectroni ques assurant |a

meénori sation des informations relatives a un di sque
[...] et |"endroit ou |a reproduction des informtions
a été interronpue" [enphasis added by the appellant].

Thus claim1 of D1' and D1" explicitly teaches the
person skilled in the art to provide nechanical,
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el ectrical and/or electronic neans to store information
relating to the position at which reproduction of
program data was interrupted. The use of the expression
and/or ("et/ou") in D1' and D1" confirned that the
teaching of D1 could not properly be interpreted as
relating to nutually exclusive alternative enbodi nents.

The D1 CD pl ayer was particularly intended for
installation in vehicles (page 1, first sentence of
description of Dl1). The person skilled in the art would
reali se that such an apparatus woul d be subject to
significant vibration and would require both the
precision of the electronic storage of the interrupt
position and an additional nechanical storage neans

(1 ocking the pickup position) to prevent the pickup
fromdrifting away fromthe interrupt position. By
appl yi ng such straightforward considerations as to the
particul ar strengths and weaknesses of the nechanica
and el ectronic elenents of the solutions represented by
the illustrative enbodinents in D1 and explicitly
inspired by the wording of the clains, especially those
of the famly nenbers D1' and Dl1", the person skilled
in the art would arrive at the CD player specified in
claim1l of the opposed patent w thout an inventive step
bei ng i nvol ved.

In considering what claim 1l actually specified it was

i nportant to note that the phrase "so that the pickup
(3) is positioned in a predeterm ned position allocated
Wi th a predeterm ned address for subsequent resunption
of the data reading” in the characterising portion of
the claimdid not anount to anything nore than
recommenci ng at the interrupt position and address as
known in the prior art, since the interrupt operation
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determined the interrupt position and address whi ch was
thereafter a predeterm ned position and address for use

I n the subsequent resunption operation.

The respondent argued essentially as foll ows:

In considering D1, the person skilled in the art would
not ook at the clains for a teaching, but would | ook
at the description and draw ngs which show di stinct
alternative solutions. This was just as true for the
French | anguage docunents Dl1' and D1" as for the German
| anguage docunent DI1.

There was no teaching in D1 of any advantage in
conbi ni ng the separate enbodi nents. In particular there
was no di scussion of the problem of attenpted
reproduction of a non-programe area, in particular of
t he unpl easant acoustic effect resulting from
attenpti ng playback fromthe | ead-out area. Nor was
there any discussion in D1 of novenent to a
predeterm ned position allocated with a predeterm ned
address in the sense of claim1l of the opposed patent.
The appellant's interpretation of 'predeterm ned
position' in claim1l of the opposed patent to nean
sinply the interrupt position or the disc start
position following the lead-in area was not a
reasonabl e interpretation since it did not take into
account the problem solved by the teaching of the
patent. In the context of that problemand the solution
taught in the patent, the term ' predetermned in the
claimclearly neant 'determ ned beforehand' (ie before
I nterrupt occurs) and included maki ng provision for the
servo-1l ocked position being jolted into the | ead-out

ar ea.
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I X. The appel |l ant requested that the decision under appea
be set aside and that the patent be revoked.

X The respondent requested that the appeal be dism ssed.

Reasons for the Deci sion

1. The appeal is adm ssible.

2. Evi dence fil ed on appea

2.1 D4 to D6

These docunents are used by the appellant to support an
argunent which is not strictly responsive to the first

I nstance debate which cul mnated in the decision under
appeal . The argunentation introduced by the phrase "Im
ubrigen..." in the statenment of grounds of appea

(page 1, fourth paragraph) represents a fresh factua
case presented for the first tinme on appeal. As was
stated by the present board (in a different
conmposition) inits decision T 389/95 dated 15 Cctober
1997 (not published in the QJ EPO at point 2.14 such
evi dence "shoul d normally be di sregarded pursuant to
Article 114(2) EPC unl ess convergence of the debate is
guaranteed, eg by a mani festly unanswerabl e chal |l enge
to the validity of the opposed patent necessarily
resulting in restriction or revocation of the patent.
Furt hernore the concl usiveness of this challenge should
normal |y be manifest fromthe statenent of grounds of
appeal ." Since the argunent based on D4 to D6 does not

1505.D N
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nmeet this standard of prima facie relevance, and since
the respondent does not consent to the adm ssion of
t hese docunents, the board will disregard them

D1' and D1"

These docunents are responsive and relevant to the

pi votal reasoning in the decision under appeal and the
respondent has not objected to their introduction. The
board wil|l therefore not disregard them

Interpretation of claiml

The parties disagree as to the interpretation of
claiml1, in particular the neaning of 'predetermned .
The board interprets the characterising portion of
claiml1l as inplying the presence of neans for detecting
that the address of the servo-locked position is
outside the programarea. This follows fromthe wording
"so that...if..." which specifies an operation which is
effected on the occurrence of a specified condition. In
the judgenent of the board, this inplies that the
control neans is operative to detect occurrence of the
condition. Further, the board interprets "outside the
program area" as neani ng anywhere in the disc area
accessible to the pickup other than the program area;
for the person skilled in the art this neans |ead-in

(i nclusive-)or |ead-out area and hence, in particular
the | ead-out area. These steps of interpretation |ead
in turn to the conclusion that 'predeterm ned position
cannot nean sinply (ie exclusively) the position in the
program area at which interrupt actually occurred since
this is no | onger determ nable when the servo-I| ocked
position is in the | ead-out area and nust instead
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include (in the case of the servo-Ilocked position
ending up in the |lead-out area) a resunption position
and address which is predetermned within the CD player
prior to any interrupt. Thus the sense of
"predetermned’ in the claimvaries according to the
servo-l ocked position on resunption but it is
nonet hel ess, in the judgenent of the board, clear that
the nmeani ng of 'predeterm ned" enbraces these
respecti ve senses in the respective conditions.

This interpretation, based solely on the interna
context of claiml1, is confirnmed by clains 2 to 4
(which relate to the special cases when interrupt
occurs in the programe area, the lead-in area and the
| ead- out area respectively) and is also consistent with
the teaching in the body of the specification. Thus at
colum 1, line 47 ff of the patent it is stated that:

"If the pickup enters into the lead-in area of the CD,
reproduction of a recorded nusic would start fromthe
begi nni ng because the address read out fromthe TOC

i ndicates the restart address.

If the pickup enters into the | ead-out area,
reproduction would start fromthat area where no nusic
signal exists, which creates unnatural acoustic

ci rcunst ances when reproduction of a recording nusic is
resumed.

Accordingly, it is an object of the present invention
to provide a CD player which presents |ess unnatura

feeling at the tine when data reproduction is resuned."”

It would, in the judgenent of the board, be utterly
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i nconsistent with this statenment of the problem and the
teaching in the body of the specification as to how the
problemis to be solved to interpret "outside the
program area" in claim1l other than as enconpassing in
the lead-in (inclusive-)or |ead-out area.

Novel ty

It is not disputed by the opponent that the cl osest
prior art docunent D1 (nor its famly nenbers D1', D1",
nor any other docunent in the file) does not disclose
means for determning if the address of the servo-

| ocked position is outside the programarea in the
sense of being in the |ead-out area.

The appellant's contention of |ack of novelty is in
reality based on the fact that the clained CD pl ayer
deals with the previously recogni sed nodes of
resunption after interrupt in the sane way as prior art
pl ayers but this argunent fails to take account of the
fact that the CD player specified in claim1 of the
opposed patent al so solves the hitherto unrecogni sed
probl em of the risk of resunption in the | ead-out area
by a novel functionality of the control neans.

The board concludes therefore on the basis of the
interpretation arrived at point 3.1 above that the
subject-matter of claiml1 of the opposed patent is new.

I nventive step
On the basis of the interpretation above claim1l is

correctly delimted with respect to D1, the agreed
cl osest prior art, and the objective technical problem
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is accordingly also that referred to at point 3.2
above. The appel |l ant does not dispute the fact that
this problemis not referred to in DL or any other
docunent on the file.

Even if it is conceded, for the sake of argunent, that
the person skilled in the art would realise that
vibration, in particular road induced vehicle vibration
woul d cause the servo-|ocked position to drift, the
board has not been persuaded by the appellant's
argunmentation that the person skilled in the art would
as a matter of routine design have anticipated the
consequence of this drift at a programarea just prior
to the | ead-out area, nor, if he did, that he would
have realised that the problem could be sol ved whil st
still retaining the advantage of a nechani cal servo-

| ocki ng neans.

Neither is the board convinced by the appellant's
argunent based on the clains of DI and its famly
menbers. These argunents do not get beyond establishing
that the person skilled in the art could have conbi ned
the el enents of the separate enbodi nents of Dl to sol ve
the probl em addressed in the opposed patent in the
manner described and clainmed in the patent. It falls
short of the necessary step of show ng that the person
skilled in the art would, for plausible reasons, be |ed
by the teaching of the prior art, to fornul ate that
probl em and solve it in the manner clained. The genera
expression in claim1 of D1" of nechanical, electrica
and/ or el ectronic neans does not provide any specific
teaching as to any problemthat is to be solved or by
what specific conbination of the various nmeans such
probl em coul d be sol ved. The board does not exclude the
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possibility that the clains of a prior art patent
docunent coul d sonetines provide an enabling disclosure
of the solution to a particular problembut it is
convinced that this is not true of the present case.
This aspect of the appellant's argunent is essentially
based on hindsi ght.

6. The board therefore concludes that the appell ant has
not shown that the CD player of claim1l of the opposed
patent is either old or obvious having regard to the
cited prior art and that accordingly the ground of
opposition pursuant to Article 100(a) EPC does not
prejudi ce the mai ntenance of the opposed patent in
unanmended form

O der

For these reasons it Is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Ki ehl W J. L. Weeler
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