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Summary of Facts and Subm ssi ons

The nention of the grant of European patent

No. 0 519 097, with seven clains, in respect of

Eur opean patent application No. 91 110 051.9, filed on
19 June 1991, was announced on 16 March 1994 (Bulletin
94/11). Caim1l reads as foll ows:

"Process for the preparation of copolyners, whereby 50-
100 parts by weight of an aromatic vinyl conpound, O, 1-
15 parts by weight of a glycidyl ester of an

unsat urated carboxylic acid or a glycidyl vinyl ether,
0-50 parts by weight of a cyanated vinyl conpound, and
0-100 parts by weight of other vinyl nononers are

copol yneri zed in enul sion or suspension, wherein the
process is carried out at a pH which is kept at a val ue
between 6 and 8 during the copol ynerisation reaction.”

Clains 2 to 7 are dependent clains directed to
el aborations of the process according to Claim 1.

. Notice of Opposition was filed on 5 Decenber 1994 on
the ground of |ack of inventive step. The opposition
was supported inter alia by the docunents:

EH1: US-A-2 580 901; and
EH4: DE- A-3 427 441

L1, By a decision taken at the end of oral proceedings held

on 17 Cctober 1996 and issued in witing on 25 Novenber

1996, the Opposition Division rejected the opposition.

According to the decision, the only difference between
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the clained process and that of the closest state of
the art EH1 lay in the specified range of pH, of 6 to
8. EHl was not only silent about pH, however, but also
did not nention the relevant problemof controlling the
content of incorporated epoxy groups. The argument that
it was obvious to control the pHin such a way as to
avoi d hydrolysis of the epoxy groups, as taught by EH4,
relied upon the assunption that hydrolysis was the
reason for the problem In any case, EH4, although
nmentioning a pHrange of 2 to 9, exenplified a pH of 3.
Finally, an advantageous effect had been denonstrated
by the worked experinents of the patent in suit, which
showed a significant increase of the content of

gl ycidyl nethacrylate in the final polyner, where the
pH had been controlled by the use of a buffer, conpared
to where no pH control had been exerted. Hence, the
technical problemand its solution were not known or
rendered obvious by the prior art.

On 31 January 1997, a Notice of Appeal against the
above decision was filed, together with paynent of the
prescri bed fee.

In the Statenent of Grounds of Appeal, filed on 4 Apri
1997, the Appellant (Opponent) argued in substance as
fol | ows:

(a) The skilled person, facing the technical problem
of providing an inproved process for the
preparation of copolyners of aromatic vinyl
conmpounds and gl ycidyl esters of unsaturated
carboxylic acids or glycidyl vinyl ethers, which
permtted a better control of the content of epoxy
groups, would know from EH4 in particular that the
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epoxy groups could be unstable in dependence on
the pH value. This would have led him w thout
inventive ingenuity, fromstrongly acid or

al kal i ne pH val ues, towards the neutral region.

(b) That the region 6 to 8 did not represent an
advance in the sense of a "selection" was
denonstrated by the fact that a pH value of 8.9 as
in Exanple 2 of the patent in suit, i.e. lying
outside the clained range, nevertheless led to a
good result. Hence, the skilled person using his
general know edge would arrive at the expected
effect of a higher content of epoxy groups in the
copol yner.

The Respondent (Patentee) agreed, in a submssion filed
on 4 August 1997, with the findings of the decision
under appeal, and submtted that the argunents in the
St at enent of Grounds of Appeal added nothing to those
brought in the opposition.

After the issue, on 1 Cctober 1998, of the summons to
oral proceedings by the Board, the Appellant filed, on
1 February 1999, a report of experinental work stated
to have been carried out according to Exanples 2 and 3
of the patent. Oral proceedings were held before the
Board on 3 March 1999. After having heard the parties,
the Board deci ded to exclude the experinental report
pursuant to Article 114(2) EPC. For the rest, the
parties generally repeated the argunents al ready
submtted in witing.

The Appell ant requested that the decision under appea
be set aside, and the patent in suit revoked in its
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entirety.

The Respondent requested that the appeal be dism ssed.

Reasons for the Deci sion

1

0720.D

The appeal is adm ssible.

Late-fil ed evi dence

The experinental report submtted by the Appellant on
1 February 1999 (Section VI., above), referring to
experimental work stated to have been carried out by
the Appell ant, although received nore than one nonth
before the date set for oral proceedi ngs, was
nevertheless filed too late to all ow the Respondent to
repeat the rel evant experinental work. The |ast

subm ssion of the Respondent, in this connection, was
filed as long ago as August 1997, i.e. 16 nonths
previously. The experinental report of the Appellant is
therefore considered to be late-filed. The details
given are furthernore extrenely vague, especially as
regards the crucial pH values, which are nerely
expressed in terns of divergence fromthe clai ned
range, w thout a concrete value being specified.

I ndeed, the report does not give any experinental
detail s beyond the statenent that Exanples 2 and 3 of
the patent in suit were repeated ("nachgestellt"). In
any case, the intention of the evidence is to support
an argunent as to whether a particular exanple falls
within the scope of Claim1l or not, and thus relates to
an i ssue under Article 84 EPC, which is not a ground
for opposition. Thus, the Board does not consider the
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subm ssion sufficiently relevant to neet the criteria
set out in the decision T 1002/92 (QJ EPO 1995, 605),
nanely such as to be highly likely to prejudice the
mai nt enance of the European patent. Consequently, it
was excl uded from consideration pursuant to

Article 114(2) EPC

The patent in suit; the technical problem

The patent in suit is concerned with the probl em of
controlling the incorporation of epoxy groups in a
process of preparing copolyners, wherein 50-100 parts
by wei ght of an aromatic vinyl conpound, O, 1-15 parts
by wei ght of a glycidyl ester of an unsaturated
carboxylic acid or a glycidyl vinyl ether, 0-50 parts
by wei ght of a cyanated vinyl conpound, and 0-100 parts
by wei ght of other vinyl nononmers are copol ynerised in
enmul sion or suspension (Claim1l; page 2, lines 9 to
11).

Wi | st the preparation of such copolyners is known from
EH1, which relates to three-conponent copol yners of
styrene, glycidyl nethacrylate and glycidyl acrylate in
the wei ght ratios 360:30: 10 respectively (colum 1,
lines 24 to 32), and was generally agreed to represent
the closest state of the art, there is no nention that
the level of incorporation of epoxy nononers m ght be a
problem Nor is there any reference to the feature,

adm ttedly distinguishing the clained subject-nmatter
therefromand form ng the proposed solution of the
probl em nanely the mai ntenance of the pH, during the
pol ynmerisation, in the range 6 to 8. Indeed there is no
mention of pH at all, as was also explicitly admtted
by the Appellant. Consequently, there is no recognition
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either of the technical problem or its solution, in
EHL1.

As regards EH4, there is disclosed a process for
obt ai ni ng a spherical -granul ar pol ynmer, involving
suspensi on polynerising a nononmer m xture conpri sing
nore than 50 wt % gl ycidyl (neth)acrylate in the
presence of a water sol uble polyner consisting
essentially of ethylenically unsaturated carboxylic and
sul phoni ¢ acid contai ni ng nononers or their salts, at a
pH from2 to 9 with stirring under specific conditions
(Cdaim1l). As regards the pH value of the

pol ymeri sation system it is found that when the
acidity is too great, a ring-opening of the epoxy
groups occurs, and when the alkalinity is too great,
the polyner fornmed is hydrolysed. It is therefore
necessary to establish a pH between 2 and 9, preferably
from2 to 7 (page 11, lines 11 to 18). According to the
rel evant Exanples 1 to 3, the pH value of the

pol yneri sation systemis set to 3 (page 15).

Whilst it is true that the possibility of |oss of epoxy
groups is addressed in EH4, the analysis of the
granul ar pol ynmer shows the introduction of hydrophilic
groups as well as intranol ecul ar or internol ecul ar
crosslinking reactions (page 12, lines 17 to 24), which
both contribute to a reduction in the anbunt of epoxy
groups. Thus, to the contrary, it is evident that it is
not a primary concern of the disclosure to avoid such

| oss.

Even if this had not been the case, the rel evance of
this disclosure woul d not be apparent to the skilled
person starting fromEHL as cl osest state of the art,
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since the latter does not nmake avail able the rel evant
probl em (section 3.1, above). Hence there is no
incentive to conbine the disclosure of EH4 with that of
the cl osest state of the art.

Furthernore, the requirenent in EH4 for the presence of
nore than 50% gl yci dyl nethacryl ate nononer is contrary
to definition of the kind of nononer systemw th which
EH1 is concerned, as well as that defined in Cdaim1 of
the patent in suit. Thus, the disclosure of EH4 is

i nconpatible with an essential aspect of EHl and the
patent in suit.

Finally, although EH4 refers to a range of pHfrom2 to
9, preferably 2 to 7, the only exenplified value is 3.
This is perhaps not surprising in view of the fact

that, according to EH4, the spherical grains of polyner
are obtained in the presence of a highly acidic water
sol ubl e pol yner. The context is therefore narrow, and
there is no basis for isolating the pH control aspect
of the teaching of EH4 fromthe remaining rel evant
characteristics of the process. Consequently, even if
the skilled person, starting fromthe cl osest state of
the art (EHL) were to try, in spite of the absence of
any incentive to do so (sections 3.2.1, 3.2.2, above),
and regardl ess of the inconpatibility of the respective
nmononer systens (section 3.2.3, above), to apply the
teaching of EH4 in sone way in conbination with that of
EH1, the | ogical course would involve the presence of
nore than 50% gl yci dyl nononer as well as highly acidic
wat er sol ubl e polynmer and al so the specific stirring
conditions. It would thus favour the exenplified pH
value of 3. The result would thus not be a process
falling wwthin Caim1l of the patent in suit.
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The argunent of the Appellant, that the skilled person
woul d have been led in any case toward neutral pH

val ues (section IV.(a), above), is not convincing,
since it relies on a recognition, by the skilled
person, of the relevant technical problem The latter
has, however, been found not to have been nade
avai |l abl e by EHl (section 3.1, above).

The argunent that the clainmed pH range coul d not
represent a "selection" fromEHL (section IV.(b),
above), depends on the concept that EHL actually
teaches a pH range from which a sel ection can be nade.
The fact that no pHis nentioned in EHL neans, however,
that the disclosure of EH1L does not nake any specific
range of pH available. In other words, it does not
suggest a possi ble correlation between that paraneter
and the final anmount of epoxy groups in the copol yner.
Consequently, the clai ned subject-nmatter cannot
represent a selection fromsuch a range. It is
therefore inmaterial, fromthe point of view of

i nventive step, whether the desired effect (inproved

I ncorporation of epoxy groups in the polynmer product)
is al so achi eved outside the clained pHrange. In this
connection, it has never been denied that the rel evant
effect is achieved within the clained range.

In summary, there is (a) no discernable relationship
bet ween t he disclosures of EH4 and EHlL whi ch woul d | ead
the skilled person to recognise the rel evant technica
problem but (b) on the contrary an inconpatibility
which would mlitate agai nst such a conbination, which
(c) even if it were attenpted, would not lead to the

cl ai med subject-matter. The argunents presented by the
Appel | ant about the inportance of pH considered in

I solation are thus evidence of ex post facto anal ysis.
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3.6 Consequently, the Board has no difficulty in concurring
with the reasoned finding of the decision under appeal,
that the technical problemand its solution were not
known or rendered obvious fromthe prior art (Reasons,
poi nt 4).

O der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

E. Girgmaier C. Gérardin
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