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Summary of Facts and Subm ssi ons

In the oral proceedings of 8 Novenber 1996 the
opposition division revoked European patent

No. 0 250 322, the follow ng docunents inter alia
havi ng bei ng cited:

(D1) US-A-3 325 888 and
(D2) EP-B1-073 128.
The witten decision was posted on 9 January 1997.

1. Agai nst the above decision the proprietor of the patent
- appellant in the followng - |odged an appeal on
7 February 1997 paying the fee on the sane day and
filing the statenment of grounds of appeal on 9 My
1997.

L1l Fol |l ow ng the board's conmuni cati on pursuant to
Article 11(2) RPBA oral proceedings were held on
13 January 2000 in which the appell ant requested that
t he deci sion under appeal be set aside and that the
patent be maintained on the basis of clains 1 to 20
filed on 7 Decenber 1999 (main request), by way of
auxiliary request on the basis of clainms 1 to 20 filed
as first auxiliary request in the oral proceedings, by
way of further auxiliary request on the basis of
clains 1 to 20 filed as second auxiliary request in the

oral proceedings.
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Clainms 1 of the main, first and second auxiliary
request read as foll ows:

mai N request:

"1l. Method for producing an el ongated sintered
article, whose |ongitudinal dinension is |onger than
100 times a cross sectional dinension thereof,
characterised by the steps including mxing unsintered
ceram cs powders at |east one thereof having a particle
size of |less than one micron, filling the m xture of
powders containing no organic binder in a netal pipe,
carrying out plastic deformation of the powder filled
pi pe section, and then heating the plastically deforned
pipe so as to sinter the mxture of powders within the
pi pe at a tenperature which is higher than its
sintering tenperature.”

first auxiliary request:

"1l. Method for producing an el ongated sintered
article, whose |ongitudinal dinension is |onger than
100 times a cross sectional dinension thereof,
characterised by the steps including filling unsintered
ceram cs powder containing no organic binder in a netal
pi pe, carrying out plastic deformation of the ceramcs
powder filled pipe so as to reduce the pipe section,
and then heating the plastically deforned pipe so as to
sinter the powder material within the pipe at a
tenperature which is higher than its sintering

tenperature.™
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second auxiliary request:

"1. Method for producing an el ongated sintered
article, whose |ongitudinal dinension is |onger than
100 tinmes a cross sectional dinension thereof,
characterised by the steps including m xing unsintered
Si or Wcarbide powders, filling the m xture of powders
containing no organic binder in a netal pipe, carrying
out plastic deformation of the powder filled pipe so as
to reduce the pipe section, and then heating the
pl astically defornmed pipe so as to sinter the mxture
of powders within the pipe at a tenperature which is
hi gher than its sintering tenperature.”

The opponent - respondent in the follow ng - requested
that the appeal be di sm ssed.

I n support of their above requests the parties
essentially brought forward the foll ow ng argunents:

(a) appellant

mai n request

- the particle size "of |Iess than one mcron" of
claim1 can be derived from Exanples 2, 6, 7, 8
and 9 of the patent specification since in these
exanpl es an average particle size of 0.8 and 0.5
m croneter is disclosed;

first auxiliary request

- inclaiml it is prescribed that the pipe is
sintered at a tenperature "which is higher than
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its sintering tenperature” so that this claimis
formally in order;

- (D1) and (D2) both relate to the technical field
of electronics, nanely to superconductors, whereas
claiml relates to nechanical applications in
whi ch hardness and enhanced cohesi on of the
el ongated sintered article have priority;

- contrary to claim1l (Dl) teaches a twofold heat
treatnment i.e. presintering and final sintering
whil e (D2) excludes the application of heat so
t hat even a conbi nati on of both docunents cannot
directly lead to the teaching of claim1;

- the final heating step according to claim1l
saf eguards tenacity of the sintered article and is
sinpler to be carried out than a twofold heating
according to (D1);

- since a heat treatnent is not envisaged in (D2)
there existed a prejudice to be overcone by the
clai ned i nvention;

second auxiliary request

- claiml1 of this request is restricted to carbides
of Si and Wwhich restriction fully neets the

requi renents of Articles 123(2) and (3) EPC

- t he cl ai med car bi des achi eve hardness of the
sintered article;

- (D1) and (D2) singly or in conbination do not
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render obvious the subject-matter of claim1 since
they are not based on the achi evenent of a higher
hardness of the article but on a different problem
to be solved, nanely enhanced el ectrical
conductivity of the elongated sintered article.

(b) respondent

mai n request

- the exanples laid down in the patent specification
do not disclose a range of particle sizes and the
upper limt of one mcron thereof is also not
derivable from Exanples 2, 6, 7, 8 and 9 of the
pat ent specification; since for instance Exanple 2
is based on 20 wt% of a netal, nanely Co, this
exanpl e i s anyhow contrary to claim21 prescribing
ceram cs powders;

first auxiliary request

- the wording of claim1l does not restrict the
article to non-electrical applications so that
(D1) and (D2) are relevant docunments at |east for
the issue of inventive step;

- ductility of the sintered article is not defined
in the patent specification so that this property
cannot serve as a prejudice against the
consideration of (Dl1) and (D2) and cannot be seen
as a crucial issue in the patent specification;
stressing the hardness of the sintered article of
claim1l fromthe side of the appellant is nothing
ot her than an attenpt to create a non-existing
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t echnol ogi cal barrier towards the teachings of
(D1) and (D2);

- from(D2) the interrelationship between
ductility/ hardness and any heat treatnent of the
powder/sintered article was clearly known to a
skilled person so that it is a sinple adjustnent
to the wi shed properties of the final article
whet her or not a heat treatnent is envisaged in a
speci fic case;

- (D1) does not only teach a twofold heat treatnent
but according to colum 1, lines 69 to 71, also a
single heat treatnent; what is mssing in (D1) is
the feature that the powders to be sintered are
ceram cs powders;

- the wording of claim1 "including mXxing
unsintered ceram cs powders..." does not limt the
claimto ceram c powders only, netallic powders
could al so be used; if at all novel over (D1)
claim1l is not based on an inventive step since
ceram c powders per se are clearly known from
(D2), for instance Nb (N, C) or NbC

second auxiliary request

- claiml1l is an aliud with respect to all previous
requests of the appellant; again claim1 is not
restricted to nmechani cal applications;

- the restriction of claiml1l to carbides of Si or W

is arbitrary and it cannot be seen which probl em
shoul d be solved with the specific ceram cs powder
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of claiml1l so that the existence of an inventive
step has to be deni ed.

Reasons for the Deci sion

1. The appeal is adm ssible.

Mai n request

2. Amendnent s

2.1 Caiml is based on the feature that the particle size
of the unsintered ceram cs powder is "less than one

m cron”.

2.2 It has to be observed that this technical information
cannot unanbi guously be derived from Exanples 2, 6, 7,
8 and 9 of EP-B1-0 250 322 in such generality since
whereas specific particle sizes of 0.5 or 0.8 mcron
are disclosed, this is always in conbination with a
speci fic powder conposition. Exanple 2 for instance,
contrary to claim1, contains a netal powder, see
cobalt content of 20 wt % of Exanple 2.

2.3 From EP-B1-0 250 322 there is noreover no range of
particle sizes disclosed, rather two specific particle
sizes according to the above exanples. The information
"l ess than one mcron" is therefore seen as an
unal | owabl e generalization of specific values into a
range of val ues.

2.4 Under these circunstances "l ess than one nicron" of

0493.D Y A
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claim1l constitutes an extension of the original
di scl osure within the neaning of Articles 123(2) and
100(c) EPC so that this claimis not adm ssible.

First auxiliary request

4.2

0493.D

Novel ty

(D1) is restricted to netal powders of Nb and Sn and
the application of ceram cs powders is not

unanbi guously derivable fromthis docunent. The
subject-matter of claiml1 is therefore novel since not
all of its features are derivable fromthis docunent.

It should be added that in (D2) a heating step is
m ssing so that this docunent is also not novelty-
destroying with respect to the subject-matter of
claim1.

I nventive step

Caim1l has to be interpreted as a nethod cl ai m whose
clained article, nanely an elongate sintered article is
not restricted to any specific application such as
nmechani cal, optical, electronic or electrical

The properties "hardness" and "ductility" are noreover
not specified in claiml so that it provides no basis
for arguing that the nethod of claiml1l |leads to a
harder or less ductile or nore coherent el ongated
article than the prior art to be considered. The
preconditions for the existence of a technica

prej udi ce do not therefore exist.
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From (Dl1), see colum 1, line 69 to colum 2, |ine 5,
it is known to reduce a presintered pellet to powder
formand then fill a ductile netal tube with this
powder; the filled tube is then plastically deforned
and heated at tenperatures of 950 to 1100°C.

Irrespective of the history of the above powder whet her
presintered or not the starting point is a powder;
since a powder per se has to be seen as "unsintered"
there appears to be no difference with respect to the
met hod steps laid down in claim1. However, (Dl) does
not relate to ceramcs but to netallic powders.

The wording of claim1, nanely "including filling
unsintered ceram cs powder..." does, however, not
restrict claiml to ceram cs powders only, but rather
offers the possibility to add powders of a different
nature e.g. netal powders as in (D1).

It has to be assessed whether or not inventive
endeavour was necessary for a skilled person to extend
the teaching of (Dl1) to cerami cs powders to achieve the
subject-matter of claim1.

Since claiml is not restricted to properties such as
har dness/ ductility/cohesion, these properties cannot
serve as a basis for creating a distinction between the
cl ai med subject-matter and (D1) and/or (D2).

From (D2) the application of ceram cs powders, in
particul ar carbides or nitrides of niobium as the
powder used for sintering an elongate article is
clearly known; from (D2) the interrelationship between
har dness/ductility and any heat treatnent of a powder



4.8

4.9

4.10

0493.D

- 10 - T 0154/ 97

or sintered article is noreover known by the

i nformation that heat treatnent |eads to a | oss of
ductility or in other words to an increase in cohesion
and har dness.

(D1) and (D2) have therefore in common the technica
field of producing sintered articles from powders and

t he know edge of how the properties of a sintered
article can be influenced by heat treatnent. Under

t hese circunstances the board cannot see any obstacle
to conbining the teachings of (Dl) and (D2) to achieve
the method of claim1l since the only step to be carried
out by a skilled person is to replace totally or in
part the netal powder according to (Dl1) by ceramc
powder s.

Summari zing, claim21 does not define non-obvious
subject-matter within the neaning of Article 56 EPC so
that this claimis not valid.

Appel lant's argunment that (Dl) is restricted to
presintering and final sintering is not supported by
the facts since (Dl1) deals with an exanple which is
based on a single heat treatnent, see above remarks 4.2
and 4. 3.

Since (D1) has to be seen as a docunment which teaches a
single heat treatnent it is evident that the nethod
according to claim1 is not sinpler to be carried out
Wi th respect to the teaching of (D1).

Finally it has to be observed that it is not justified
to derive from (D2) a technical prejudice against the
application of heat since it is sinply an adjustnent to
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wi shed properties whether in any specific case
ductility or hardness and cohesi on have priority and
since the neans to achi eve the one or the other
property are clearly derivable from (D2), nanely the
application or non-application of heat.

auxi liary request

Caim1l of this request has been restricted to carbides
of Si or Was ceram cs powders. Since this claim1lis
narrower than claiml of the first auxiliary request
its subject-matter is novel. It is clearly admtted
that claim1 is not open to an objection under

Article 123(2) and (3) EPC so that the board is insofar
in agreement with the appellant.

The crucial issue to be decided is inventive step i.e.
t he question whether or not a specific type of ceramc
powder can render the subject-matter of claim1l non-
obvi ous.

In the technical field in which hardness of a sintered
article prevails, e.g. cutting tools, it is known to
make use of carbides, also known as "hard netal s".

The restriction of claim1l to carbides has therefore to
be seen as a feature formng part of the nornal
considerations of a skilled person in the technica
field of powder netallurgy so that claiml1l is not the
result of an inventive step, but rather the result of
normal technical usage. Claim1l does not therefore neet
the requirenents of Articles 56 and 100(a) EPC and is
not valid.
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The board supports the findings of the respondent that
choosing specifically the carbides of Si or Was
ceram cs powders is arbitrary and that the appel |l ant
did not bring forward convincing argunents with respect
to the problemto be solved by the application of these
car bi des. Under these circunstances it has not to be
deci ded whet her or not the subject-matter of claiml is
an aliud with respect to forner requests and whet her or
not carbi des were/could be searched by the EPO or the
respondent.

O der

For these reasons it iIs decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

N. Maslin C. T. WIson
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